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6

Pre-filing considerations
• Determine status of any potential statutory
bars
– One-year from service of complaint
– Declaratory Judgment
– Nine months from patent grant bar for AIA
patents

• Real Parties-in-Interest and Privies
– Determine who is RPI or privy
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One-year from service bar
35 USC 315(b)
• PATENT OWNER’S ACTION.—An inter partes review may not
be instituted if the petition requesting the proceeding is filed
more than 1 year after the date on which the petitioner, real
party in interest, or privy of the petitioner is served with a
complaint alleging infringement of the patent. The time
limitation set forth in the preceding sentence shall not apply
to a request for joinder under subsection (c).
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One-year from service bar
• When more than one complaint has been served alleging
infringement of the patent, one-year bar is calculated from
earliest served complaint.
• Precedential Decision: LG v. Mondis Tech., IPR2015-00937,
Paper No. 7 at page 5 (Decision Denying Institution).
– "[W]e interpret 'a complaint,' in accordance with the plain language of
§ 315(b), to include 'a complaint' as explicitly stated. The statute
prohibits institution of inter partes review if the petition is filed more
than one year after the date a petitioner is served with 'a' complaint.”
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One-year from service bar
• Date of service of motion for leave to file amended complaint
"served" before the complaint is filed is not service date for
calculation of statutory bar.
• Informative Decision: TRW v. Magna, IPR2014-00293, Paper
No. 7 at page 10 (Decision Service Under 35 USC § 315(b)).
– "In view of the record before us, we conclude that on December 20,
2012, Patent Owner served Petitioner with a Motion for Leave to file
its Second Amended Complaint, but did not serve a “complaint” for
purposes of § 315(b)."
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One-year from service bar
• When there is waiver of service, one-year bar is calculated
from date of waiver.
• Motorola Mobility v. Arnouse, IPR2013-00010, Paper No. 20 at
page 6 (Decision regarding Service)
• “Rule 4(d)(4) of the Federal Rules of Civil Procedural provides that '[w]hen
the plaintiff files a waiver, proof of service is not required and these rules
apply as if a summons and complaint had been served at the time of filing
the waiver' (emphasis added). Therefore, in the situation where the
petitioner waives service of a summons, the one-year time period begins
on the date on which such a waiver is filed."
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One-year from service bar
• When infringement suit is dismissed without prejudice, there
is no service bar.
• Precedential decision: Oracle v. Click-to-Call, IPR2013-00312,
paper 52 at pages 12-13 (Final Written Decision).
– "We have determined that, because this patent infringement suit was
dismissed without prejudice, Federal Circuit precedent interprets such
a dismissal as leaving the parties in the same legal position as if the
underlying complaint had never been served."
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Declaratory Judgment bar
35 USC 315(a)
• (1) INTER PARTES REVIEW BARRED BY CIVIL ACTION.—An inter partes
review may not be instituted if, before the date on which the petition
for such a review is filed, the petitioner or real party in interest filed a
civil action challenging the validity of a claim of the patent.
• (2) STAY OF CIVIL ACTION.—If the petitioner or real party in interest
files a civil action challenging the validity of a claim of the patent on or
after the date on which the petitioner files a petition for inter partes
review of the patent, that civil action shall be automatically stayed….
• (3) (TREATMENT OF COUNTERCLAIM.—A counter claim challenging
the validity of a claim of a patent does not constitute a civil action
challenging the validity of a claim of a patent for purposes of this
subsection.
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Declaratory Judgment bar
• When declaratory judgment action is for only noninfringement, and not invalidity, there is no statutory bar.
• Ariosa Diagnostics v. Isis Innovation Ltd., IPR2012-00022,
Paper 166 at 13-15 (Final Written Decision)
– "A civil action for a declaratory judgment of
noninfringement is not a civil action challenging the
validity of a patent."
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Declaratory Judgment bar
• Petitioner filed declaratory judgment action seeking noninfringement and invalidity, but action was dismissed for lack
of personal jurisdiction.
• Where Petitioner only appealed dismissal as to noninfringement, but did not appeal the dismissal as to invalidity,
there is no statutory bar.
• Xilinix v. Pabst, IPR2016-00105, Paper No. 8 at pages 11-14
(Decision Institution of IPR)
– "[T]he Federal Rules of Civil Procedure, which expressly provide that
involuntary dismissal under Rule 41(b) 'except one for lack of
jurisdiction . . . operates as an adjudication on the merits.' Fed. R. Civ.
P. 41(b).”
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IPR Filed too soon - AIA patents
• FILING DEADLINE.—A petition for inter partes review shall be
filed after the later of either—
(1) the date that is 9 months after the grant of a
patent; or
(2) if a post-grant review is instituted under chapter 32,
the date of the termination of such post-grant review.
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IPR Filed too soon - AIA patents
• For post-AIA first-to-file patent, there is a 9 month period in
which only PGRs can be filed.
• Tarsco Bolted Tank v. Tank Connection, IPR2016-01273, Paper
No. 3 at page 2 (Decision Dismissing Petition as Premature)
– "Here, the ’921 patent has an effective filing date of December 15,
2014. See Ex. 1001, at [22]. The ’921 patent’s effective filing date is
after March 16, 2013…. The ’921 patent was granted on November 17,
2015 (Ex. 1001, at [45]), and any petition for inter partes review, thus,
must be filed after August 17, 2016."
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Real Parties-in-Interest and Privies
• Under 35 USC 312(a)(2), IPR petition may only be considered
if "the petition identifies all real parties in interest" (see also
37 CFR 42.8(b)(8)(1))
• Petroleum Geo-Services v. WesternGeco, IPR2014-00689,
Paper No. 22 at 6 (Order Setting New Filing Dates)
– If the real parties in interest are not correctly listed, the
petition is not entitled to receive a filing date until the
correct real parties-in-interest are updated.
– If one-year time bar has passed, this could lead to petition
being barred.
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Who is Real Party-in-Interest?
• PTAB looks to non-party's actions to determine
whether the actions are those of real party-ininterest.
• Party who funds, controls, or has the opportunity to
control the IPR proceeding is RPI. Fact dependent.
• Parent-subsidiary relationship alone not enough to be RPI.
• Participation in a joint defense agreement alone is not
enough to be RPI.
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Who is Real Party-in-Interest?
• Example: PTAB finds that parent company's previous actions
are those of RPI.
• Paramount Home Entertainment Inc. v. Nissim Corporation,
IPR2014-00962, Paper 11 at 10 (Decision Denying Institution
of IPR)
– Parent company's actions include responding to patent
owner's license offer letter without referring to petitioner
and engaging in communications with patent owner.
– "The touchstone for determining whether a non-party is a
real party-in-interest is whether the non-party exercises
control over a party’s participation in the proceeding."
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Who is Real Party-in-Interest?
• Example: PTAB finds that non-party's previous actions are
those of RPI.
• GE v. Transdata, IPR2014-01505, paper 27 at 9 (Decision
Denying Institution of Inter Partes Review)
– Petitioner and non-party "entered into a letter agreement
on … stating that Petitioner would 'provide a full and
unqualified defense' to" non-party and petitioner would
“direct and control the litigation'."
– "Absolute control is not necessary….A nonparty has
control if it 'has the actual measure of control or
opportunity to control that might reasonably be expected
between two formal coparties.'" See also Trial Practice
Guide.
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Who is Real Party-in-Interest?
• Example: PTAB finds that parent company's previous
actions are those of RPI.
• ZOLL Lifecor Corp. v. Philips Electronics North America
Corp, IPR2013-00609, Paper No. 15 at page 10
(Decision Denying Institution of Inter Partes Review)
– "Petitioner acknowledges that [parent] controls 100% of
Petitioner and authorizes its budget and plans."
– "[T]he absence of Petitioner’s management team, and
presence of [parent's] management team, at the courtordered mediation … suggests an involved and controlling
parent corporation representing the unified interests of itself
and Petitioner."
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Who is Real Party-in-Interest?
• Example: PTAB finds that subsidiary company's
previous actions are those of RPI.
• Zhejiang Yankon Group LTD v. Cordelia Lighting,
IPR2015-01420, Paper 9 at 17 (Decision Denying
Institution of IPR).
• "The role of [subsidiary] in negotiations for the
purchase or licensing of the ’204 patent, as well as for
the sale of products accused of infringing that patent
suggests that [subsidiary] had the opportunity to
control this inter partes review proceeding."
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Who is Real Party-in-Interest?
• Participation in a joint defense agreement alone is
not enough to be RPI.
• Petroleum Geo-services v. WesternGeco, IPR201401475, Paper No. 71 at pages 43-44 (Final Written
Decision)
• "[U]ndertaking a joint defense and assertion of a common
interest privilege does not, without more, indicate
privity…. See Practice Guide, 77 Fed. Reg. at 48,760."
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Who is Real Party-in-Interest?
• Fact that Petitioner is company set up for purpose of filing
IPRs on behalf of clients (e.g., Unified Patents, RPX) alone
does not make clients RPIs
• Unified Patents v. Dragon Intellectual Property, IPR201401252, Paper No. 37 at page 12 (Decision Institution of IPR)
– "Patent Owner does not allege to have any direct evidence of any
organization giving funds to Petitioner for the purpose of filing the
Petition in this case."
– "[E]ven if we accept Patent Owner’s allegations that Petitioner
engages in no activity of practical significance other than filing IPR
petitions with money received from its members, this does not
demonstrate that any member paid, directed, or suggested to
Petitioner to challenge the ’444 patent, specifically."
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Who is Real Party-in-Interest?
• But PTAB determined that petitioner RPX's interactions with
non-party, client of petitioner, show that non-party is a RPI.
• RPX Corp. v. Virnetx, Inc., IPR2014-00171, Paper 49 at pages
6–10 (Decision Denying Institution)
– Apple and RPX discussed the Virnetx patents
– Then, Apple paid RPX $500,000 to file "… inter partes review with
respect to patents of questionable quality."
– Even though RPX had complete control, "Apple at least suggested that
RPX file challenged to the specific Virnetx patents"
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Who is Real Party-in-Interest?
• No evidence that individuals or entities who invested in
investment funds owned by Kyle Bass company, Coalition for
Affordable Drugs, were RPIs.
• Affordable Drugs III LLC v. Jazz Pharmaceuticals, IPR201501018, Paper 17 at page 10 (Decision Denying Institution of
Review)
– "[I]nsufficient evidence exists as to whether any unnamed investor
funded or otherwise paid for expenses associated with the Petition, or
if an unnamed investor in its own capacity (or via its legal counsel)
controlled or participated in the filing of the Petition here."
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Who is privy?
• PTAB's analysis generally groups RPIs with privy. "Privy" is
used when a company is acquired by Petitioner.
• When petitioner acquires non-party before IPR is filed, nonparty is a privy that must be listed.
• VMware v. Good Technology Software Inc., IPR2015-00030 ,
Paper 11 (Decision Denying Institution of IPR).
– Non-party is served with complaint, and then petitioner subsequently
acquires non-party before IPR is filed, non-party is privy.

• Privies acquired after filing of IPR petition are irrelevant.
Statutory requirement is at time of filing. See Synopsis v.
Mentor Graphics, IPR2012-00042, Paper No. 60 at pages 1214 (Final Written Decision)
28

Timing – whether and when to file
second IPR Petition
• Consider whether to join earlier-filed IPR
• Subsequent IPR are often not instituted
• If second IPR is filed, include explanation
based on factors in Nvidia v. Samsung,
IPR2016-00134 to increase likelihood of
institution of second IPR
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Joinder – 35 USC 315(c)
• JOINDER.—If the Director institutes an inter partes review, the
Director, in his or her discretion, may join as a party to that inter
partes review any person who properly files a petition under
section 311 that the Director, after receiving a preliminary response
under section 313 or the expiration of the time for filing such a
response, determines warrants the institution of an inter partes
review under section 314.
• See also 37 CFR 42.122 (b)
– (b) Request for joinder. Joinder may be requested by a patent owner or
petitioner. Any request for joinder must be filed, as a motion under§ 42.22, no
later than one month after the institution date of any inter partes review for
which joinder is requested. The time period set forth in § 42.101(b) shall not
apply when the petition is accompanied by a request for joinder.
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Joinder
• PTAB grants joinder motions when issues are same as earlier IPR.
• Kyocera Corp. v. Softview LLC, IPR2013-00256, Paper No. 10 at pages 2-3
(Decision of Motion for Joinder)
– "[T]he following matters to be addressed in a Motion For Joinder: (1)
an explanation of the reasons why joinder is appropriate, (2)
identification of any new ground of unpatentability raised in the
proceeding sought to be joined, (3) how the impact of the joinder on
the schedule and costs of the proceeding would be minimized, and (4)
how briefing and/or discovery could be simplified to minimize
schedule impact."
• Microsoft v. IPR Licensing, IPR2014-00525, Paper No. 31 at 4 (Decision
Granting Institution and Motion for Joinder)
– “[W}e institute an inter partes review in this proceeding on the same
ground as that on which we instituted trial in the ZTE IPR. We do not
institute an inter partes review on any other grounds.”
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Joinder
• Some panels permit joinder of issues, including new grounds
of unpatentability, made by the same party as previous IPR as
an equitable determination.
• Zhongshan Broad Ocean Motor Co., Ltd. v. Nidec Motor Corp,
IPR2015-00762, Paper No. 16 at pages 4-7 (Order Granting
Request for Rehearing, Institution of IPR and Joinder)
– Expanded PTAB panel 5-2 decision
– Institution of certain ground in earlier IPR was denied because
Petitioner failed to include affidavit attesting to accuracy of English
translation of reference.
– Petitioner accepts reduced period of time to reply to Patent Owner’s
response to the Petition, and accommodates reasonable logistical and
scheduling requests by Patent Owner to accommodate joinder of the
proceedings.
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Joinder
• When claims were first asserted by Patent Owner after oneyear bar date, PTAB allowed joinder of issues for same
Petitioner.
• Amneal v. Endo, IPR2014-01365, Paper No. 13 at page 9
(Decision Granting Motion for Joinder in part)
– "Patent Owner asserted these two claims in a district court case after
Petitioner filed its Petition in IPR2014-00360 on January 16, 2014, and
after the § 315(b) bar date passed for Petitioner on January 17, 2014."
– "Thus, in relation to claims 44 and 47, we are less concerned about a
“delay” by Petitioner, or gain by Petitioner of a “second bite at the
apple,” than potential prejudice to Patent Owner, which also does not
cause us great concern."
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Joinder
• Even though Petitioner asserted same grounds as in earlier
IPR, joinder was denied because of potential RPI issue.
• Unified Patents v. C-Cation Tech., IPR2015-01045, Paper No.
15 (Decision Denying Motion for Joinder)
– PTAB used its discretion to deny joinder where patent owner contends
that Petition fails to identify all real parties-in-interest.
– Although petitioner agreed to "understudy "role, "the real party-ininterest issue could sidetrack the joined proceeding, shifting the focus
away from the substantive issues to be addressed."
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Multiple Proceedings
• 35 USC 315(d) "…if another proceeding or matter involving the patent is
before the Office, the Director may determine the manner in which the
inter partes review or other proceeding or matter may proceed, including
providing for stay, transfer, consolidation, or termination of any such
matter or proceeding."
• 35 USC 325(d) "if another proceeding or matter involving the patent is
before the Office, the Director may determine the manner in which the
post-grant review or other proceeding or matter may proceed, including
providing for the stay, transfer, consolidation, or termination of any such
matter or proceeding. In determining whether to institute …, the Director
may take into account whether, and reject the petition or request because,
the same or substantially the same prior art or arguments previously were
presented to the Office.
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Previous IPR filed by same party
• PTAB has wide discretion to deny institution of
subsequent IPR.
• Informative Decision: Conopco v. P&G, IPR 2014-00506, Paper
No. 25 at 4 (Decision Denying Request for Rehearing)
– "Congress did not mandate that the Director, and by extension the
Board, must institute an inter partes review whenever a petitioner
establishes a reasonable likelihood of prevailing with respect to at
least one challenged claim. Congress provided that the Director may,
but not must, institute a proceeding when that condition is met."

• See also Informative Decision: Medtronic v. Nuvasive,
IPR2014-00487, Paper No. 8 (Decision Denying Institution)

36

Previous IPR filed by same party
• Where previous IPR was filed by same party and
subsequent IPR corrects defects in previous IPR,
PTAB used its discretion to deny institution
• Informative Decision: Unilver v. P&G, IPR201400506, Paper No. 17 at page 8 (Decision Denying
Institution)
– "Based on the information presented, we are persuaded
that the instant Petition uses our prior Decision on
Institution to bolster challenges that were advanced,
unsuccessfully, in the 505 Petition."

37

Previous IPR filed by same party
• Factors PTAB will consider from Nvidia v. Samsung, IPR201600134, Paper No. 9 at page 7 (Decision Denying Institution)
– (1) the finite resources of the Board;
– (2) the requirement under 35 U.S.C. § 316(a)(11) to issue a final determination not later
than 1 year after the date on which the Director notices institution of review;
– (3) whether the same petitioner already previously filed a petition directed to the same
claims of the same patent;
– (4) whether at the time of filing of the first petition the petitioner knew of the prior art
asserted in the second petition or should have known about it;
– (5) whether at the time of filing of the second petition the petitioner already received
patent owner’s preliminary response to the first petition or received the Board’s
decision on whether to institute review in the first petition;
– (6) the length of time that elapsed between the time petitioner learned of the prior art
asserted in the second petition and filing of the second petition; and
– (7) whether petitioner provides adequate explanation for the time elapsed between the
filings of multiple petitions directed to the same claims of the same patent.
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Previous IPR filed by same party
• Nvidia v. Samsung, IPR2016-00134, Paper No. 9 at pages 8-11
(Decision Denying Institution)
– "This is not to say, however, that multiple petitions against the same
claims of the same patent are never permitted. Rather, each case
depends on its own facts. We look to and consider, in each case, as we
do here, what rationale a petitioner offers for filing multiple petitions
and for the time elapsed between those filings."
– "Petitioner has provided no rationale on why it waited until November
4, 2015, more than five months after filing of the first petition on June
1, 2015, in IPR2015-01318, to file the Petition in this proceeding, given
that Petitioner was aware of Hsu at least by May 8, 2015."
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Previous IPR filed by same party
• Petitioner filed subsequent IPR including both 1) grounds
against new claims not included in previous IPR and 2) grounds
against claims that were not instituted in previous IPR. PTAB
institutes second IPR by same petitioner.
• Silicon Laboratories v. Cresta Tech., IPR2015-00615, Paper No.
9 at page (Decision Institution of IPR)
– "Petitioner explains that it 'file[d] this Petition to challenge the
remaining claims that the Patent Owner may likely assert in the district
court case before Petitioner is barred from doing so [by 35 U.S.C. §
315(b)].' Pet. 3. Petitioner’s challenges of claims 13 and 14 in this
proceeding represent a minority of the claims it challenges, and,
despite certain commonality with the earlier challenges, they do not
rely on the reasoning we rejected in the related proceeding."
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Previous IPR filed by same party
• PTAB granted institution of Petitioner's third IPR after two IPRs
dismissed.
• Arista v. Cisco, IPR2016-00309, Paper No. 8 at page 7 (Decision
Institution of IPR)
– "[W]e are not persuaded that Petitioner’s arguments based on the
combination of Amara and CoreBuilder are the same or substantially the
same as those previously presented because we have not previously
addressed substantively a challenge to the independent claims based on
obviousness over Amara. … Although Petitioner also challenged the
independent claims based on a combination of Amara and Habraken [in
previous IPR], we did not address that ground substantively because we
found it insufficiently articulated."
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Previous IPR filed by different party
• Where multiple IPRs have been filed by different
parties based on the same or substantially the same
prior art or argument, PTAB has discretion to deny
institution of subsequent IPR for "efficient
administration"
• Informative Decision: Unified Patents v. PersonalWeb
Tech., IPR2014-00702, Paper No. 13 (Decision Denying
IPR)
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Risks of Filing Subsequent IPR
•
•
•

•

PTAB often uses discretion to deny subsequent IPRs,
especially by same petitioner
If filing of second IPR is due to procedural problem with first
IPR or due to some change in circumstances, explain this to
PTAB
If filing of second IPR is based on grounds or art that is
different from first IPR, explain this to PTAB – whether to
institute second IPR is highly discretionary and seems to be
dependent on PTAB panel
Practice Tip: Better to file all grounds at the same time (or a
close to same time as possible) to the filing of the first IPR.
–

Grounds that are not instituted will not be subject to estoppel.
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Final Written Decision Estoppel
• 35 USC 315(e)(1) PROCEEDINGS BEFORE THE
OFFICE.—The petitioner in an inter partes review of a
claim in a patent under this chapter that results in a
final written decision under section 318(a), or the
real party in interest or privy of the petitioner, may
not request or maintain a proceeding before the
Office with respect to that claim on any ground that
the petitioner raised or reasonably could have raised
during that inter partes review.
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Final Written Decision Estoppel
• Once there is Final Written Decision in first IPR,
estoppel applies on a claim-by-claim basis only in
subsequent IPR.
• Precedential Decision: Westlake Services v. Credit
Acceptance, CBM 2014-00176, Paper no. 28 at page
5(Order Patent Owner's Motion to Terminate)
– "By its terms, estoppel is invoked under Section 325(e)(1)
as to 'a claim in a patent' that 'results in a final written
decision under' 35 U.S.C. § 328(a)."
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Final Written Decision Estoppel
• But no estoppel for grounds proposed in 1st IPR that
were not included in PTAB's instituted grounds.
• Apotex v. Wyeth, IPR 2015-00873, Paper No. 8
(Decision Denying Institution)
– No final written decision estoppel for non-instituted
grounds proposed during 1st IPR are not grounds that
petitioner "raised or reasonably could have raised during
that inter partes review"
• See Shaw Indus. v. Automated Creel, 817 F.3d 1293 (Fed. Cir.
2016) re: 35 USC 315(e)(2): no estoppel in civil action for
grounds proposed but not instituted in IPR
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Final Written Decision Estoppel
• PTAB used discretion to dismiss Petitioner's challenge against
claims in a 2nd IPR proceeding that are subject to Final Written
Decision, while proceeding went forward to determine
patentability of other claims.
• Ford v. Pace, IPR2014-00884 at paper no. 38, page 14 (Final
Written Decision)
– PTAB found that Petitioner "reasonably could have raised" new
grounds because "a skilled advocate would have been expected to
discover and proffer [the different prior art] in the course of
conducting due diligence on the patent at issue." PTAB also found that
Petitioner either must have known or should have known about these
references.
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Final Written Decision Estoppel
• PTAB terminated later filed IPR after Final Written
Decision in earlier IPR.
• IBM v. Intellectual Ventures IPR 2014-01465, paper
no. 32 at page 9. (Final Written Decision)
– The proper inquiry regarding scope of estoppel is whether
a skilled searcher "reasonably could have been expected to
discover" the prior reference, "not whether Petitioner
could foresee that Patent Owner would make certain
arguments in the earlier proceeding," as alleged by the
Petitioner.
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Final Written Decision Estoppel
• PTAB allowed subsequent Covered Business Method (CBM)
Proceeding to continue without participation of Petitioner
after Final Written Decision in earlier CBM.
• Apple v. Smartflash, CBM2015-00015, paper no. 59, page 4-6
(Decision Motion to Terminate)
• After Supreme Court's Alice decision, Petitioner decided to file subsequent
CBM Petitions alleging claims are ineligible under 35 U.S.C. § 101.
• However, PTAB found that Petitioner "reasonably could have raised" the §
101 grounds during 1st CBM and is estopped from challenging patentability
based on new § 101 grounds.
• PTAB maintained 2nd CBM because record had been fully developed and
because PTAB would be "making determinations in related cases involving
similar issues and argument."
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Risks of Filing Subsequent IPR
•
•
•

•

PTAB often uses discretion to deny subsequent IPRs,
especially by same petitioner
If need to file second IPR is due to procedural problem with
first IPR or due to some change in circumstances (e.g. claim
later asserted by patent owner), explain this to PTAB
If filing of second IPR is based on grounds or art that is
different from first IPR, explain this to PTAB – whether to
institute second IPR is highly discretionary and seems to be
dependent on PTAB panel
Practice Tip: Better to file all grounds at the same time (or a
close to same time as possible) to the filing of the first IPR.
–

Grounds that are not instituted will not be subject to estoppel.
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Thank you
If you have a question about this portion of the
webinar, please contact John Bird at:
jbird@sughrue.com
(202) 775-7584
Sughrue Mion PLLC
2100 Pennsylvania Ave, NW
Washington, DC 20037
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Limits on changing claim construction positions during IPR



Broadest Reasonable Construction (“BRP”) standard

 Best Practices for an IPR Petition


Limits on adding new arguments or theories not found in petition
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Claim Construction Strategies for IPR

Claim Construction Strategies for IPR

Petition Must Address Claim Construction
• PTO Rules require that IPR Petition address “[h]ow the
challenged claim is to be construed”
• Failure to at least address claim construction is grounds for
denying institution of petition
• “Means-plus-function” limitations require special construction

See Zetec, Inc. v. Westinghouse Elec. Co., LLC, Case IPR2014-00384, Papers 4, 10 (P.T.A.B. July 23, 2014) (requiring
petitioner to refile petition that did not address claim construction and then denying corrected petition for failing to provide
support for claim constructions)
See Panel Claw, Inc. v. Sunpower Corp., Case IPR2014-00388, Paper 10 (denying petition with respect to certain claims for
failing to identify structure in specification corresponding to claimed function)
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Claim Construction Strategies for IPR

Petition Must Address Claim Construction, Cont.
• But this requirement is often a mere formality
• Only claim terms dispositive of IPR need be construed
• Petitioner may argue that construction of terms is apparent

See Westerngeco, LLC v. PSG Geophysical AS, Case IPR2015-00309, Paper 42 (PTAB June 8, 2016) (“We construe
only those claim terms or phrases in controversy, and we do so only to the extent necessary to resolve the controversy.”)
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Claim Construction Strategies for IPR

Strategic Reasons to Propose No Claim Constructions
• Avoid different positions in litigation versus IPR (regardless of
different claim construction standards)
• Avoid revealing claim construction position early in IPR
before timing in litigation
• Greater flexibility in arguing “application” of claim terms rather
than “construction”—little flexibility in changing claim
construction positions
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Claim Construction Strategies for IPR

Strategic Reasons to Propose a Specific Claim
Construction
• Claim term is expressly defined favorably in the
specification
• Petitioner needs to win on a broad construction to
encompass prior art
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Claim Construction Strategies for IPR

“Broadest Reasonable Construction” in IPR
• US Supreme Court in Cuozzo recently reaffirmed that the
“broadest reasonable construction” standard for claim
construction applies in IPRs (for non-expired patents)

• “Broadest reasonable construction” in IPR is broader than
claim construction standard in litigation

Cuozzo Speed Technologies, LLC v. Lee, No. 15-446 (U.S. June 20, 2016)
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Claim Construction Strategies for IPR

Practical Effect of “Broadest Reasonable Construction”
• Broader claim constructions will capture more prior art
• Effectively means that petitioner’s broad construction need
only be “reasonable”—when faced with two “reasonable”
constructions the PTAB will adopt the broader one

See Arctic Cat, Inc. V. Polaris Indus., Inc., Case IPR2014-01428, Paper 58 (PTAB Feb. 4, 2016) (“When
considering two reasonable constructions, one narrower and one broader, we generally apply the broader of
two reasonable constructions . . .”)
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Best Practices for an IPR Petition

Best Practices for an IPR Petition

Petition Must Include Everything to Prove Invalidity
• Petitioner’s arguments are generally limited to those set forth in
the original petition
• Example 1: Apple Inc. v. e-Watch, Inc., Case IPR2015-00412,
Paper 50 (PTAB May 6, 2016)
o

PTAB rejected attempt by petitioner to raise new arguments, not found in
petition, regarding (1) alleged inherent disclosure of a prior art reference
where petition only alleged express disclosure and (2) citation to different
portions of a prior art reference for alleged disclosure of a claim element.

o

“‘Respond,’ in the context of 37 C.F.R. § 42.23(b), does not mean embark
in a new direction with a new approach as compared to the position
originally taken in the Petition. Accepting such belatedly presented new
arguments would be unjust to the Patent Owner and we decline to do so.”
(emphasis added).
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Best Practices for an IPR Petition

Petition Must Include Everything to Prove Invalidity
• Example 2: Schrader Intern., Inc. v. Wasica Finance Gmbh,
Case IPR2014-00476, Paper 14 (PTAB Sept. 11, 2014)
o

Petition denied as to one claim, where claim chart erroneously omitted
citation to evidence for an element of that claim.
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Best Practices for an IPR Petition

Petition Must Include Everything to Prove Invalidity
• Example 3: Toyota Motor Corporation v. American Vehicular
Sciences, LLC, Case IPR2013-00419, Paper 59 (PTAB Feb. 12, 2015)
o

Petition had only alleged anticipation of certain claims

o

PTAB agreed with Patent Owner that a key claim limitation was not expressly or
inherently disclosed in the prior art

o

Because Petition did not include a back-up obviousness argument, the claims were
found to be not unpatentable in a Final Written Decision
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Best Practices for an IPR Petition

Ways to Provide Back-Up Positions
• Do not just rely on anticipation—include back-up obviousness
arguments
• Include back-up inherency argument where express anticipation
is not 100% apparent
• Where possible in an obviousness combination, include citation
or argument to where claim elements are found in each
reference
• But be sure to explain why references/arguments are not
duplicative
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Best Practices for an IPR Petition

Petition Must Include Specific Citations to Where Claim
Elements Are Found in the Prior Art
• Example: Inland Environmental & Remediation, Inc. v. Scott
Environ. Serv., Inc., Case IPR2015-00381, Paper 11 (PTAB
June 19, 2015)
o

Petition just vaguely alleged that secondary prior art reference
describes “standard methods for determining rutting resistance.”

o

Board rejected the petition because “Petitioner, however, does not
cite to any specific portion of Huang, and thus it is not evident which
portion of that reference the Petitioner is relying on to support the
obviousness of the challenged claims.”
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Best Practices for an IPR Petition

Petition Must Include All Support—Cannot Incorporate
By Reference Longer Expert Declaration
• Example: Oxford Nanopore Tech. Ltd. v. University of
Washington, IPR2014-00512, Paper 12 (P.T.A.B. Sept. 15, 2014)
o

“[E]ssentially none of the discussion in the cited paragraphs of the Branton
Declaration, allegedly explaining why an ordinary artisan would have
combined Akeson with Butler, Wong, or Faller, appears in the Petition. We
decline to import the extensive discussion regarding obviousness from the
declarations of Petitioner's experts into the Petition . . . .” (emphasis added).
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Best Practices for an IPR Petition

Expert Declaration Evidence Cannot Be Conclusory:
• Example: TRW Automotive US LLC v. Magna Electronics, Inc.,
IPR2014-00262, Paper 20 at p. 9 (P.T.A.B. Aug. 27, 2014)
o

Regarding obviousness, the expert stated only that “[i]t would be obvious to
include environment detection, such as detecting a tunnel environment, as
specifically taught within Tadashi in the system of Yanagawa.”

o

The Board rejected instituting the petition, stating that “[i]t is well within our
discretion not to credit conclusory, unsupported expert testimony such as
that provided by Dr. Miller in this instance.”
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Best Practices for an IPR Petition

Expert Declaration Given Little Weight if Merely Parrots
IPR Petition:
• Example: See Wowza Media Sys., LLC v. Adobe Sys., Inc.,
IPR2013-00054, Paper 16 at p. 4 (July 13, 2013)
o

“[T]he Declaration appeared, for the most part, simply to track and repeat
the arguments for unpatentability presented in the Petition. . . . Expert
testimony that does not disclose the underlying facts or data on which the
opinion is based is entitled to little or no weight.”
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Best Practices for an IPR Petition

Petition Must Provide Support for Express or Inherent
Anticipation:
• Example 1: See Arris Group, Inc. v. TQ Delta, LLC, IPR201600428, Paper 7 at 10 (PTAB June 22, 2016)
o

“But McNally does not state that line noise is idle channel noise
information. Rather, he testifies that ‘line noise information’ disclosed by
the T2500 Manual ‘is equivalent to ‘idle channel noise information.
McNally does not further expand on what he means when he says that
one is ‘equivalent’ to the other. In any event, even if he intended to mean
that they are the same, he does not direct us to supporting evidence to
support his assertions, and we, therefore, accord his testimony little
weight in that regard.” (emphasis added)
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Best Practices for an IPR Petition

Petition Must Provide Support for Express or Inherent
Anticipation:
• Example 2: Tietex Intern., Ltd. v. Precision Fabrics Group, Inc.,
Case IPR2014-01248, Paper 39 (PTAB Jan. 27, 2016)
o

“Petitioner has not provided adequate explanation or evidence to support its
contention that the claimed TPP values are inherent in the prior art. . . .
Petitioner and Dr. Wilkie simply state that the fabric resulting from the
combination of Radwanski, Rowan, and Murch inherently would have the
properties necessitated by the construction of that fabric, without providing
sufficient and credible explanation as to why that would be the case.”
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Best Practices for an IPR Petition

Petition Must Provide Non-Conclusory Reasons to
Combine References for Obviousness:
• Example 1: Cisco Systems, Inc. v. C-Cation Tech., LLC, Case
No. IPR2014-00454, Paper 12 (P.T.A.B. Aug. 29, 2014)
o

Petitioner’s argument: “The motivation to combine is in the prior art
references: to implement different architectures that extend various services
to users. The prior art references are in the same field of endeavor: multiaccess communication protocols in multi-access communication systems
and proposed solutions to common problems of multi-access
communication protocols.”

o

Board’s holding: “The Petition merely provides conclusory statements to
support the assertions of obviousness.”
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Best Practices for an IPR Petition

Petition Must Provide Non-Conclusory Reasons to
Combine References for Obviousness:
• Example 1: T-Mobile USA, Inc., et al v. Mobile Telecomm. Tech.,
LLC, Case IPR2015-00017, Paper 9 (P.T.A.B. April 8, 2015)
o

Petitioner’s argument: Petitioner alleged similarities between Reference A
and Reference B, and that the resulting combination would have predictably
yielded the claimed system.

o

Board’s holding: “First, Petitioner cites no factual or evidentiary support
for this assertion. Second, the alleged rationale does not address
sufficiently the reason a person of ordinary skill in the art would combine the
relevant teachings of [A and B]. A mere allegation that the combination
would have yielded a predictable result is insufficient to show the possible
predictability . . .”
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Best Practices for an IPR Petition

Petition Must Provide More on Obviousness Than
Merely Parroting KSR Factors:
• Example 1: Nyoy, Inc. v. Fontem Holdings 1, B.V., Case
IPR2015-01301, Paper 16 at p. 11 (P.T.A.B. Dec. 8, 2015)
o

Petitioner’s Argument: “To use the screw thread electrode of Gilbert asks
a POSA to merely implement a predictable variation’ of Hon ‘134” and “is a
combination of known elements with predictable results.”

o

Board’s Ruling: “These conclusory statements are nothing more than a
restatement of basic tests identified by the Supreme Court for determining
whether an invention would have been obvious. General principles on what
may constitute a supporting rationale cannot substitute for specific
application of those principles to the facts.”
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Best Practices for an IPR Petition

Petition Must Provide More on Obviousness Than
Merely Circular Rationale:
• Example 2: 2Wire, Inc. v. TQ Delta, LLC, Case IPR2015-00421,
Paper 18 (P.T.A.B. May 29, 2015)
o

Petitioner’s argument: “[I]t would have been obvious to compute the
random phases disclosed in Suzuki '614 in the manner disclosed in Suzuki
'415 in order to produce the random phase shifts used in Suzuki '614”;

o

Board’s Ruling: Denying institution and finding that the argument was
merely circular, “as it merely states the result of the asserted combination,
i.e., the basic components of Suzuki '614 performing the random number
calculations described in Suzuki '415.”
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Best Practices for an IPR Petition

Petition Must Provide More on Obviousness Than
Alleging Desirability of an Ability Already Provided in
the Prior Art References:
• Example 1: Apple, Inc. v. Cellular Comm. Equip., LLC, Case No.
IPR2015-00576, Paper 7 (P.T.A.B. June 12, 2015)
•

Rejecting petition arguing obviousness where “Petitioner argues that the
scheme in Reed ensures a minimum power margin is maintained and
avoids excessive or inadequate headroom, but fails to provide a specific
explanation why Hall did not already accomplish that by itself.”
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Best Practices for an IPR Petition

Petition Must Provide Support for a Reasonable
Expectation of Success on Obviousness:
• Example: Biodelivery Sciences Intern., Inc. v. Monsol RX, LLC,
Case IPR2015-00167, Paper 6 (PTAB May 20, 2015)
o

Denying petition because petitioner failed to support a reasonable
expectation of success in modifying the prior art to achieve the claimed
invention.

o

“[E]ven if we were to consider Dr. Cohen's assertions that optimizing
different variables in film-making and drying processes to produce uniform
coatings was known in the art, we are not persuaded that Dr. Cohen
explains which specific variables of Tapolsky's processes would have been
optimized, or would have been critical, to producing the ‘substantially
uniform distribution’ required in claims 13 and 95.”
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CONCLUSION

Bottom line . . . learn from others’ mistakes:
• Never rely on just one argument for a claim element
• Make sure that every element of every claim is addressed with
citation to the prior art
• Provide support for express and inherent anticipation
• Provide detailed, non-conclusory reasons for combining prior art
references for obviousness (e.g., desirability, usefulness,
advantages)
• Have experts provide thorough support for testimony—not just
the expert’s “say-so.”
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Thank You

Christopher M. Scharff
McAndrews, Held & Malloy, Ltd.
500 West Madison Street, 34th Floor
Chicago, IL 60661
312.775.8000
cscharff@mcandrews-ip.com

79

