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Outline for the Course
• Brief overview of copyright law, derivative works and
fair use
• Derivative works and music
• Derivative works and literary works
• Derivative works and visual art
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Brief Overview of Copyright Law
• Constitutional underpinning
• Article 1, Sec. 8:
• Congress is empowered to “promote the progress of science and useful arts, by
securing for limited times to authors and inventors the exclusive right to their
writings and discoveries.”
• “The copyright is not an inevitable, divine, or natural right that confers on authors
the absolute ownership of their creations. It is designed rather to stimulate activity
and progress in the arts for the intellectual enrichment of the public.” Cariou v.
Prince, 714 F. 3d 694, 705(2nd Cir. 2013)
• Originality:
• Independent creation +
• minimal creativity.
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What Does a Copyright Protect?
• 17 U.S. Code § 102 (a): Copyright protection subsists, in accordance with this title, in
original works of authorship fixed in any tangible medium of expression, now known
or later developed, from which they can be perceived, reproduced, or otherwise
communicated, either directly or with the aid of a machine or device.
•

Fixed in a tangible medium of expression
• Sufficiently permanent/stable
• More than a transient duration
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What a Copyright Does Not Protect
• Ideas, process, method of operation, etc.
• Expression of an idea is protectable
• Discoveries (discovered and not original)
• Facts, recipes, lists
• Original expression in factual compilation is protectable
• Scenes a faire
• Themes and settings standard to a given subject
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Exclusive Rights & Their Exceptions
• Right to reproduce
• Fair use, computer programs, libraries or archives, innocent infringement,
ephemeral copies, public broadcasting
• Right to distribute
• First sale doctrine, nonprofit libraries
• Right to make derivative works
• Adapt computer program if essential step in utilizing the program, alterations
to architectural works
• Right to display publicly
• Home-style receivers, face-to-face nonprofit instruction, instructional and
distance learning
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Creative vs. Functional
• Kieselstein-Cord v. Accessories by Pearl, Inc., 632 F.2d 989 (2d Cir. 1980)
• “Useful article” – designated to serve a utilitarian purpose.
• Can have both copyrightable and uncopyrightable features.
• No. Copyright never protects the mechanical or utilitarian aspects of an article.
• Yes. Copyright may protect authorship in pictorial, graphic or sculptural designs
that can be identified separately from, or exist independently of, the utilitarian
aspects of the article.
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Duration
• Sonny Bono Copyright Term Extension Act of 1998
• Basic term: author’s life + 70 years
• Joint works: Life of last surviving author + 70 years
• Work made for hire shorter of
• 95 years from publication or
• 120 years from creation
• Term runs until end of calendar year
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Infringement
• Copyright infringement means violating one of the expressly enumerated rights of
the copyright owner without defense.
• Proof of copying
1. Actual copying, or
2. Access and substantial similarity, or
3. Striking similarity.
• The owner/creator of a copyrightable material cannot bring a federal lawsuit for
copyright infringement without first receiving a federal copyright registration. Fourth
Estate Pub. Ben. Corp. v. Wall-Street.com, 139 U.S. 881 (2019).
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Derivative Works
17 U.S.C. §101 – “[A] work based upon one or more
preexisting works, such as a translation, musical
arrangement, dramatization, fictionalization, motion
picture version, sound recording, art reproduction,
abridgment, condensation, or any other form in which
a work may be recast, transformed, or adapted. A
work consisting of editorial revisions, annotations,
elaborations, or other modifications, which, as a
whole, represent an original work of authorship, is a
‘derivative work.’”
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Derivative Works
 The work must be independently copyrightable.
 To qualify for protection, a derivative work must be “original” – but the standard
for originality varies from case to case
 There must be at least some “substantial variation” from the underlying work, a
distinguishable variation and not “merely a trivial variation” (L. Batlin & Son, Inc.
v. Snyder, 536 F.2d 486 (2d Cir.1976) (en banc))

This Photo by Unknown Author
is licensed under CC BY-SA
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Derivative Works





Derivative works must incorporate and copy that which is subject of copyright. If what is
borrowed consists merely of ideas and not of the expression of ideas, then, it is not a derivative
work in the legal sense.
New aspects added to a derivative work are the new author’s property, but protectable
elements drawn from pre-existing work remain property of the original author.
Derivative works are only protected by the Copyright Act if there is lawful use of the
preexisting material.
 Author or exclusive licensee of the original has exclusive right to prepare derivative
works
 Permission to use underlying work is needed, otherwise the derivative work is
infringing
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Derivative Works and Termination
• Sections 203 and 304 of the Copyright Act allow artists to terminate copyright grants
and recapture rights in order to renegotiate long-standing copyright agreements on
more favorable terms.
• Derivative works present an exception: a grantee or licensee can continue utilizing
derivative works after termination of grant concerning the underlying work to
encourage proprietors to invest in derivative works and to preserve the derivative
work for the public.
• Mills Music, Inc. v. Snyder, 469 U.S. 153 (1985): author of musical compositions
assigned interest to publisher which issued licenses authorizing sound recordings.
Author’s heirs not entitled to terminate with respect to the publisher’s sound
recording licenses or collect money therefrom.
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The Fair Use Defense

The Fair Use defense is an exemption from liability
for use of a copyrighted work without permission.
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The Copyright Act of 1976
Fair Use was recognized by federal statute in the U.S. in 1976:
“[T]he fair use of a copyrighted work, including… for purposes
such as criticism, comment, news reporting, teaching (including
multiple copies for classroom use), scholarship, or research, is
not an infringement of copyright... [T]he factors to be considered
shall include—
(1) the purpose and character of the use, including whether
such use is of a commercial nature or is for nonprofit
educational purposes;
(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion used in
relation to the copyrighted work as a whole; and
(4) the effect of the use upon the potential market for or value
of the copyrighted work.”
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Fair Use Factors
The factors are guidelines, NOT rules. Not every
factor will be considered or given the same
weight in every case.
• The statute explicitly favors criticism,
commentary, news reporting, teaching,
scholarship, and research. However this list is not
exhaustive.
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First Factor
“The purpose and character of the use, including
whether such use is of a commercial nature or is for
nonprofit educational purposes.”
• Look at how the party accused of infringement is
using the original work.
• Fair Use favors nonprofit educational uses,
however a commercial use is not de facto
infringement.
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Second Factor
“The nature of the copyrighted work.”
• More factual original works tend to weigh in favor
of fair use, and more artistic original works tend to
weigh against fair use.
• This factor is not generally determinative.
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Third Factor
“The amount an substantiality of the portion used
in relation to the copyrighted work as a whole.”
• Courts look at both quantitative and qualitative
substantiality of the portion used:
o Quantitative substantiality: how much of the
original is used?
o Qualitative substantiality: was the “heart” of
the original work used?
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Fourth Factor
“The effect of the use upon the potential market for
or value of the copyrighted work.”
• If the subsequent work serves as a substitute for the
original or harms its value, it will weigh against fair
use.
• This factor raises substantial concerns for the
licensing market and other potential future
markets.
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Derivative Works - Music
• Various Types of Derivative Musical Works
• A song which utilizes a melody or music from a preexisting work but
adds original lyrics;
• A musical composition turned into a sound recording;
• A version of an existing sound recording re-recorded in a new style
(could be fair use, too);
• “More than mere cocktail pianist variations of the piece”; substantive
additions such as:
•
•
•
•

unusual vocal treatment
additional lyrics of consequence
unusual altered harmonies
novel sequential use of themes
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Derivative Works - Music
 We Shall Overcome Found. v. The Richmond Org., Inc., No. 16CV2725(DLC), 2017 WL
3981311 *13-14 (S.D.N.Y. Sept. 8, 2017)
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Derivative Works - Music
o Changes made to the classic song "We Shall Overcome“ (“will” to “shall”) were
not sufficient to support a derivative copyright – the changed words were too
generic to “create a distinguishable variation”.
o “For a musical composition to qualify as a derivative work, there must be
something of substance added making the piece to some extent a new work
with the old song embedded in it but from which the new has developed.”
o “It is not merely a stylized version of the original song where a major artist may
take liberties with the lyrics or the tempo.”
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Derivative Works - Music
 Palladium Music, Inc. v. EatSleepMusic, Inc., 398 F.3d 1193, 1197
(10th Cir. 2005):

This Photo by Unknown Author is licensed under CC BY-NC-ND
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Derivative Works - Music
o Holding that independently created “karaoke music” sound
recordings were derivatives of underlying musical
compositions.
o Not entitled to copyright protection absent licenses from
owners of copyrights in underlying compositions.
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Derivative Works - Music
 Woods v. Bourne Co., 60 F.3d 978, 991 (2d Cir. 1995):
o Piano-vocal arrangement of a song based on the composer’s lead sheet (the
preexisting work) was not sufficiently “original” to be afforded separate
protection as a derivative work.
o Judge, during a bench trial, must make findings of fact based on comparison of
the works and apply legal standard of originality.

This Photo by Unknown Author is licensed under CC BY-SA
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Derivative Works - Music
 Tempo Music, Inc. v. Famous Music Corp., 838 F. Supp. 162, 169 (S.D. N.Y. 1993):
o Material issues of fact existed as to whether mere addition of harmony to a
song was sufficiently “original” to warrant separate copyright protection as a
derivative work.
o “Harmony is a derivative creation
almost by definition. A composer
generally creates a harmony to
accompany a particular melody,
as opposed to developing harmony
in the abstract.”
o But harmony may not meet the originality
requirement if harmony and melody are
simultaneously composed.
This Photo by Unknown Author is licensed under CC BY-SA
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Derivative Works - Music
 Mills Music, Inc. v. Snyder, 469 U.S. 153 (1985): Supreme Court
found that the 400-plus sound recordings of the 1923
copyrighted musical composition “Who's Sorry Now” (which
included covers using a variety of different artists and
different musical arrangements) were “separate derivative
works, each of which was independently copyrightable”
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Derivative Works - Music
• Negron v. Rivera, 433 F. Supp. 2d 204 (D.P.R. 2006):
• Artist’s musical composition, which had the same
melody, tone, structure, and key as a preexisting
copyrighted work; Artist added original wording and
changed the rhythm.
• Considered a derivative work of the underlying
copyrighted musical composition.
• Song not protected because Artist did not have a license
to create the derivative work.
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Derivative Works - Music
Food for thought: Subsequent Derivative (Derivative Work of a
Derivative Work):
 If X gets permission from copyright holder Y to create a derivative
work, and then Z also gets permission from Y to create a derivative
work, but Z’s work sounds very similar to X’s, does X have any
rights?
 Can X get royalties from Z’s work?
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Derivative Works – Written Works
The Harry Potter Lexicon
Warner Bros. Entertainment v. RDR Books 575 F.Supp. 2d 513 (SDNY 2008)
• If X gets permission from copyright holder Y to create a derivative
work, and then Z also gets permission from Y to create a derivative
work, but Z’s work sounds very similar to X’s, does X have any rights?
• Was publication of companion encyclopedia to Harry Potter books fair
use or an unauthorized derivative work?
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Derivative Works – Written Works
The Harry Potter Lexicon
• Started as free online companion guide to the books. Operated as a
nonprofit.
• In 2007 took steps to publish a for-profit print version through RDR
Books
• J.K. Rowling and Warner Bros. filed suit in October 2007, claiming
copyright infringement
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Derivative Works – Written Works
The Harry Potter Lexicon – Ruling
• New work was transformative of the original novels – it was a
reference book not to be read for the same purposes as the novels
and “does not supplant the objects of the Harry Potter works.”
• As for the companion books, the Lexicon was “transformative to a
much lesser extent.”
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Derivative Works – Written Works
The Harry Potter Lexicon – Ruling
• While not a fair use, “reference works that share the Lexicon’s purpose
of aiding readers of literature generally should be encouraged rather
than stifled.”
• No general right of authors or publishers to control or stop all
reference books or commentaries
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Derivative Works – Written Works
Salinger v. Colting, 641 F.Supp.2d 250 (SDNY 2009)
• Defendant’s novel 60 Years Later: Coming Through the Rye featured the
character Mr. C, who strongly resembled Catcher in the Rye’s Holden
Caulfield
• Court found that 60 Years Later was not commentary or criticism, nor
was it parody, and thus was not transformative
• All other fair use factors weighed in favor of Salinger
• Preliminary injunction granted
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Derivative Works – Written Works
Penguin Random House v. Colting, 270 F.Supp.3d 736 (SDNY 2017)
• Publisher of four iconic novels filed suit against publisher of “a series
of illustrated children’s books” “based on” the novels:
Breakfast at Tifffany’s
The Old Man and the Sea
On the Road, and
2001: A Space Odyssey
and the character Holly Golightly
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Derivative Works – Written Works
Penguin v. Colting (cont.)
• Court found that all of Colting’s guides were unauthorized derivative
works, none of which were fair uses of the original copyrighted works
• “given the clearly infringing nature of defendants’ Guides, and the fact
that the Guides are unauthorized derivative works that do not
primarily critique or parody plaintiffs’ Novels but rather reproduce,
albeit in a different form, plaintiffs’ ‘original work of authorship,’ no
reasonable trier of fact could find for defendants in this case.”

43

Derivative Works – Written Works
Dr. Seuss Enterprises v. ComicMix, LLC
• Defendant’s book “Oh, the Places You’ll Boldly Go! combined aspects of
Dr Seuss’s works with characters, images and other elements of Star
Trek.
• Plaintiff alleged copyright and trademark infringement
• Defendants claimed work was a parody and therefore fair use
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Derivative Works – Written Works
Dr. Seuss Enterprises v. ComicMix, LLC (cont.)
• Court declined to rule on fair use defense as part of motion to
dismiss, finding that the record was inadequate to determine fair use
as a matter of law. 300 F.Supp.3d 1073 (S.D. Cal. 2017)
• Summary judgment granted for defendants on copyright infringement
claim (March 2019)
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Derivative Works – Written Works

Dr. Seuss Enterprises v. ComicMix, LLC (cont.)
• New work not a parody but “highly transformative”, even though it
“liberally” borrowed from Seuss’s works
• Defendants borrowed liberally but “the elements borrowed were
always adapted or transformed”
• Not an unauthorized derivative work; author’s right to control
derivative works limited by fair use exception
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Derivative Works – Written Works
Dr. Seuss Enterprises v. ComicMix, LLC (cont.)
• Defendants borrowed only so much as was necessary to create their
work
• Reversing its position from the motion to dismiss, court found that
Boldly did not substitute for or displace the market for Seuss’s works
but instead relied on those knowledgeable and appreciative of both
Seuss and Star Trek
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Derivative Works – Visual Arts
Cariou v. Prince, 714 F.3d 694 (2d Cir. 2013)

Patrick Cariou – “Yes Rasta” at pages 11 and 59

Richard Prince – “Canal Zone”
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Derivative Works – Visual Arts
Cariou v. Prince Continued

Patrick Cariou – “Yes Rasta” at pages 11 and 59

Richard Prince – “Graduation”
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Derivative Works – Visual Arts
Rogers v. Koons, 960 F.2d 301 (2d Cir. 1992)
• The lesson to learn from this case is that changing the media or
varying details will not avoid infringement.

Art Rogers –“Puppies”

Jeff Koons – “String of Puppies”
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Derivative Works – Visual Arts
United Features Syndicate, Inc. v Koons, 817 F.Supp. 370 (S.D.N.Y. 1993)
• The takeaway from this case is that parody is not always fair use.

Jim Davis – “Odie”

Jeff Koons – “Wild Boy and Puppy”
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Derivative Works – Visual Arts
Blanch v. Koons, 467 F.3d 244 (2d Cir. 2006)
• This case stands for the principal that appropriation art may be
protect as “transformative.”

Andrea Blanch – “Silk Sandals by Gucci

Jeff Koons – “Niagara”
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Derivative Works – Visual Arts
Harney v. Sony Pictures TV, Inc., 704 F. 3d 173 (1st Cir. 2013)

Photograph: Donald Harney

Photograph: Sony
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Derivative Works – Visual Arts
Shepard Fairey and The A.P. Legal Dispute

Photograph: Mannie Garcia (2006)

Poster: Shephard Fairey (2008)
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Niagra

Andy Warhol

Banksy
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Moral Rights
• What are moral rights?
• Moral rights refer to the personal rights of creative artists to control the display and
alteration of their works and attribution of their names
• Artists have a continuing relationship with their works, even if they do not own the
actual physical works or copyrights to the works.
• Moral rights are based on the understanding that artists’ reputations depend on the
presentation of their works, and that unauthorized attribution, modification, or
desecration can damage artists’ reputations.
• In the U.S. moral rights steam from Visual Artists Rights Act of 1990 (VARA).
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QUESTIONS?
Randy M. Friedberg
Friedbergr@whiteandwilliams.com
Scott J. Sholder
Ssholder@cdas.com
Michael D. Steger
Msteger@steger-law.com
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