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Today’s agenda
Considering the reforms to the trademark framework in the EU, including

Overview of the issues
Analysis of the reforms

Timescales
Next steps for US brand owners

An opportunity for questions
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Overview of the issues – A context
 A business seeking trademark protection in Europe has two options:

• Register the mark individually in each EU country in which protection is
sought; or
• Register the mark as a Community Trade Mark (CTM) which will cover all
member states of the EU
 There are pros and cons to each
 A CTM is administratively convenient and provides broad protection, but can
be more difficult to register and maintain because of vulnerability to attack on
grounds which apply anywhere in the EU
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Overview - What is being reformed?
 Reforms to both

(1) The Community Trade Mark (CTM) regime; and
(2) The national trademark system of each EU member state

 The reforms are an EU initiative and were first proposed by the European
Commission
 The key objective is the modernisation of trademark systems in Europe in
order to foster innovation and growth
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Analogy to U.S. Practice
 National Trademark Registration in EU: Per Country; roughly analogous to
U.S. state trademark registration in scope of protection.
 CTM Registration: covers all 28 EU member states; analogous to federal
U.S. trademark registration.
 Among Considerations in selecting National vs. CTM Registration:
 Is there a blocking mark in any specific country?
 OHIM does not examine applications for possible conflicts
 OHIM sends prior registrants notices of pending applications
• In future, an applicant will be able to opt out of the notices.

 Possibility of opposition proceedings must be assessed.
 Focus in CTM application: all countries.
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Overview – Reform objectives
 Make the trademark systems more accessible, efficient and effective

 Modernise and harmonise national and EU laws and procedures
 Streamline processes to increase speed and remove complexity

 Reduce costs to make trademark protection viable for all businesses
 Provide greater legal certainty by clarifying the scope of a trademark

 Give increased protection against counterfeiting
 Reflect recent Court of Justice of the European Union (CJEU) case law
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Implementation of the reforms
 New CTM Regulation 2015/2424
 Amends Regulation 207/2009 and Regulation 2868/95
 Repeals Regulation 2868/95 (fees)
 In force – March 23, 2016 (some elements will only come into force on September

23, 2017)
 Regulations are directly applicable in member states

 New Trade Mark Directive 2015/2436
 Repeals Directive 2008/95
 Member states must implement Directives into national law
 Implementing legislation in force in each member state – January 15, 2019
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Implementation of the reforms
 To achieve greater harmonisation between the two systems, the reforms at
EU and national level largely mirror each other
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The key reforms - terminology
 Article 1 of Regulation 2015/2424

 Changes will be made to some CTM terminology from March 23, 2016
 CTMs will become “European Union Trade Marks” (or “EUTMs”)

 OHIM will become the “European Union Intellectual Property Office” (or
“EU IPO”)
 Community Trade Mark Courts will become “EU Trade Mark Courts”
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The key reforms - fees
 Article 26(2) and Annex 1 of Regulation 2015/2424
 Article 42 of Directive 2015/2436

 Changes to official fees for EU trademark registrations and renewals
 Currently: automatic up-to-three class coverage of CTM application for €900
 Results in unnecessarily inflated fees and a cluttered trademark register
 Will be possible to register an EU trademark in just one class for €850.
Second class will be +€50 (€900); 3rd class will be +€150, or €1050 for 3
classes in a single application
 Renewal fees for one class will be reduced from €1350 to €850. Same fee
structure as for applications
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The key reforms - fees
 Same ‘3 class to 1 class’ reform in national registries (in the UK, as for some
other member states, it is already possible to register in one class)

 Exact level of fees will be set by national registries
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The key reforms – goods and services
 Article 28 of Regulation 2015/2424 mirrored in Article 39 of Directive
2015/2436
 Codification of the CJEU’s decision in Chartered Institute of Patent Attorneys
v Registrar of Trade Marks Case -307/10 (known as the ‘IP Translator’
decision) which brought changes to the scope of class headings for
goods/services
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The key reforms – goods and services
 45 classes in the Nice Classification - each has a ‘class heading’ and an
alphabetical list of goods/services falling within that class
 Possible to apply for a registration using the class heading
 In the case of CTMs, the registration was deemed to cover all of the
goods/services in the relevant alphabetical list

squirepattonboggs.com

17 *

The key reforms – goods and services
 Then, on June 19, 2012, came the CJEU ruling in IP Translator

 From June 22, 2012 on, CTMs with a class heading were deemed to cover
only those goods and services falling within a ‘literal interpretation’ of the
class heading
 This CJEU case law is reflected in Article 28 of Regulation 2015/2424
 The effect of IP Translator (and Article 28) is that the protection afforded by
CTMs is limited or even ineffective
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Example
 Class 9 (the class heading) covers:

“Scientific, nautical, surveying, photographic, cinematographic, optical,
weighing, measuring, signalling, checking (supervision), life-saving and
teaching apparatus and instruments; apparatus and instruments for
conducting, switching, transforming, accumulating, regulating or controlling
electricity; apparatus for recording, transmission or reproduction of sound or
images; magnetic data carriers, recording discs; compact discs, DVDs and
other digital recording media; mechanisms for coin-operated apparatus; cash
registers, calculating machines, data processing equipment, computers;
computer software; fire-extinguishing apparatus”
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Example
 A business wanting to sell mobile phone covers under a trademark could
apply for a CTM in class 9 using the class heading
 Before March 23, 2016, the phone covers would fall within the scope of
protection (provided CTM was filed before June 22, 2012)
 The CTM would be deemed to cover everything in the alphabetical list of
goods corresponding to class 9 (this includes “telephone apparatus”, which
would include a mobile phone cover)
 After March 23, 2016 - on a literal interpretation of this class heading
(“scientific instruments” and similar) a mobile phone cover may no longer fall
with the scope of the mark
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The key reforms – goods and services
 Owners of CTMs applied for before June 22, 2012 with a class heading are
being given an opportunity to rectify their registrations
 They will be able to add specific goods/services from the relevant class
alphabetical list to reflect the goods/services actually provided under the
trademark

 This will define the scope of the mark and ensure that the CTM continues to
provide effective trademark protection
 No official fees
 Rectification window runs from March 23, 2016 to September 24, 2016
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The key reforms – goods and services
 The practice in national registries on the interpretation of class headings
varies
 From January 15, 2019 at the latest, the EU trademark and national
trademark systems of each EU member state will be aligned and class
headings for national marks will also be given a literal interpretation
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The key reforms – marks with a reputation
 Article 9(2)(c) of Regulation 2015/2424
 Mirrored in Article 10(2)(c) of Directive 2015/2436

“The proprietor of that EU trade mark shall be entitled to prevent all third parties
not having his consent from using in the course of trade, in relation to goods
or services, any sign where… the sign is identical with, or similar to, the EU
trade mark irrespective of whether it is used in relation to goods or
services which are identical with, similar to or not similar to those for
which the EU trade mark is registered, where the latter has a reputation in
the Union and where use of that sign without due cause takes unfair
advantage of, or is detrimental to, the distinctive character or the repute of
the EU trade mark.
 Reflects two CJEU decisions (Davidoff v Gofkid [2003] and Adidas v
Fitnessworld [2003])
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The key reforms - registrability
 Article 3 of Regulation 2015/2424 mirrored in Article of Directive 2015/2436

Now = A Community trade mark may consist of any signs capable of being
represented graphically, particularly words, including personal names,
designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of
one undertaking from those of other undertakings.
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The key reforms - registrability
 New law = An EU trade mark may consist of any signs, in particular words,
including personal names, or designs, letters, numerals, colours, the shape
of goods or of the packaging of goods, or sounds, provided that such signs
are capable of: (a) distinguishing the goods or services of one undertaking
from those of other undertakings; and (b) being represented on the
Register of European Union trade marks, (“the Register”), in a manner
which enables the competent authorities and the public to determine
the clear and precise subject matter of the protection afforded to its
proprietor

squirepattonboggs.com

25 *

The key reforms - registrability
 Removal of the ‘capable of being represented graphically’ requirement
 Specific mention of colours and sounds as capable of being registered
 Does this open the door to a wider variety of non-traditional marks being
registered or has the practical importance of this change been overstated?

 Reform makes EU practice more similar to U.S. practice:
 Sounds
 Colors
 Smells
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The key reforms – anti-counterfeiting
 Article 9(4) of Regulation 2014/2424 mirrored in Article 10(4) of Directive
2015/2436 - reforms narrow when trademark rights will be exhausted
 Previously, rights in a CTM (or national trademark) were not effective against
the import of goods into the EU unless the goods were to be put on sale
there (CJEU ruling in the joined Nokia and Philips cases in 2011)

 The new legislation reverses that position allowing brand owners to intercept
goods which are merely in transit through the EU
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The key reforms – anti-counterfeiting
The Regulation (as mirrored in the Directive) provides:

“Without prejudice to the rights of proprietors acquired before the filing date or
the priority date of the EU trade mark, the proprietor of that EU trade mark shall
also be entitled to prevent all third parties from bringing goods, in the course of
trade, into the Union without being released for free circulation there, where
such goods, including packaging, come from third countries and bear without
authorisation a trade mark which is identical with the EU trade mark registered
in respect of such goods, or which cannot be distinguished in its essential
aspects from that trade mark”
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The key reforms – anti-counterfeiting
 This is subject to a proviso that the goods are subject to proceedings in
accordance with Regulation 608/2013 – brand owners’ rights will lapse if it
can be shown that the brand owner is not entitled to prohibit the placing of
the goods on the market in the country of final destination

 Also, there is a new provision in Article 9a of Regulation 2015/2424 mirrored
in Article 11 of the Directive 2015/2436 that prohibits the distribution of
labels, tags and so on bearing the infringing sign which could form part of the
counterfeit product
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The key reforms – anti-counterfeiting
“ Where the risk exists that the packaging, labels, tags, security or authenticity
features or devices or any other means to which the mark is affixed could be
used in relation to goods or services and such use would constitute an
infringement of the rights of the proprietor of a [trade mark], the proprietor of
that trade mark shall have the right to prohibit the following acts if carried out in
the course of trade:
affixing a sign identical with, or similar to, the [trade mark] on packaging,
labels, tags, security or authenticity features or devices or any other means to
which the mark may be affixed;
offering or placing on the market, or stocking for those purposes, or importing
or exporting, packaging, labels, tags, security or authenticity features or
devices or any other means to which the mark is affixed”.
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Next steps for U.S. brand owners
 Brand owners who made CTM applications prior
to June 22, 2012 with a class heading should
consider refining the goods and services covered
by the marks – deadline September 24, 2016
 Brand owners under budgetary constraints will
welcome the reduced fees for registering and, in
particular, renewing EU trademarks; they should
consider taking advantage of the reduced fees
and applying to register core signs used in the
business as EU trademarks
 Brand owners with trade mark portfolios
consisting of mainly national marks should
assess whether Europe-wide trademark
protection may be more cost-effective than
maintenance of their existing national
registrations
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Next steps for U.S. brand owners
 Brand owners should look to partner with customs authorities to make
use of the increased powers to intercept counterfeits passing through
the EU between third countries
 Brand owners should take advice on whether marks which were
previously unregistrable may now be registered
U.S. Reg. No. 2184128

U.S. Reg. No. 1395550
“The mark comprises a lion roaring”
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Opportunity for questions

Florian Traub

Deborah Lodge

Partner
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Squire Patton Boggs

Squire Patton Boggs
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Washington DC

E: florian.traub@squirepb.com

E: deborah.lodge@squirepb.com

T: +44 20 7655 1091

T: +1 202 457 6030

squirepattonboggs.com

33 *

Global Coverage
Abu Dhabi

Miami

Africa

Israel

Office locations

Beijing

Moscow

Argentina

Mexico

Regional desks and strategic alliances

Berlin

Newark

Brazil

Panamá

Birmingham

New York

Chile

Peru

Bratislava

Northern Virginia

Colombia

Turkey

Brussels

Palo Alto

Cuba

Venezuela

Budapest

Paris

India

Cincinnati

Perth

Cleveland

Phoenix

Columbus

Prague

Dallas

Riyadh

Denver

San Francisco

Doha

Santo Domingo

Dubai

Seoul

Frankfurt

Shanghai

Hong Kong

Singapore

Houston

Sydney

Kyiv

Tampa

Leeds

Tokyo

London

Warsaw

Los Angeles

Washington DC

Madrid

West Palm Beach

Manchester

squirepattonboggs.com

34 *

