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Background
Fraud in Trademark Registrations
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o

Section 14(3) of the Lanham Act permits cancellation of
a trademark registration at any time if the registration
“was obtained fraudulently.”

o

“Obtained” =
• Procurement of initial registration
• Maintenance of a registration (Section 8)
• Renewal of a registration (Section 9)
• Claim of incontestability (Section 15)

Background
Fraud in Trademark Applications
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o

No applicable statute or rule

o

Authority in case law

Definition
Fraud occurs when an applicant or
registrant knowingly makes a false,
material representation of fact with the
intent of obtaining or maintaining a
trademark registration to which it is
otherwise not entitled.
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When to Plead Fraud
TTAB
o Notice of Opposition
o Petition to Cancel
o Counterclaim
Court
o Declaratory Judgment Action
o Counterclaim
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Remedies
o Entire

registration or application?

o Entire

class?

o Specific

10

goods or services?

Remedies
o Fraud operates on a class-by-class basis
o Compare to non-use or lack of bona fide
intent attacks, which knock out only
particular goods or services
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Elements of a Fraud Claim
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o

False representation

o

Of a material fact

o

Made knowingly

o

With the intent to deceive

o

Reliance on the misrepresentation

o

Resulting harm

Material, False Representations:
Where to Look for Fraud
Applications
• Ownership
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•

Exclusive right to use

•

Use in commerce

•

Bona fide intent to use in commerce

•

Specimens

•

Inherent distinctiveness

•

Acquired distinctiveness

•

Non-functionality

Material, False Representations:
Where to Look for Fraud
Sections 8 and 9
• Ownership

Section 15
• Ownership

• Exclusive right to use

• Exclusive right to use

• Current use in commerce
• Excusable nonuse
• Specimens

• Current use in commerce

• Filed within one year of any fiveyear period of continuous and
consecutive use in commerce
• No pending proceedings
• No final adverse decision
• Non genericism
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Material, False Representations:
Where Not to Look for Fraud
o First use dates in use-based applications.
Hiraga v. Arena, 90 U.S.P.Q.2d 1102, 1107 (TTAB 2009)
(claimed first use date, “even if false, does not
constitute fraud because [it] is not material to the Office’s
decision to approve a mark for publication.”)

o Inconsistent statements made during prosecution
vs. made in opposition or cancellation proceeding.
Kastle Sys. Int’l LLC v. Lee Strategy Group LLC, 2017 WL
6553653 (TTAB Dec. 21, 2017) (granting motion for judgment on
the pleadings)
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Knowledge and Intent:
Knowledge = Intent?
o

Medinol Era, 2003-2009
• “A trademark applicant commits fraud in procuring a
registration when it makes material representations of fact
in its declaration which it knows or should know to be false
or misleading.”

o

Post-Bose Era, 2009-?
• “By equating ‘should have known’ of the falsity with a
subjective intent, the Board erroneously lowered the fraud
standard to a simple negligence standard.”
• “Subjective intent to deceive, however difficult it may be to
prove, is an indispensable element in the analysis.”
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Knowledge and Intent:
Pleading Standards
Federal Rule of Civil Procedure 9(b):
o “In alleging fraud or mistake, a party must state with
particularity the circumstances constituting fraud or
mistake. ”
o “Malice, intent, knowledge, and other conditions of a
person’s mind maybe alleged generally.”
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Pleading Intent
“[W]here a pleading asserts that a known
misrepresentation, on a material matter, is made
to procure a registration, the element of intent . . .
has been sufficiently pled.”
Daimlerchrysler Corp. v. Am. Motors Corp., 94 U.S.P.Q.2d
1086 (TTAB 2010) (emphasis added)
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Pleading Intent
o

So, it is sufficient to plead “Respondent knowingly made
material misrepresentations to the PTO to procure
Registration No. X.”

o

Preferred practice is “to specifically allege the adverse
party’s intent to deceive the USPTO, so that there is no
question that this indispensable element has been
plead.”
Daimlerchrysler Corp. v. Am. Motors Corp., 94 U.S.P.Q.2d 1086
(TTAB 2010) (emphasis added)
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Pleading Knowledge
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o

Honest mistake is insufficient

o

Inadvertent error is insufficient

o

Mere negligence is insufficient

o

Gross negligence is insufficient

o

Is “reckless disregard” sufficient?

Pleading Knowledge:
Reckless Disregard?
o

In denying motion for summary judgment based on
alleged fraud, the Board noted that movant offered
neither direct evidence on intent nor “any indirect or
circumstantial evidence which would lead us to the
inevitable conclusion . . . that respondent had the intent
to deceive the office, or at least had a reckless disregard
for the truth.”
Daimlerchrysler Corp. v. Am. Motors Corp., 94 U.S.P.Q.2d 1086
(TTAB 2010) (emphasis added)
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Pleading Knowledge:
Reckless Disregard?
o

Petitioner alleged that Respondent’s false statement
“was made knowingly with the intent to deceive the
U.S.P.T.O. or in reckless disregard for the truth in order
to procure registration that Registrant was otherwise not
entitled to.”

o

Board sua sponte struck the reference to “reckless
disregard,” noting that it is “[s]till open . . .whether a
submission to the PTO with previous reckless disregard
of its truth or falsity would satisfy the intent to deceive
requirement.”
Beasley v. Howard, 2018 WL 5299919 (TTAB Jan. 19, 2018)
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Common Pleading Errors
o “Should have known”
o “Information and belief” without allegations of specific
facts on which the belief is based
Exergen Corp. v. Wal-Mart Stores, Inc., 575 F.3d 1312 (Fed. Cir. 2009)
(“Pleading on ‘information and belief’ is permitted under Rule 9(b)
when essential information lies uniquely within another party’s control,
but only if the pleading sets forth the specific facts upon which the
belief is reasonably based”).
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Common Pleading Errors
o

Pleading: “[T]he declaration filed is erroneous, or is false
and is knowingly fraudulent.”

o

Holding: “In setting forth the proposed fraud claim,
petitioner makes extensive use of the conjunctions ‘or’
and ‘and/or.’ Because petitioner has pleaded such claim
as possible alternatives, not all of which would
constitute fraud, the proposed fraud claim is insufficient.”
Red Bull GmbH v. Ahning Corp., 2011 WL 13054931 (TTAB Sept. 11,
2011) (granting motion to dismiss)
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Common Pleading Errors
o

Pleading: “On information and belief, [Registrant] had not used the
[registered] mark on or prior to the claimed date of first use . . . with
all of the goods claimed by the registration, namely, shirts, t-shirts,
sweatshirts, sweaters, pants, shorts, jackets, shells, vests, coats,
hats, gloves, scarves, socks and belts.”

o

Holding:
• Pleading “could reasonably be construed as allegations that
[Registrant] had not used the mark. . . on only one good or
certain particular identified goods, or could be construed as
allegations that [Registrant] had not so used the mark on any of
the identified goods.
• Due to this ambiguity, “alleged factual misrepresentation(s)
underlying the fraud claim” were “not set forth with sufficient
specificity” and therefor fail to provide adequate notice.
Wolverine Outdoors, Inc. v. Marker Volkl (Int’l) GmbH, 2010 WL
9597362 (TTAB June 21, 2010) (granting motion to dismiss)
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Common Pleading Errors
o

Pleading:
[Registrant submitted a webpage claiming it to show
Registrant’s use of the mark when in fact it showed
Petitioner’s use.]
47. Upon information and belief, such statements and
submissions were knowing and willful.
46.



Holding: Fraud claim insufficient because Petitioner
alleged that false assertion of ownership was “knowing
and willful” only “upon information and belief” without
alleging specific facts from which to infer the requisite
intent to deceive.
Canal Holdings, LLC v. Canal Capital Inc., 2017 WL 3718291 (TTAB
May 30, 2017) (granting motion to dismiss)
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Thank you.

Please contact me at lpopp-rosenberg@fzlz.com
with any questions or for further information.
27
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Possible Bases of Allegations of Fraudulent
Procurement and Maintenance

Fraud On
The USPTO

They include:

•

•

•

allegedly fraudulent averments of mark
ownership, see, e.g., Country Fare LLC v.
Lucerne Farms, 102 U.S.P.Q.2d 1311 (D.
Conn. 2011)(application filed by outside
counsel based on facts told him by President)
allegedly fraudulent averments of the exclusive
right to use an applied-for mark in commerce,
see, e.g., E. W., LLC v. Rahman, 896 F. Supp.
2d 488 (E.D. Va. 2012);
allegedly fraudulent averments of use in
commerce, see, e.g., Patsy’s Italian Rest., Inc.
v. Banas, 658 F.3d 254 (2d Cir. 2011);

29

Possible Bases of Allegations of Fraudulent
Procurement and Maintenance

Fraud On
The USPTO

They include:

•

•

•

allegedly fraudulent dates of first use in
commerce, see, e.g., Pinnacle Pizza Co. v.
Little Caesar Enters., 598 F.3d 970 (8th Cir.
2010);
allegedly fraudulent averments of a bona fide
intent to use applied-for marks in commerce,
see, e.g., Spin Master, Ltd. v. Zobmondo
Ent’mt LLC, 778 F. Supp. 2d 1052 (C.D. Cal.
2011);
submission of allegedly fraudulent specimens,
see, e.g., Edge Games, Inc. v. Elec. Arts., 745
F. Supp. 2d 1101 (C.D. Cal. 2010);

30

Possible Bases of Allegations of Fraudulent
Procurement and Maintenance

Fraud On
The USPTO

They include:

•

•

•

allegedly fraudulent averments of the inherent
distinctiveness of applied-for marks, see, e.g.,
Fair Isaac Corp. v. Experian Info. Sys., 650
F.3d 1139 (8th Cir. 2011);
allegedly fraudulent averments of the acquired
distinctiveness of applied-for marks, see, e.g.,
Southco, Inc. v. Penn Eng’g & Mfg. Corp., 768
F. Supp. 2d 715 (D. Del. 2011);
allegedly fraudulent averments of the
nonfunctionality of applied-for marks, see, e.g.,
Modern Fence Techs., Inc. v. Qualipac, 726 F.
Supp. 2d 975 (E.D. Wis. 2010);
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Possible Bases of Allegations of Fraudulent
Procurement and Maintenance

Fraud On
The USPTO

They include:

•

•

•

allegedly fraudulent representations applied-for
marks are unlikely to be confused with priorregistered marks, see, e.g., Noveshen v.
Bridgewater Assocs., 47 F. Supp. 3d 1367
(S.D. Fla. 2014);
allegedly fraudulent averments of the
excusable nonuse of registered marks, see,
e.g., ZAO Odessky Konjatschnyi Zawood v.
SIA “Baltmark Invest,” 109 U.S.P.Q.2d 1680
(E.D. Va. 2013);
allegedly fraudulent declarations of
incontestability, see, e.g., Willis v. Can’t Stop
Prods., Inc., No. 92051212, 2011 WL 4871875
(T.T.A.B. Sept. 21, 2011) (nonprecedential);
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Possible Bases of Allegations of Fraudulent
Procurement and Maintenance

Fraud On
The USPTO

They include:

•

•

the submission of allegedly fraudulent
standards governing the use of applied-for
certification marks, see, e.g., Swiss Watch Int’l
Inc. v. Fed. of Swiss Watch Indus., 101
U.S.P.Q.2d 1731 (T.T.A.B. 2012); and
the alleged failure to disclose the historical
significance of applied-for marks, see, e.g.,
Bauer Bros. v. Nike Inc., 98 U.S.P.Q.2d 1160
(S.D. Cal. 2011).
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Mark Ownership

The [application] shall be verified by the applicant and
specify that ... the person making the verification believes
that he or she, or the juristic person in whose behalf he or
she makes the verification, to be the owner of the mark
sought to be registered ....
Sections 1(a)(3)(A) and 1(b)(3)(A) of the Lanham Act, 15
U.S.C. §§ 1051(a)(3)(A), 1051(b)(3)(A) (2012).
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Mark Ownership

For [the defendants] to show that [the plaintiff]
committed fraud by asserting ownership of the [appliedfor] mark[] ... to the USPTO, [the defendants] must
prove, by clear and convincing evidence, that [the
plaintiff] deliberately and deceitfully misrepresented
itself to be the owner of the mark[]. Thus, if [the plaintiff]
had “at least ‘color of title’ to the mark,” it did not
commit fraud by asserting ownership.
Haggar Int’l Corp. v. United Co. for Food Indus., 906 F.
Supp. 2d 96, 112 (E.D.N.Y. 2012) (quoting Yocum v.
Covington, 216 U.S.P.Q. 210, 216-17 (T.T.A.B. 1982)).
35

Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Mark Ownership

Country Fare LLC v. Lucerne
Farms, 102 U.S.P.Q.2d 1311
(D. Conn. 2011)
36

Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Mark Ownership

Although a high burden applies to the Plaintiff’s
claim that Defendant committed fraud on the
Trademark Office, the Court finds that the Plaintiff has
clearly met its burden of persuasion [by] presenting
clear and convincing evidence that ... the Plaintiff had
clear rightful ownership to the [disputed] trademark and
that the Defendant made material misrepresentations in
its application ... despite its knowledge of the Plaintiff[’]s
rightful ownership of the mark.
Country Fare, 102 U.S.P.Q.2d at 1317-18.
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Bona Fide Intent To Use

Prima Facie case of no bona fide intent to use is
established by complete absence of documentation
reflecting that intent at time of application.
Burden then shifts to applicant to show other evidence
showing its bona fide intent.

Saul Zaentz Co. v. Bumb,. 95 USPQ 1723, 1727 (TTAB
2010).
“[T]he lack of a good faith intent to use a mark does not
equate to bad faith.”
SmithKlie Beecham Crop. V. Omnisource DDS, LLC,
97 USPQ 2s 1300, 1305 38(TTAB 2010).

Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Bona Fide Intent To Use

• Applicant files ITU for WOULD YOU RATHER on July
31, 1997 for books and board games.
• At time they had general idea for game but no way to
bring it to market.
• From November 1997 to September 1999 they take
no action to develop product.
• Commence work in September 1999 using
Defendant’s game with similar name to further refine
board game.
• NO FRAUD.
• Spin Master Ltd, v. Zobmondo Ent, 778 F. Supp.2d
1052 (C.D. Calif. 2011).
• DIFFERENT RESULT IF MOVED TO CANCEL
SIMPLY FOR NO BONA39 FIDE INTENT TO USE???

Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of a Bona Fide Intent to Use

Hokto Kinoko Co. v.
Concord Farms, Inc.,
738 F.3d 1085 (9th Cir.
2013)
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of a Bona Fide Intent to Use

Here, there is no dispute that there was a material
false representation in [the registrant’s predecessor’s] applications to register the marks....
[The registrant’s predecessor] asserts that the
false representation was the result of its misunderstanding about the differences between U.S. and
Japanese trademark registration requirements....
[The defendant] has put forth no evidence
suggesting that the false statement here was
anything other than the result of a simple mistake.
Hokto Kinoko, 738 F.3d at 1097-98.
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of the Exclusive Right to Use Applied-For Marks

The [application] shall be verified by the applicant and
specify that ... to the best of the verifier’s knowledge
and belief, no other person has the right to use such
mark in commerce either in the identical form thereof
or in such near resemblance thereto as to be likely ...
to cause confusion, or to cause mistake, or to deceive.
Sections 1(a)(3)(D) and 1(b)(3)(D) of the Lanham Act, 15
U.S.C. §§ 1051(a)(3)(D), 1051(b)(3)(D) (2012).
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of the Exclusive Right to Use Applied-For Marks

[The signatory] had no awareness that any other
organization was using the marks for which [the
applicant] sought federal protection. This fact alone
compels reversal of the fraud finding, as [the signatory]
could not have intended to deceive the PTO in attesting
to an oath that he believed was entirely accurate.
Sovereign Military Hospitaller Order of Saint John of
Jerusalem of Rhodes & of Malta v. Fla. Priory of the
Knights Hospitallers of the Sovereign Order of Saint John
of Jerusalem, Knights of Malta, the Ecumenical Order,
702 F.3d 1279, 1291 (11th Cir. 2012).
WHAT IS MISSING HERE?
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of the Exclusive Right to Use Applied-For Marks

[W]hen an applicant avers that it has the exclusive right
to use the [applied-for] mark, a fraud claim against the
applicant will not lie unless the applicant knew that
another person “possess[ed] a superior or clearly
established right to use the same or substantially
identical mark” for the same or substantially the same
goods or services.
ZAO Odessky Konjatschnyi Zawod v. SIA “Baltmark
Invest,” 109 U.S.P.Q.2d 1680, 1686 (E.D. Va. 2013) (third
alteration in original) (quoting Intellimedia Sports, Inc. v.
Intellimedia Corp., 43 U.S.P.Q.2d 1203, 1208 (T.T.A.B.
1997)).
44

Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of the Exclusive Right to Use Applied-For Marks

MPC Franchise, LLC v.
Tarntino, 19 F. Supp. 3d
456 (W.D.N.Y. 2014), aff’d,
826 F.3d 653 (2d Cir. 2016)
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of the Exclusive Right to Use Applied-For Marks

[E]ven assuming arguendo that [the defendant]
individually had the right to use the mark, he has not
produced evidence tending to show how he could have
honestly believed that [his cousins], or even his
siblings, did not have a right to use the mark that was
at least equal to his.
MPC Franchise, 19 F. Supp. 3d at 481.
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Use in Commerce

The [application] shall be verified by the applicant and
specify that ... the mark is in use in commerce ....
Section 1(a)(3)(C) of the Lanham Act, 15 U.S.C.
§ 1051(a)(3)(C) (2012).
Within six months after ... the notice of allowance ..., the
applicant shall file ... a verified statement that the mark
is in use in commerce ....

Section 1(b)(1)(D)(1) of the Lanham Act, id.
§ 1051(b)(1)(D)(1).
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Use in Commerce

“Although MCI was using the CABO PRIMO and design mark
only in connection with burritos, it wanted to obtain as broad a
scope of protection as possible in its application, and sought the
advice of counsel by providing a list of the goods it wanted to
include in the application. That list of goods was discussed with
counsel. Because MCI filed application to register the CABO
PRIMO and design mark with the advice of counsel, the overly
expansive description of goods, while a false statement, falls
short of constituting a fraudulent statement which carries with it
an actual or implied intent to deceive the USPTO.”
M.C.I. Foods, Inc. v. Brady Bunte Brady Bunte, Inc. 96 USPQ
2d 1544 (TTAB 2010)
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Use in Commerce

Nationstar Mortg. LLC
v. Ahmad, 112
U.S.P.Q.2d 1361
(T.T.A.B. 2014)

49

Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Use in Commerce

The surrounding facts and circumstances
provide clear and convincing evidence that
applicant did not have a good faith reasonable
basis for believing that he was using [his] mark in
commerce for all the services identified in the
application.
Nationstar Mortg., 112 U.S.P.Q.2d at 1375.
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Use in Commerce

We do not need to resolve the issue of the
reasonableness as it is not part of the analysis.
There is no fraud if a false misrepresentation is
occasioned by an honest misunderstanding or
inadvertence without a willful intent to
deceive.... Unless the challenger can point to
evidence to support an inference of deceptive
intent, it has failed to satisfy the clear and
convincing evidence standard required to establish
a fraud claim.
In re Bose Corp., 580 F.3d 1240, 1246 (Fed. Cir. 2009)
(emphasis added) (citation omitted).
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Use in Commerce

Applicant was obligated to read and understand
what he was signing and investigate the accuracy
of his statements in the application to confirm they
had evidentiary support prior to signature and
submission to the USPTO. Even if counsel had
been retained to file the involved application,
applicant would have shared the duty to ensure
the accuracy of the application and the truth of its
statements.
Nationstar Mortg., 112 U.S.P.Q.2d at 1376 (citation
omitted).
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Dates of First Use in Commerce

Federal courts and the TTAB consistently have
held that the date of first use is immaterial to a
registration application so long as the actual date
of initial use predated the application.... Thus, even
if [the challenger] is correct that [the registrant]
claimed the wrong date of first use in its
applications—a question on which the Court need
not take a position—it fails to demonstrate how
such an error was material.
Paleteria La Michoacana, Inc. v. Productos Lacteos
Tocumbo S.A. De C.V., 69 F. Supp. 3d 175, 226 (D.D.C.
2014), reconsideration denied, 79 F. Supp. 3d 60
(D.D.C. 2015).
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Dates of First Use in Commerce

[The signatory on the application’s] ... statement
that [the registrant] first used the mark in 2006 is
clearly false [because the actual date was earlier].
The Court refuses to lend credence to [the
registrant’s] suggestion that the incorrect year
merely constituted a “typo.”
Covertech Fabricating, Inc. v. TVM Bldg. Prods., Inc.,
124 F. Supp. 3d 489, 542 (W.D. Pa. 2015), aff’d on
other grounds 855 F.3d 163 (3d Cir. 2017)(fraud in not
disclosing other entities using the mark under color of
right)
54

Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Inherent Distinctiveness

Fair Isaac Corp. v.
Experian Info.
Solutions, Inc., 650
F.3d 1139 (8th Cir.
2011)
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Inherent Distinctiveness

[P]laintiffs] also assert that that FICO’s outside

counsel – who had a duty to ‘make a
reasonable inquiry in support of any factual
allegations” knew that FICO was not using
300-850 as a trademark when she responded
to the the PTO’s initial rejection of the
registration.” This was sufficient for jury to
conclude FICO had intent to deceive the PTO.
Fair Isaac Corp. v. Experian Info. Solutions, Inc., 650 F.3d
1139, 1149 (8th Cir. 2011) (emphasis added).
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Inherent Distinctiveness

[The defendants] presented a PTO expert, who
testified that a reasonable examiner would consider it
important in deciding whether to allow the registration
to know whether others were using [the claimed mark]
as a score range for credit scoring services.
Furthermore, the PTO had initially rejected [the
registrant’s] trademark application because it was
merely descriptive .... Thus, there was sufficient
evidence for a reasonable jury to determine that the
PTO relied on a false representation in deciding
whether to issue the registration.
Fair Isaac Corp. v. Experian Info. Solutions, Inc., 650 F.3d
1139, 1149 (8th Cir. 2011) (emphasis added).
57

Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Inherent Distinctiveness

Caymus Vineyards v. Caymus Med.
Inc., 107 U.S.P.Q.2d 1519 (T.T.A.B.
2013)
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Inherent Distinctiveness

If ... [the mark] has geographic significance and
had such significance when the examiner’s
amendment was entered, [the applicant] was
obliged to be truthful about that fact during the
conversation with the examining attorney and, if
necessary, seek correction of the examiner’s
amendment after it was entered. Deliberately
omitting relevant information ... may be treated as
the equivalent of a false statement in its effect and
also, under certain circumstances, show the
necessary element of intent.

Caymus Vineyards, 107 U.S.P.Q.2d at 1524.
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Fraud On
The USPTO

Establishing Fraud: Allegedly Fraudulent Averments
of Acquired Distinctiveness

The Director may accept as prima facie evidence
that the mark has become distinctive, as used on or
in connection with the applicant’s goods in
commerce, proof of substantially exclusive and
continuous use thereof as a mark by the applicant in
commerce for the five years before the date on
which the claim of distinctiveness is made.

Section 2(f) of the Lanham Act, 15 U.S.C. § 1052(f)
(2012).
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Establishing Fraud: Allegedly Fraudulent Averments
of Acquired Distinctiveness

Quality Serv. Grp. v. LJMJR
Corp., 831 F. Supp. 2d 705
(S.D.N.Y. 2011)
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Establishing Fraud: Allegedly Fraudulent Averments
of Acquired Distinctiveness

In evaluating a [claim of acquired distinctiveness],
the PTO considers whether the mark has become
distinctive through ... “substantially exclusive and
continuous use in commerce.” Therefore, the
existence of other bars bearing the name “Blue
Martini” does not militate against the granting of a
[registration], so long as the party seeking a
[registration] can demonstrate substantial exclusivity.
Quality Serv. Grp. v. LJMJR Corp., 831 F. Supp. 2d 705,
711 (S.D.N.Y. 2011) (quoting 15 U.S.C. § 1052(f) (2006)).
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Establishing Fraud: Allegedly Fraudulent Averments
of Acquired Distinctiveness

[E]ven if [the principal’s] statements in the Section 2(f)
declaration were false, [her] testimony demonstrates
that the statements were not made with the requisite
intent to deceive the USPTO.... [S]he testified that she
“believed” that the statements regarding continuous
use contained in the Section 2(f) declaration were true
based on her personal observations ..., and that she
did not merely rely on the advice of counsel to sign the
declaration but undertook “some due diligence” to
verify that the statements were true.
Alcatraz Media Inc. v. Chesapeake Marine Tours, Inc., 107
U.S.P.Q.2d 1750, 1769-70 (T.T.A.B. 2013), aff’d, 565 F.
App’x 900 (Fed. Cir. 2014).
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Establishing Fraud: Allegedly Fraudulent Averments
of Acquired Distinctiveness

Southco, Inc. v. Penn Eng’g
& Mfg. Corp., 768 F. Supp.
2d 715 (D. Del. 2011)
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Establishing Fraud: Allegedly Fraudulent Averments
of Acquired Distinctiveness

[T]he Examiner ... expressed the view that the
assertions in the application and affidavit were
insufficient standing alone to establish acquired
distinctiveness.... That the Examiner sought
additional evidence on the issue of distinctiveness
does not, in the Court’s view, establish that she did
not rely on the initial evidence submitted.
Southco, Inc. v. Penn Eng’g & Mfg. Corp., 768 F. Supp.
2d 715, 726 (D. Del. 2011).
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Why do we have a need for this, anyway?
• Limited resources focused elsewhere
– USPTO relies on numerous statements without
requiring supporting evidence
•
•
•
•
•
•
•
•

Ownership
Exclusivity
Authorized signatory
Dates of use (first use, use at time of filing)
Actual use or b.f. intent to use for all goods/services
U.S. Commerce (sale/transport)
Good cause for not having commenced use
Continuousness
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Why do we have a need for this, anyway?
• Increased application filings
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Why do we have a need for this, anyway?
• Diverse nature of applicants
– Size
– Representation
– Domicile

71

Different times in the
registration life cycle
•
•
•
•
•
•
•
•
•

Initial Filing of Application
Statements Made During Prosecution
Amendments to Allege Use
Extensions of Time to File Statements of Use
Statements of Use
Affidavits of Continued Use
Declarations of Incontestability
Renewal Applications
Amendments
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Defense is costly on many fronts
• Threatens even incontestable registrations
• Reveals information about behavior and
intent that might otherwise not be
questioned
• Little is gained, much is spent
• Adds complexity to the dispute
• Blame
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So how do TM owners avoid it?
• Verify facts
• Obtain/submit use specimens for each
good/service
• Obtain/retain documentary evidence to
support use/b.f. intent to use for each
good/service
• Narrow the identification of goods/services
• Avoid multi-class applications?
• Consider signatory as potential witness
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Is this practicable?
•
•
•
•

TMs increasingly viewed as commodities
Demands/expectations by applicants
Prioritization of TMs among other tasks
Expenditure of resources, time, personnel,
costs
• Availability of information to signatories
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Consider what might
raise suspicion
• Long identification of goods/services
• Goods/services that tend to apply in completely
different industries/contexts
• Applicant known for completely different industry
• U.S. correspondent not attorney, but not pro se
• Reputation of correspondent
• Separate Section 8/71 & 15 Declarations?
• Use specimen appears digitally altered
• Refile?
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Counsel’s duties
• Advise of need to be truthful
• Inform clients of risks and need to retain certain
information/documentation
• Collect facts and evidence?
• Not ever to alter or modify provided use specimen?
• Not to determine description of specimen?
• Not to sign allegations of fact not known to be true?
• Duty to report others?
• Warn about fraud claim in context of other similar risks
that do not require the same intent
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In the wake of Bose
• USPTO lost one means of eliminating
“dead wood” from the register
• Considered administrative means to prune
and pare the register without overly taxing
resources
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Pilot Program re: Use Specimens:
October 15, 2014
• 500 randomly selected registrations with affidavits of use
due during June 21, 2012 to June 21, 2014
• Results reported on October 15, 2014:
– 173 registrations, or 35%, involved deletions
– 80 registrations, or 16% cancelled for failure to respond.
– total of 253 registrations, or 51%, were unable to meet the requirement
to verify the previously claimed use.

Basis for Registration

Use in U.S. Commerce
Foreign Registration
Madrid

Combination of Use and Foreign
Registration

Percentage of Registrations
Selected for the Pilot Deleting
Goods/Services Queried Under
the Pilot

Percentage of Registrations
Selected for the Pilot Receiving
Notices of Cancellation

27%
58%
59%
63%

18%
7%
14%
13%
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USPTO’s Post-Pilot Proposals
• Streamlined non-use expungement
procedure (Not Yet)
• Increase the solemnity of the declaration.
(10/21/2016)
• Conduct random audits of Section 8 and
71 declarations (03/21/2017)
• Require specimens for all goods/services
in first affidavit (not adopted)
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USPTO’s March 2017 Regulations
Re: Trademark Specimens of Use
• Random audits of 10%+ of Section 8 & 71
declarations
– Owners of audited registrations required to
provide additional proof of use, at a higher
standard than in other instances, including
specimens for two specifically selected
goods/services.
– Consequences of failure to provide acceptable
use include further evidentiary requirements
and/or cancellation of registration, even if
acceptable use shown for some goods/services.
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Then turned its attention to
fraudulent specimens

•

Anyhow, all we did for our “specimen” was we took a photo of our t-shirt on a hanger. The
t-shirt had our design/logo on the front. Then we had our logo printed up on a piece of
cardstock. Cut it out to make it look like a legit hang tag. Then we just go some thread,
punched a hole through the cardstock and ran the thread up in the shirt. So the hang tag
was hanging from the armpit of the shirt. It looked legit and everything and it was accepted
by USPTO. They also said you could get a blank t-shirt, put your name/logo on a piece of
paper and place the paper on the shirt with like a saftey [sic] pin, etc. But we wanted to be
more legit and professional looking. Your company is only as legit as you make it look.

82

False Specimens
• TMEP § 904.03(a) (since Apr 2017)
– “…an inquiry may be appropriate when the specimen consists of
a photograph of the mark reproduced on a plain white label
adhered to the goods or printed packaging or a piece of paper
bearing the mark placed on top of the goods or packaging.”

• TMEP § 904.04(a) (since Oct 2014)
– “…the specimen may not be … an image of the goods or its
packaging or advertising matter for services that has been
digitally created or altered to include the mark.”
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Examples
Serial No. 87662026

Found on the Internet
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Examples
Serial No. 87661984

Found on the Internet
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87493509

86

More scrutiny
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New USPTO Pilot (Mar 6, 2018)
•
•
•
•

Somewhat of a surprise; no duration/end date
1-page description of pilot; subject to change
Any person (no standing requirement)
Informal protest via dedicated email
– Not Letter of Protest
– Prior to publication or up to the 30th day after publication

• objective evidence showing third party use of an identical
image to that used in the specimen (without the applied-for
mark) such as the relevant website URL or a screenshot from
an active website, or
• The prior registration numbers or serial numbers of
registrations or applications in which identical images of
objects, mock ups of websites, etc., all bearing different marks
have been submitted to the USPTO.
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Questions? Write me at masbell@ladas.com.
Special thanks to Ladas associate, J.C. Heinbockel

THANK YOU.
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