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I. Trademark Fraud Overview
• Every single paper and item filed with the
Trademark Office carries the risk of a fraud
challenge, throughout the entire lifecycle of a
trademark application and any resulting
registration.
• Over the past six years, trademark fraud has been
one of the hottest, most rapidly developing and
widely discussed legal issues facing virtually all
trademark owners and their counsel.
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I. Trademark Fraud Overview
• The Trademark Trial and Appeal Board (TTAB) had
been granting fraud‐based oppositions and
cancellations at a record pace, on what had been
described as a “strict liability” standard, over the last
six years, often on summary judgment, sometimes
even sua sponte.
• The TTAB’s primary reviewing court, the Court of
Appeals for the Federal Circuit (CAFC) just reversed
the TTAB in In re Bose Corporation, a long‐
anticipated fraud decision by the CAFC, in which the
CAFC redirected the TTAB on the appropriate legal
standard for proving trademark fraud.
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I. Trademark Fraud Overview
• U.S. Trademark Registrations may be cancelled
“at any time” if the “registration was obtained
fraudulently . . .” 15 U.S.C. §1064(3).
• Incontestability is “subject to the following
defenses or defects: (1) That the registration or
the incontestable right to use the marks was
obtained fraudulently . . .” 15 U.S.C.
§1115(b)(1).
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I. Trademark Fraud Overview
• “Any person who shall procure [a trademark]
registration . . . by a false or fraudulent
declaration or representation, oral or in writing,
or by any false means shall be liable in a civil
action by any person injured thereby for any
damages sustained in consequence thereof.”
15 U.S.C. §1120.
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I. Trademark Fraud Overview:
Pre‐Medinol
•
•
•
•
•
•

“Rarely proven,” but “often pled.”
A “disfavored” claim/defense.
Must be “proven to the hilt.”
“Clear and convincing” evidence required.
Any and all doubts resolved in favor of the accused.
Leaving nothing to “speculation, conjecture or
surmise.”
• Focus on subjective intent.
• Inadvertence, honest mistakes, negligent omissions,
all excused.
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I. Trademark Fraud Overview:
Pre‐Medinol
• False representation or statement of fact;
• The fact must be material; and
• It must be made knowingly.
Torres v. Cantine Torresella S.r.l., 1 USPQ2d 1483, 1485
(CAFC 1986) (“The problem of fraud arises because
Torres submitted a label that he knew or should have
known was not in use that contained a mark clearly
different from the one in use. In addition, he
submitted an affidavit stating the mark was in use on
wine, vermouth, and champagne when he knew it was
in use only on wine.”).
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I. Trademark Fraud Overview:
Medinol Decision
•
•
•
•

Examine the “Objective Manifestations” of Intent.
Knew or “Should Have Known” Standard of Fraud.
Summary Judgment, even Sua Sponte.
“Stents and Catheters,” not a lengthy, highly
technical, or otherwise confusing ID of goods.
• Solemnity of Oath stressed.
• Two‐year delay in correcting alleged oversight
confirms “reckless disregard” for the truth.

Medinol v. Neuro Vasx, Inc., 67 USPQ2d 1205 (TTAB 2003)
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I. Trademark Fraud Overview:
Bose Decision
• Section 8 & 9 Declarations.
• “Audio tape recorders and players” not excluded.
• Bose GC believed inclusion proper based on repair
and transport of repaired goods bearing WAVE
mark.
• Reasonableness of belief is not relevant to fraud.
In re Bose Corp., 91 USPQ2d 1938 (Fed. Cir. 2009)
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I. Trademark Fraud Overview:
Bose Decision
• The Bose decision expressly rejects the “should have
known” fraud standard followed by the TTAB in
Medinol and its progeny.
• Under Bose, trademark fraud only occurs when an
applicant or registrant knowingly makes a false,
material representation of fact in connection with a
trademark application or registration, with an actual
intent to deceive or otherwise mislead the PTO.
Subjective intent to deceive, however difficult it may
be to prove, is an indispensable element in the fraud
analysis.
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I. Trademark Fraud Overview:
Bose Decision
• Simple negligence and even gross negligence are
not enough to meet the higher standard, and honest
misunderstandings, inadvertence, or mere negligent
omissions will be valid excuses.
• The CAFC declined to rule on whether a “reckless
disregard” for the truth meets the test.
• Nevertheless, it is clear that fraud must be “proven
to the hilt” with “clear and convincing” evidence,
leaving no room for “speculation, inference or
surmise,” and resolving any doubt against the
charging party.
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I. Trademark Fraud Overview:
Bose Decision
Bose: Subjective Intent is Indispensible
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II. IMPLICATIONS OF BOSE
The Standard of Proof
•
•
•
•
•
•
•

Knowledge
Falsity
Materiality
Representation of Fact
Heavy Burden of Proof/Clear & Convincing Evidence
No Room for Speculation, Inference or Surmise
Doubt Resolved Against Charging Party
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II. IMPLICATIONS OF BOSE
Proof of Willful Deception Required
• Simple Negligence is Not Enough
• Gross Negligence is Not Enough
• Is Reckless Disregard of the Truth Sufficient?
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II. IMPLICATIONS OF BOSE
New Pleading Requirement
• “The Board will not approve pleadings of fraud which rests solely on
allegations that the trademark applicant made material representations
of fact in its declaration which it ‘knew or should have known’ to be false
or misleading.”
• “Pleadings of fraud made ‘on information and belief’ where there is no
separate indication that the pleader has actual knowledge of the facts
supporting a claim of fraud are also insufficient.”
Societe Cooperative Vigneronne des Grandes Caves Richon‐Le‐Zion and
Zicron Jacob Ltd., Opp. No. 91/190,040 (TTAB Sept. 20, 2009)
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II. IMPLICATIONS OF BOSE
Proof on Summary Judgment
•

“[T]he record does not support the conclusion that there is no genuine issue that
applicant had the requisite intent to deceive when it asserted use of its mark in
connection with the services ….”

•

“[W]hether applicant knowingly made … these representations of use with the
intent to deceive the USPTO remains a genuine issue of fact to be determined at
trial.”

•

“[T]he lack of clear and convincing evidence on the issue of whether applicant
made a false statement regarding use of its mark in connection with the identified
services mandates denial of opposer’s motion.”

Enbridge, Inc. v. Excelerate Energy Limited Partnership,
Opp. No. 91/170,364 (TTAB Oct. 6, 2009)
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II. IMPLICATIONS OF BOSE
Case Study
TUNDRA
and
TUNDRA SPORT

V.

TUNDRA

Standard Knitting Ltd. v. Toyota Jidosha Kabushiki Kaisha,
77 USPQ2d 1917 (TTAB 2006)
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II. IMPLICATIONS OF BOSE
Case Study

Specialized Seating, Inc. v. Greenwich Industries, L.P.,
472 F. Supp.2d 999 (N.D. Ill. 2007)

20

II. IMPLICATIONS OF BOSE
Intent to Deceive
• Over‐Inclusion of Goods/Services
• Specimen Tomfoolery
• Withholding Material Information When Requested
by Examining Attorney
• Misrepresentation of Facts
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II. IMPLICATIONS OF BOSE
False, But Not Fraudulent
•
•
•
•

Reasonable Belief Goods Sold/Services Provided
Genus vs. Species
Claimed Dates of Use vs. Filing Date
Exclusivity Claims
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II. IMPLICATIONS OF BOSE
Fraud Issues Not Addressed by Bose
•
•
•
•

Materiality
Proof of Subjective Intent to Deceive
Multiple Class Applications/Registrations
Timing of Efforts to Correct Errors
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III. Best Practices After Bose
Pre‐Filing and Pre‐Registration Due Diligence
• Confirm use of mark on each product covered by application.
• If ITU, document bona fide intent, do NOT SIGN SOU or AAU
without confirming use.
• Educate clients on importance of confirming use.
• Document efforts taken to confirm use of all goods and
services to support lack of fraudulent intent.
• Consider multi‐class strategies, less risk post‐Bose.
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III. Best Practices After Bose
Post‐Registration Maintenance
• Conduct audit of most valuable/house marks.
– Request amendment to cure inaccuracies.
– Timing is everything.

• Lawyers should NOT SIGN intent to use
applications or declarations of use.
– May invite deposition or disqualification in later, related
litigation.
– Potential to vitiate attorney‐client privilege.
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III. Best Practices After Bose
Enforcement Strategies
• Audit file history of any registration before asserting in
enforcement and amend accordingly.
– Is there supporting documentation for use of goods/services on
critical date(s)?
– Is there supporting documentation for the specimen(s) of use
submitted to the USPTO?
– Can any of the representations made to the USPTO during
prosecution be questioned in later, related litigation?

• Consider Motion to Dismiss fraud claim if not pleaded or
proven with specificity.
– “Information and belief” is insufficient to plead intent

THANK YOU!!
QUESTIONS??

Stephen R. Baird
Winthrop & Weinstine

Jonathan Hudis

James H. Johnson, Jr.
Sutherland Asbill &
Brennan
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Before MICHEL, Chief Judge, DYK, and MOORE, Circuit Judges.
MICHEL, Chief Judge.
The Trademark Trial and Appeal Board (“Board”) found that Bose Corporation
(“Bose”) committed fraud on the United States Patent and Trademark Office (“PTO”) in
renewing Registration No. 1,633,789 for the trademark WAVE.

Bose Corp. v.

Hexawave, Inc., 88 USPQ2d 1332, 1338 (T.T.A.B. 2007). Bose appeals the Board’s
order cancelling the registration in its entirety. Because there is no substantial evidence
that Bose intended to deceive the PTO in the renewal process, we reverse and remand.
I.

BACKGROUND

Bose initiated an opposition against the HEXAWAVE trademark application by
Hexawave, Inc. (“Hexawave”), alleging, inter alia, likelihood of confusion with Bose’s
prior registered trademarks, including WAVE. Bose, 88 USPQ2d at 1333. Hexawave

counterclaimed for cancellation of Bose’s WAVE mark, asserting that Bose committed
fraud in its registration renewal application when it claimed use on all goods in the
registration while knowing that it had stopped manufacturing and selling certain goods.
Id.
The fraud alleged by Hexawave involves Bose’s combined Section 8 affidavit of
continued use and Section 9 renewal application (“Section 8/9 renewal”), 1 signed by
Bose’s general counsel, Mark E. Sullivan, and filed on January 8, 2001. Bose, 88
USPQ2d at 1335. In the renewal, Bose stated that the WAVE mark was still in use in
commerce on various goods, including audio tape recorders and players. Id. at 1333.
The Board found that (1) Bose stopped manufacturing and selling audio tape recorders
and players sometime between 1996 and 1997; and (2) Mr. Sullivan knew that Bose
discontinued those products when he signed the Section 8/9 renewal. Id. at 1334-35.
At the time Mr. Sullivan signed the Section 8/9 renewal, Bose continued to repair
previously sold audio tape recorders and players, some of which were still under
warranty. Bose, 88 USPQ2d at 1335. Mr. Sullivan testified that in his belief, the WAVE
mark was used in commerce because “in the process of repairs, the product was being
transported back to customers.”

Id.

The Board concluded that the repairing and

shipping back did not constitute sufficient use to maintain a trademark registration for
goods. Id. at 1337. It further found Mr. Sullivan’s belief that transporting repaired goods
1

Federal trademark registrations issued on or after November 16, 1989,
remain in force for ten years, and may be renewed for ten-year periods. To renew a
registration, the owner must file an Application for Renewal under Section 9. In
addition, at the end of the sixth year after the date of registration and at the end of each
successive ten-year period after the date of registration, the owner must file a Section 8
Declaration of Continued Use, “an affidavit setting forth those goods or services recited
in the registration on or in connection with which the mark is in use in commerce. . . .”
15 U.S.C. § 1058(b)(1); see also, id. §§ 1058, 1059.
2008-1448
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constituted use was not reasonable. Id. at 1338. Finally, the Board found that the use
statement in the Section 8/9 renewal was material. Id. As a result, the Board ruled that
Bose committed fraud on the PTO in maintaining the WAVE mark registration and
ordered the cancellation of Bose’s WAVE mark registration in its entirety. Id. Later, the
same panel denied Bose’s Request for Reconsideration. Bose Corp. v. Hexawave, Inc.,
Opposition No. 91157315, 2008 WL 1741913 (T.T.A.B. Apr. 9, 2008).
Bose appealed. Because the original appellee Hexawave did not appear, the
PTO moved, and the court granted leave to the Director, to participate as the appellee.
We have jurisdiction pursuant to 15 U.S.C. § 1071(a) and 28 U.S.C § 1295(a)(4)(B).
II.

DISCUSSION

This court reviews the Board’s legal conclusions de novo. In re Int’l Flavors &
Fragrances Inc., 183 F.3d 1361, 1365 (Fed. Cir. 1999). We review the Board’s factual
findings for substantial evidence. Recot, Inc. v. Becton, 214 F.3d 1322, 1327 (Fed. Cir.
2000).
A third party may petition to cancel a registered trademark on the ground that the
“registration was obtained fraudulently.” 15 U.S.C. § 1064(3). “Fraud in procuring a
trademark registration or renewal occurs when an applicant knowingly makes false,
material representations of fact in connection with his application.” Torres v. Cantine
Torresella S.r.l., 808 F.2d 46, 48 (Fed. Cir. 1986). A party seeking cancellation of a
trademark registration for fraudulent procurement bears a heavy burden of proof. W.D.
Byron & Sons, Inc. v. Stein Bros. Mfg. Co., 377 F.2d 1001, 1004 (CCPA 1967). Indeed,
“the very nature of the charge of fraud requires that it be proven ‘to the hilt’ with clear
and convincing evidence. There is no room for speculation, inference or surmise and,
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obviously, any doubt must be resolved against the charging party.” Smith Int’l, Inc. v.
Olin Corp., 209 USPQ 1033, 1044 (T.T.A.B. 1981).
The Court of Customs and Patent Appeals (“CCPA”), our predecessor whose
decisions are binding on this court, explained that, before the PTO, “[a]ny ‘duty’ owed by
an applicant for trademark registration must arise out of the statutory requirements of
the Lanham Act,” which prohibit an applicant from making “knowingly inaccurate or
knowingly misleading statements.”

Bart Schwartz Int’l Textiles, Ltd. v. Fed. Trade

Comm’n, 289 F.2d 665, 669 (CCPA 1961). Therefore, the court stated that, absent the
requisite intent to mislead the PTO, even a material misrepresentation would not qualify
as fraud under the Lanham Act warranting cancellation. King Auto., Inc. v. Speedy
Muffler King, Inc., 667 F.2d 1008, 1011 n.4 (CCPA 1981).
Mandated by the statute and caselaw, the Board had consistently and correctly
acknowledged that there is “a material legal distinction between a ‘false’ representation
and a ‘fraudulent’ one, the latter involving an intent to deceive, whereas the former may
be occasioned by a misunderstanding, an inadvertence, a mere negligent omission, or
the like.” Kemin Indus., Inc. v. Watkins Prods., Inc., 192 USPQ 327, 329 (T.T.A.B.
1976). In other words, deception must be willful to constitute fraud. Smith Int’l, 209
USPQ at 1043; see also Woodstock’s Enters. Inc. (Cal.) v. Woodstock’s Enters. Inc.
(Or.), 43 USPQ2d 1440, 1443 (T.T.A.B. 1997); First Int’l Servs. Corp. v. Chuckles, Inc.,
5 USPQ2d 1628, 1634 (T.T.A.B. 1988); Giant Food, Inc. v. Standard Terry Mills, Inc.,
229 USPQ 955, 962 (T.T.A.B. 1986).
Several of our sister circuits have also required proof of intent to deceive before
cancelling a trademark registration. See, e.g., Far Out Prods., Inc. v. Oskar, 247 F.3d
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986, 996 (9th Cir. 2001) (stating that an affidavit was fraudulent only if the affiant acted
with scienter); Aromatique, Inc. v. Gold Seal, Inc., 28 F.3d 863, 877-78 (8th Cir. 1994)
(per curiam) (“In order to show that an applicant defrauded the PTO the party seeking to
invalidate a mark must show that the applicant intended to mislead the PTO.”); Meineke
Discount Muffler v. Jaynes, 999 F.2d 120, 126 (5th Cir. 1993) (“To succeed on a claim
of fraudulent registration, the challenging party must prove by clear and convincing
evidence that the applicant made false statements with the intent to deceive [the
PTO].”); San Juan Prods., Inc. v. San Juan Pools of Kan., Inc., 849 F.2d 468, 472 (10th
Cir. 1988) (stating that in determining whether a statement is fraudulent, courts must
focus on the “declarant’s subjective, honestly held, good faith belief” (internal quotation
marks and emphasis omitted)); Money Store v. Harriscorp Fin., Inc., 689 F.2d 666, 670
(7th Cir. 1982) (“Fraud will be deemed to exist only when there is a deliberate attempt to
mislead the Patent Office into registering the mark.”).
The Board stated in Medinol v. Neuro Vasx, Inc. that to determine whether a
trademark registration was obtained fraudulently, “[t]he appropriate inquiry is . . . not into
the registrant’s subjective intent, but rather into the objective manifestations of that
intent.” 67 USPQ2d 1205, 1209 (T.T.A.B. 2003). We understand the Board’s emphasis
on the “objective manifestations” to mean that “intent must often be inferred from the
circumstances and related statement made.”

Id. (internal quotation marks omitted)

(quoting First Int’l Serv., 5 USPQ2d at 1636). We agree. However, despite the long line
of precedents from the Board itself, from this court, and from other circuit courts, the
Board went on to hold that “[a] trademark applicant commits fraud in procuring a
registration when it makes material representations of fact in its declaration which it

2008-1448

5

knows or should know to be false or misleading.” Id. (emphasis added). The Board has
since followed this standard in several cancellation proceedings on the basis of fraud,
including the one presently on appeal. See Bose, 88 USPQ2d at 1334.
By equating “should have known” of the falsity with a subjective intent, the Board
erroneously lowered the fraud standard to a simple negligence standard. See Ileto v.
Glock, Inc., 565 F.3d 1126, 1155 (9th Cir. 2009) (“Knowing conduct thus stands in
contrast to negligent conduct, which typically requires only that the defendant knew or
should have known each of the facts that made his act or omission unlawful. . . .”); see
also Davis v. Monroe County Bd. of Educ., 526 U.S. 629, 642 (1999) (explaining that in
Gebser v. Lago Vista Independent School District, 524 U.S. 274 (1998), the Court
“declined the invitation to impose liability under what amounted to a negligence
standard—holding the district liable for its failure to react to teacher-student harassment
of which it knew or should have known. Rather, [the Court] concluded that the district
could be liable for damages only where the district itself intentionally acted in clear
violation of Title IX by remaining deliberately indifferent to acts of teacher-student
harassment of which it had actual knowledge.”).
We have previously stated that “[m]ere negligence is not sufficient to infer fraud
or dishonesty.” Symbol Techs., Inc. v. Opticon, Inc., 935 F.2d 1569, 1582 (Fed. Cir.
1991).

We even held that “a finding that particular conduct amounts to ‘gross

negligence’ does not of itself justify an inference of intent to deceive.” Kingsdown Med.
Consultants, Ltd. v. Hollister Inc., 863 F.2d 867, 876 (Fed. Cir. 1988) (en banc). The
principle that the standard for finding intent to deceive is stricter than the standard for
negligence or gross negligence, even though announced in patent inequitable conduct
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cases, applies with equal force to trademark fraud cases. After all, an allegation of
fraud in a trademark case, as in any other case, should not be taken lightly. San Juan
Prods., 849 F.2d at 474 (quoting Anheuser-Busch, Inc. v. Bavarian Brewing Co., 264
F.2d 88, 92 (6th Cir. 1959)). Thus, we hold that a trademark is obtained fraudulently
under the Lanham Act only if the applicant or registrant knowingly makes a false,
material representation with the intent to deceive the PTO.
Subjective intent to deceive, however difficult it may be to prove, is an
indispensable element in the analysis.

Of course, “because direct evidence of

deceptive intent is rarely available, such intent can be inferred from indirect and
circumstantial evidence. But such evidence must still be clear and convincing, and
inferences drawn from lesser evidence cannot satisfy the deceptive intent requirement.”
Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 1357, 1366 (Fed. Cir.
2008). When drawing an inference of intent, “the involved conduct, viewed in light of all
the evidence . . . must indicate sufficient culpability to require a finding of intent to
deceive.” Kingsdown, 863 F.2d at 876.
The Board in Medinol purportedly relied on this court’s holding in Torres to justify
a “should have known” standard. The Board read Torres too broadly. In that case,
Torres obtained the trademark registration for “Las Torres” below a tower design.
Torres, 808 F.2d at 47. The trademark was registered for use on wine, vermouth, and
champagne. Id. In the renewal application, Torres submitted an affidavit stating that
the mark as registered was still in use in commerce for each of the goods specified in
the registration.

Id.

He even attached a specimen label with the registered mark

displayed. Id. In fact, Torres was not using the mark as registered. Id. Instead, five
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years prior to the renewal application, Torres had admittedly altered the mark to
“Torres” in conjunction with a different tower design. Id. In addition, Torres knew that
even the altered mark was in use only on wine. Id. In other words, the registrant
knowingly made false statements about the trademark and its usage when he filed his
renewal application. Id.
True, the court concluded that
If a registrant files a verified renewal application stating that his registered
mark is currently in use in interstate commerce and that the label attached
to the application shows the mark as currently used when, in fact, he
knows or should know that he is not using the mark as registered and that
the label attached to the registration is not currently in use, he has
knowingly attempted to mislead the PTO.
Id. at 49. However, one should not unduly focus on the phrase “should know” and
ignore the facts of the case, i.e., the registrant “knows.” Doing so would undermine the
legal framework the court set out in Torres. Indeed, in Torres, the court cited various
precedents—some persuasive, others binding on the court—and reemphasized several
times that (1) fraud in trademark cases “occurs when an applicant knowingly makes
false, material representations,” (2) the Lanham Act imposes on an applicant the
obligation not to “make knowingly inaccurate or knowingly misleading statements,” and
(3) a registrant must also “refrain from knowingly making false, material statements.” Id.
at 48.

The “should know” language, if it signifies a simple negligence or a gross

negligence standard, is not only inconsistent with the framework set out elsewhere in
Torres, but would also have no precedential force as it would have conflicted with the
precedents from CCPA. See Newell Cos. v. Kenney Mfg. Co., 864 F.2d 757, 765 (Fed.
Cir. 1988).

Certainly, the prior CCPA decisions cited in the Torres opinion were

precedents binding on the Torres court. See S. Corp. v. United States, 690 F.2d 1368,
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1369 (Fed. Cir. 1982).

In fact, they still bind us because they have never been

overturned en banc. 2
Metro Traffic Control, Inc. v. Shadow Network Inc., 104 F.3d 336 (Fed. Cir. 1997)
further supports our reading that the Torres holding does not deviate from the
established rule that intent to deceive is required to find fraud. In Metro Traffic Control,
the court cited Torres and reaffirmed that fraud can only be found if there is “a willful
intent to deceive.” 104 F.3d at 340. As a result, the court agreed with the Board that
the applicant’s statements, “though false, were not uttered with the intent to mislead the
Id. at 340-41.

PTO.”

Because the applicant’s “misstatements did not represent a

‘conscious effort to obtain for his business a registration to which he knew it was not
entitled,’” the court affirmed the Board’s ruling of no fraud. Id. at 341; see also L.D.
Kichler Co. v. Davoil, Inc., 192 F.3d 1349, 1352 (Fed. Cir. 1999) (remanding the case so
the district court may determine whether the trademark applicant “knowingly submitted a
false declaration with an intent to deceive”).
Applying the law to the present case, Mr. Sullivan, who signed the application,
knew that Bose had stopped manufacturing and selling audio tape recorders and
players at the time the Section 8/9 renewal was filed. Therefore, the statement in the
renewal application that the WAVE mark was in use in commerce on all the goods,
including audio tape recorders and players, was false.

2

Because Bose does not

The PTO argues that under Torres, making a submission to the PTO with
reckless disregard of its truth or falsity satisfies the intent to deceive requirement. We
need not resolve this issue here. Before Sullivan submitted his declaration in 2001,
neither the PTO nor any court had interpreted “use in commerce” to exclude the
repairing and shipping repaired goods. Thus, even if we were to assume that reckless
disregard qualifies, there is no basis for finding Sullivan’s conduct reckless.
2008-1448
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challenge the Board’s conclusion that such a statement was material, we conclude that
Bose made a material misrepresentation to the PTO.
However, Mr. Sullivan explained that in his belief, Bose’s repairing of the
damaged, previously-sold WAVE audio tape recorders and players and returning the
repaired goods to the customers met the “use in commerce” requirement for the
renewal of the trademark. The Board decided that Bose’s activities did not constitute
sufficient use to maintain a trademark registration. See Bose, 88 USPQ2d at 1335-37.
It also found Sullivan’s belief not reasonable. Id. at 1338. We do not need to resolve
the issue of the reasonableness as it is not part of the analysis. There is no fraud if a
false misrepresentation is occasioned by an honest misunderstanding or inadvertence
without a willful intent to deceive. Smith Int’l, 209 USPQ at 1043. Sullivan testified
under oath that he believed the statement was true at the time he signed the renewal
application. Unless the challenger can point to evidence to support an inference of
deceptive intent, it has failed to satisfy the clear and convincing evidence standard
required to establish a fraud claim.
We hold that Bose did not commit fraud in renewing its WAVE mark and the
Board erred in canceling the mark in its entirety. Indeed, the purpose of the Section 8/9
renewal is “‘to remove from the register automatically marks which are no longer in
use.’” Torres, 808 F.2d at 48 (quoting Morehouse Mfg. Corp. v. J. Strickland & Co., 407
F.2d 881, 887 (CCPA 1969)). When a trademark registrant fulfills the obligation to
refrain from knowingly making material misrepresentations, “[i]t is in the public interest
to maintain registrations of technically good trademarks on the register so long as they
are still in use.” Morehouse, 407 F.2d at 888. Because “practically all of the user’s
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substantive trademark rights derive” from continuing use, when a trademark is still in
use, “nothing is to be gained from and no public purpose is served by cancelling the
registration of” the trademark. 3 Id.
We agree with the Board, however, that because the WAVE mark is no longer in
use on audio tape recorders and players, the registration needs to be restricted to
reflect commercial reality. See Bose, 88 USPQ2d at 1338. We thus remand the case
to the Board for appropriate proceedings.
III.

CONCLUSION

For these reasons, the Board’s decision is reversed and remanded.
IV.

COSTS

Each party shall bear its own costs.
REVERSED and REMANDED

3

Indeed, even though the Board cancelled the registration of the WAVE
trademark, it continued to analyze Bose’s common law right in the mark. Eventually,
the Board found likelihood of confusion and rejected Hexawave’s application to register
trademark HEXAWAVE. Bose, 88 USPQ2d at 1342-43.
2008-1448
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Cancellation No. 92040535
MEDINOL LTD.
v.
NEURO VASX, INC.
Before Simms, Walters, and Rogers, Administrative Trademark
Judges.
By the Board:
Now ready for decision is respondent’s motion to amend
its registration and for summary judgment, filed on January
9, 2003.

The motion has been fully briefed.1

Registration No. 2,377,883
On August 15, 2000, Registration No. 2,377,883 (“‘883
Registration”) was granted to the respondent herein for the
mark NEUROVASX for “medical devices, namely, neurological
stents and catheters.”

Application 75/326,112, which

matured into the involved registration, was filed based on
respondent’s stated intent to use the mark on the abovenoted goods.

1

Applicant filed a reply brief, which we have considered because
it clarifies the issues. See Trademark Rule
2.127(a)(consideration of a reply brief discretionary).
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Following publication for opposition, a notice of
allowance was issued on July 28, 1998, in which applicant’s
goods were identified as originally set forth in the
application.

Subsequently, respondent filed two requests

for an extension of time in which to file a statement of
use.

The second extension, filed on July 18, 1999,

contained the following statement:
X

Applicant has not used the mark in commerce yet on all goods/services specified in the
Notice of Allowance; however, applicant has made the following ongoing efforts to use
the mark in commerce on or in connection with each of the goods/services specified
above:
Applicants [sic] continue their efforts to promote and publicize
the recited goods.

Finally, on January 7, 2000, respondent filed a
statement of use, which stated in relevant part as follows:
Applicant is using the mark in commerce on or in connection with the following
goods/services:
X

Those goods/services identified in the Notice of Allowance in this Application.

__
Those goods/services identified in the Notice of Allowance in this application except
(identify those goods/services to be deleted from this application):
Date of first use of mark anywhere: at least as early as November 15, 1999.[2]

The statement of use concluded with the required
declaration:
2

Respondent did not allege a date of first use in commerce as
required by Trademark Rule 2.88(b)(1)(ii). Simultaneous with the
statement of use, respondent filed a final request for an
extension of time including the following statement:
Applicant believes that it has made valid use of the mark in
commerce, as evidenced by the Statement of Use submitted
with request; however, if the Statement of Use is found by
the Patent and Trademark Office to be fatally defective,
applicant will need additional time in which to file a new
Statement.

2
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The undersigned being hereby warned that willful false statements and the like so made are
punishable by fine or imprisonment, or both, … and that such willful false statements may
jeopardize the validity of the application or any resulting registration, declares that … the mark is
now in use in commerce; and all statements made of his own knowledge are true and all statements
made on information and belief are believed to be true.

The statement of use was signed by Jeffrey A. Lee,
identified as respondent’s President/CEO.

The statement of

use was accepted by the trademark examining attorney and on
August 15, 2000, the ‘883 Registration issued.
The Pleadings
On May 1, 2002, petitioner filed a petition for
cancellation of the ‘883 Registration, alleging that at the
time respondent submitted its statement of use to the United
States Patent and Trademark Office (“USPTO” or “office”), it
had not used the mark on or in connection with stents, and
indeed has not done so since.

Petitioner alleged that the

‘883 Registration was procured by respondent’s knowingly
false or fraudulent statements, and that “said false
statements were made with the intent to induce authorized
agents of the PTO to grant said registration, and reasonably
relying upon the truth of said false statements, the PTO
did, in fact, grant said registration to Registrant.”3
Petition ¶ 8.

According to Petitioner, “[i]n view of

[these] allegations, Registrant is not entitled to continue

3

Petitioner further alleged that it is damaged by respondent’s
registration in that its application for the mark NIROVASCULAR
was refused registration in light of the ‘883 Registration.

3
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registration … since Registrant … committed fraud in the
procurement of the subject registration.”

Petition ¶ 11.

Respondent’s answer, filed September 26, 2002, states,
inter alia, that it
has no further interest in continuing registration of
the NEUROVASX registration for “stents” and
respectfully requests, pursuant to 15 U.S.C. § 1068,
partial cancellation of Registrant's U.S. Trademark
Registration 2,377,883 by deleting the word "stents"
from the list of goods upon which the mark is used.
Answer ¶ 2.

Further, “[i]n response to paragraph 7 of the

Petition, Registrant admits that it has not used the mark
NEUROVASX in connection with "stents…."

Answer ¶ 3.

The answer continues:
In response to paragraphs 8 and 9 of the Petition,
Registrant denies the allegations and affirmatively
states that in the Statement of Use submitted prior to
the registration of NEUROVASX it was stated that
Registrant was using the mark for goods/services. In
the Statement of Use a box was checked to incorporate a
text passage stating that the goods/services were
"Those goods/services identified in the Notice of
Allowance in this application." At the time the
Statement of Use was prepared, the fact that the goods
identified in the Notice of Allowance also included
"stents," in addition to catheters, was apparently
overlooked. Registrant denies each and every other
allegation of paragraphs 8 and 9.
Answer ¶ 5.
Finally, after agreeing that it is not entitled to
continued registration for “stents,” Answer ¶¶ 6-7, the
answer concludes with respondent’s “petition for

4
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cancellation in part” of its own ‘883 Registration, by
deleting “stents” from the identification of goods.4
Respondent’s Pending Motion
On January 9, 2003, respondent filed a combined motion
to amend its registration to delete “stents,”5 and for
summary judgment:
Registrant, in order to dispose of all issues in the
cancellation proceeding, has also moved for an order
under Trademark Rule 2.127(a) and Rule 56 of the
Federal Rules of Civil Procedure dismissing the above
Cancellation with prejudice upon entry of the above
discussed amendment to Registration 2,337,883. The
grounds for granting the summary judgment are as set
forth in "Registrant's Answer and Petition for
Cancellation in Part", filed September 26, 2002 and are
incorporated herein by reference. Amending the
Registration to delete the reference to a product upon
which the mark was not used prior to registration
responds fully to the contentions made by Petitioner as
a basis for the Cancellation Petition. The filing of
the present motion is timely under Trademark Rule
2.127(e)(l) since it is being filed prior to the
commencement of the first 30-day testimony period,
which is now scheduled to close April 30, 2003.
Motion at 2-3.
Respondent’s motion to amend was not submitted with the
consent of petitioner, and the motion for summary judgment
was not supported by any affidavits or other evidence.
Respondent’s motion was unverified and was signed by

4

By order dated October 31, 2002, the Board indicated that
respondent’s “petition for cancellation in part” was in the
nature of an affirmative defense (namely, that respondent is
entitled to maintain its registration, if it is allowed to delete
“stents”), and was reserved for trial.

5

Respondent’s proposed identification of goods would read in its
entirety, “medical devices, namely, neurological catheters.”

5
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counsel, as was its answer which is incorporated by
reference into the motion.
By its response, petitioner objected to respondent’s
proposed amendment, and argued that – even if allowed – the
amendment would not cure the fraud alleged in the petition
for cancellation.

Petitioner’s position is that fraud in

procuring a registration taints the entire registration.

If

it were otherwise, applicants would have little incentive to
tell the truth; if caught in their misstatements, they could
merely delete any unused goods, but would end up with no
less than what they were entitled to claim in the first
place, with no adverse consequences.
Respondent’s reply brief directly addresses the fraud
issue for the first time.

In relevant part, respondent

argues that
[w]hile Registrant freely admits that an error was
made, there is simply no basis for alleging that the
error constituted fraud. Petitioner has cited no
pertinent case law supporting their contention that a
full trial is needed solely to consider that issue. To
the contrary, even if fraud were hypothetically found
here, it has been purged by Registrant's two
affirmative attempts made to delete stents from the
goods description.6
Similarly, Registrant's admission that the
description of goods was in error and the filing of

6

Respondent’s “two affirmative attempts” appear to be (1)
respondent’s “petition” for cancellation in part of its own
registration, see supra note 4, and (2) respondent’s current
motion to amend. Respondent does not contend that it sought to
correct its identification of goods prior to registration or at
any time prior to the filing of the petition for cancellation.

6
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Registrant's timely motion seeking to correct the
registration, demonstrate that “no genuine issue as to
any material fact” remains. Petitioner has failed to
cite any evidence that there was any intent to commit
fraud at the time the error was made. Neither evidence
nor law suggests that Registrant ought not be entitled
to amend the Registration to correctly refer to only
those goods with which the mark has been used.
Applicable Law
A registration involved in a Board inter partes
proceeding may be amended pursuant to Trademark Act § 7(e)
and Trademark Rules 2.133 and 2.173.

While Trademark Rule

2.133(a) provides that a motion to amend may be granted by
the Board, it has been longstanding Board practice to
reserve decision on unconsented amendments until trial or
until the case is decided upon summary judgment.
generally TBMP § 514.03.

See

If a registrant contends that it

is entitled to registration with some restriction to the
identified goods or services, such a matter must be raised
either as an affirmative defense in its answer or by way of
a motion to amend its registration to include the
restriction.

See e.g., Personnel Data Systems Inc. v.

Parameter Driven Software Inc., 20 USPQ2d 1863 (TTAB 1991);
TBMP § 514.03.
A party is entitled to summary judgment when it has
demonstrated that there are no genuine issues as to any
material fact, and that it is entitled to judgment as a

7
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matter of law.

Fed. R. Civ. P. 56(c); see Celotex Corp. v.

Catrett, 477 U.S. 317 (1987).

The evidence must be viewed

in a light favorable to the nonmoving party, and all
justifiable inferences are to be drawn in the nonmovant’s
favor.

Opryland USA Inc. v. The Great American Music Show,

Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992).
Discussion
There is no genuine issue of material fact at hand.

It

is undisputed that respondent filed an intent-to-use based
application reciting its intended goods as “medical devices,
namely, neurological stents and catheters.”

It is also

undisputed that at the time registrant filed its statement
of use (and at all times since), it has used the mark on
catheters but not on stents.
Moreover, there is no question that respondent’s
proposed amendment is generally appropriate both legally and
factually, being limiting in nature.
2.173(b).

Trademark Rule

Finally, respondent has proffered the payment for

the proposed amendment to its registration.

Trademark Act

§ 7(e).7

7

Trademark Rule 2.173 requires that a registrant seeking
amendment of its registration submit a (1) written and signed
request for amendment; (2) supported by a verification or
declaration under Trademark Rule 2.20; (3) the required fee
(currently $100); and (4) the original certificate of
registration or a certified copy thereof (if the original has
been lost or destroyed). While respondent has complied with the
first and third requirements, it has not filed a declaration or

8
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We agree with petitioner, however, that respondent is
not entitled to judgment as a matter of law.

The fraud

alleged by petitioner is that respondent knowingly made a
material representation to the USPTO in order to obtain
registration of its trademark for the identified goods.
There is no question that the statement of use would not
have been accepted nor would registration have issued but
for respondent’s misrepresentation, since the USPTO will not
issue a registration covering goods upon which the mark has
not been used.

See Trademark Rule 2.88(c);8 TMEP § 1109.03

(“The applicant may not file a statement of use until the
applicant has made use of the mark in commerce on or in
connection with all goods/services specified in the notice
of allowance, unless the applicant files a request to
divide.”)
Most importantly, however, deletion of the goods upon
which the mark has not yet been used does not remedy an
alleged fraud upon the Office.

If fraud can be shown in the

verification, nor has it submitted its registration certificate.
Nonetheless, if respondent’s motion for summary judgment was
meritorious, we would likely allow respondent time to cure these
defects in its motion to amend.
8

Trademark Rule 2.88(c) provides, in relevant part, that
[t]he statement of use may be filed only when the applicant
has made use of the mark in commerce on or in connection
with all of the goods or services, as specified in the
notice of allowance, for which applicant will seek
registration in that application, unless the statement of
use is accompanied by a request in accordance with § 2.87 to
divide out from the application the goods or services to
which the statement of use pertains.

9
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procurement of a registration, the entire resulting
registration is void.

General Car and Truck Leasing

Systems, Inc. v. General Rent-A-Car Inc., 17 USPQ2d 1398,
1401 (S.D. Fla. 1990), aff’g General Rent-A-Car Inc. v.
General Leaseways, Inc., Canc. No. 14,870 (TTAB May 2,
1998).

Allowing respondent’s amendment would be beside the

point; even if “stents” were deleted from the registration,
the question remains whether or not respondent committed
fraud upon the Office in the procurement of its
registration.9
Accordingly, because it has not demonstrated that it is
entitled to judgment as a matter of law, respondent’s motion
to amend and for summary judgment is DENIED.
As noted above, there are no genuine issues of material
fact on this record, and it does not appear that further
discovery and trial will reveal any such facts.

Under such

circumstances, the Board may sua sponte enter summary
judgment, if appropriate, for the non-moving party.

The

Clorox Co. v. Chemical Bank, 40 USPQ2d 1098, 1106 (TTAB
1996).

See also TBMP § 528.08, and cases cited therein.

Petitioner alleges that respondent’s submission of its
admittedly erroneous statement of use constituted fraud in

9

Needless to say, if respondent ultimately prevails on the issue
of fraud, “stents” must be deleted from the registration;
applicant may not maintain a registration under Trademark Act § 1
for goods upon which it has never used the mark.

10
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the procurement of the subject registration.

A trademark

applicant commits fraud in procuring a registration when it
makes material representations of fact in its declaration
which it knows or should know to be false or misleading.
Torres v. Cantine Torresella S.r.l., 808 F.2d 46, 1 USPQ2d
1483, 1484-85 (Fed. Cir. 1986).
We are aware that respondent denies that its intent in
submitting its statement of use was fraudulent.
at 1-2.

Reply Br.

Moreover, cases involving questions of intent are

often said to be unsuited to resolution by summary judgment.
See, e.g., Copelands' Enterprises Inc. v. CNV Inc., 945 F.2d
1563, 20 USPQ2d 1295, 1299 (Fed. Cir. 1991).
Nonetheless, as Judge Nies aptly pointed out in
Imperial Tobacco:
In every contested abandonment case, the respondent
denies an intention to abandon its mark; otherwise
there would be no contest. Under Fed. R. Civ. P. 56, …
one must, however, proffer more than conclusory
testimony or affidavits. An averment of no intent to
abandon is little more than a denial in a pleading.
Imperial Tobacco Ltd. v. Philip Morris Inc., 14 USPQ2d 1390,
1394 (TTAB 1990).10

While Imperial Tobacco was an

10

Unlike the case in Imperial Tobacco, respondent here has not
submitted an affidavit or any other evidence supporting its
version of the facts surrounding its signing of the statement of
use or its denial of the intent to commit fraud. However,
because we are considering the question of whether to enter
summary judgment in favor of petitioner, even though it has not
so moved, we consider respondent's statements as we would those
of a non-movant, and accept the statements as true. Cf. TBMP
§ 528.01, and cases cited therein (“The nonmoving party must be

11
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abandonment case, we find its discussion of the element of
intent relevant to the case at bar.
The appropriate inquiry is therefore not into the
registrant’s subjective intent, but rather into the
objective manifestations of that intent.

“We recognize that

it is difficult, if not impossible, to prove what occurs in
a person's mind, and that intent must often be inferred from
the circumstances and related statement made by that
person.”

First Int’l Serv. Corp. v. Chuckles Inc., 5 USPQ2d

1628, 1636 (TTAB 1988).

See, Torres, 1 USPQ2d at 1484-85;11

General Car and Truck, 17 USPQ2d at 1400 (“proof of specific
intent to commit fraud is not required, rather, fraud occurs
when an applicant or registrant makes a false material
representation that the applicant or registrant knew or
should have known was false”); Western Farmers Ass’n v.
Loblaw Inc., 180 USPQ 345, 347 (TTAB 1973).
Here, the identification of goods in the application as
filed and published included two items: stents and
catheters.

Notwithstanding that the mark was not in use on

given the benefit of all reasonable doubt as to whether genuine
issues of material fact exist; and the evidentiary record on
summary judgment, and all inferences to be drawn from the
undisputed facts, must be viewed in the light most favorable to
the nonmoving party.”).

12
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one of the two (stents), respondent indicated when it filed
its statement of use that the mark was in use on “those
goods identified in the Notice of Allowance in this
Application.”
There were only two goods identified in the notice of
allowance; the mark was either in use on both, or it was
not.

Respondent signed its statement of use under penalty

of “fine or imprisonment, or both, … and [knowing] that such
willful false statements may jeopardize the validity of the
application or any resulting registration….”

Statements

made with such degree of solemnity clearly are – or should
be – investigated thoroughly prior to signature and
submission to the USPTO.

Respondent will not now be heard

to deny that it did not read what it had signed.
The undisputed facts in this case clearly establish
that respondent knew or should have known at the time it
submitted its statement of use that the mark was not in use
on all of the goods.

Neither the identification of goods

nor the statement of use itself were lengthy, highly
technical, or otherwise confusing, and the President/CEO who

11

The problem of fraud arises because Torres submitted a label
that he knew or should have known was not in use that contained
a mark clearly different from the one in use. In addition, he
submitted an affidavit stating the mark was in use on wine,
vermouth, and champagne when he knew it was in use only on
wine.
Torres, 1 USPQ2d at 1485 (emphasis added).
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signed the document was clearly in a position to know (or to
inquire) as to the truth of the statements therein.12
Respondent’s explanation for the misstatement (which we
accept as true) - that the inclusion of stents in the notice
of allowance was “apparently overlooked” - does nothing to
undercut the conclusion that respondent knew or should have
known that its statement of use was materially incorrect.
Respondent’s knowledge that its mark was not in use on
stents - or its reckless disregard for the truth - is all
that is required to establish intent to commit fraud in the
procurement of a registration.

While it is clear that not

all incorrect statements constitute fraud, the relevant
facts in this record allow no other conclusion.

We find

that respondent’s material misrepresentations made in
connection with its statement of use were fraudulent.

12

We further note that the identification of goods – including
“stents” – was printed on the registration certificate mailed to
respondent on or about August 15, 2000. Although the certificate
provided further notice that the registration covered stents,
respondent did not seek to amend the identification to delete
stents until after this proceeding was filed nearly two years
later. See Space Base Inc. v. Stadis Corp., 17 USPQ2d 1216, 1219
(TTAB 1990)(“a person can commit fraud upon the Office by
willfully failing to correct his or her own misrepresentation,
even if originally innocent, as long as that person subsequently
learns of the misrepresentation, and knows that the Office has
relied upon that misrepresentation in conferring a substantive
benefit upon that person to which the person knows it is not
entitled.” (interpreting Smith v. Olin, 209 USPQ 1033 (TTAB
1981))). Respondent’s failure to point out its misstatement and
seek correction thereof prior to the filing of the petition for
cancellation clearly supports our finding that the misstatement
was intentional.
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Accordingly, summary judgment is entered in
petitioner’s favor on the issue of fraud.
One further matter remains: in order to prevail,
petitioner must establish not only a valid ground for
cancellation, but must prove its standing, as well.

While

petitioner’s allegation that its pending trademark
application has been refused in view of the ‘883
Registration would, if proven, suffice to establish
standing, petitioner has not yet submitted any evidence on
this point.
Petitioner is therefore allowed until THIRTY DAYS from
the mailing date of this order in which to submit a showing
that there is no genuine issue of fact as to standing, and
that it is entitled to judgment on the issue of standing as
a matter of law.

Paramount Pictures Corp. v. White, 31

USPQ2d 1768, 1775-76 (TTAB 1994).

Respondent is allowed

until FIFTY DAYS from the mailing date of this order to file
a response thereto, if desired.

If petitioner’s showing is

sufficient to establish petitioner’s entitlement to summary
judgment on the issue of standing, summary judgment on
standing will be entered in favor of petitioner and the
petition for cancellation will be granted.

If petitioner’s

showing is not sufficient on the issue of standing,
proceedings will resume on that issue alone.

15
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This proceeding remains otherwise SUSPENDED pending
petitioner’s response.

.oOo.
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In re Bose: New Standard for Fraud in Trademark Prosecution
Strategies for Operating under the New Fraud Standard
Recommended Reading
Jonathan Hudis
Beth A Chapman
Oblon, Spivak, McClelland, Maier & Neustadt, L.L.P.
In re Bose Corporation, ___ F.3d ___, 91 USPQ2d 1938 (Fed. Cir. 2009) (A trademark is
obtained fraudulently under the Lanham Act only if the applicant or registrant knowingly makes
a false material representation with the intent to deceive the PTO. “Willful intent to deceive” is a
required element to prove a fraud claim before the TTAB.
Metro Traffic Control v. Shadow Network Inc., 104 F.3d 336, 41 USPQ2d 1369 (Fed. Cir.
1997). The asserted fraudulent statements that: (i) Applicant owned the mark, (ii) the declarant
knew of no other entity who had a right to use another mark, and (iii) the mark had acquired
distinctiveness because of the “substantially exclusive” and continuous use for the five years
preceding the application, though false, were not made with the intent to mislead the PTO; and
the complex factual situation left the declarant with an unclear understanding of his statements).
G.H.Mumm & Cie v. Desnoes & Geddes Ltd., 917 F.2d 1292, 16 USPQ2d 1635 (Fed. Cir.
1990) (The filing of partially completed labels as specimens was not “appropriate or good
practice” but did not constitute fraud).
Torres v. Cantine Torresella S.r.l., 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986) (“Fraud in
procuring a trademark registration or renewal occurs when an applicant knowingly makes false,
material representations of fact in connection with his application. … The obligation to refrain
from knowingly making false, material statements applies with equal force to renewal
applications.”)
Kathleen Hiraga v. Sylvester J. Arena, 90 USPQ2d 1102 (TTAB 2009) (The critical question
was whether Respondent’s mark was in use in commerce as of the filing date of his application.
If so, even if a claimed first use date is false, it would not constitute fraud as it is not material to
the USPTO’s approval of a mark for publication.).
G&W Laboratories, Inc. v. G W Pharma Limited, 89 USPQ2d 1571 (TTAB 2009)
(Applicant’s contention that fraud as to one class of a multiple class registration subjects the
entire registration to cancellation was incorrect. Each class of goods or services in a multiple
class registration must be considered separately when reviewing the issue of fraud, and judgment
on the ground of fraud as to one class does not in itself require cancellation of all classes in a
registration).
Zanella Ltd. v. Nordstrom, Inc., 90 USPQ2d 1758 (TTAB 2008) (Applicant’s summary
judgment motion regarding fraud was denied as to four out five of Opposer’s registrations

1

because Opposer’s “timely proactive corrective action” (through a Section 7 amendment, or a
Section 8 affidavit with deleted goods) raised a genuine issue of material fact with regard to
Opposer’s intent to commit fraud).
University Games Corporation v. 20Q.net Inc., 87 USPQ2d 1465 (TTAB 2008) (The fact that
opposer amended its identification of goods during ex parte prosecution constitutes a rebuttable
presumption that opposer lacked the willful intent to deceive the Office.).
Bass Pro Trademarks, L.L.C. v. Sportsman’s Warehouse, Inc., 89 USPQ2d 1844 (TTAB
2008) (Respondent’s registration covered retail and wholesale store services. Respondent had
rendered wholesale store services sufficient to support inclusion thereof in its application; and it
was reasonable for Respondent to wait to delete wholesale store services (which it no longer was
rendering) until filing its declaration under Section 8.).
Tri-Star Marketing LLC v. Nino Franco Spumanti S.R.L., 84 USPQ2d 1912 (TTAB 2007)
(Because Respondent used its mark in connection with sparkling wine, a specific product
encompassed within the broader product term - wine, its original application and its Affidavit of
Use under Section 8 were not fraudulent. However, the reverse is not true.).
Paris Glove of Canada Ltd. v. SBC/Sporto Corp., 84 USPQ2d 1856 (TTAB 2007) (When
Respondent filed its Combined Declaration of Use and Application for Renewal under Sections 8
and 9, Respondent included a specimen of use showing a modernized form of the mark.
Respondent truthfully apprised the USPTO of Respondent’s manner of use of the mark and that
nothing was concealed or withheld when Respondent filed its Combined Declaration of Use and
Application for Renewal. While the sufficiency of the specimen goes to the question of the
mark’s use, it does not bear on the issue of fraud.).
Sinclair Oil Corporation v. Sumatra Kendrick, 85 USPQ2d 1032 (TTAB 2007) (Even if
Applicant honestly believed that her business activities in 1996 were sufficient use in commerce,
there was no reasonable basis for that belief at the time the application was filed in 2001. As
such, Applicant committed fraud and her application was void ab initio).
Hachette Filipacchi Presse v. Elle Belle, LLC, 85 USPQ2d 1090 (TTAB 2007) (Respondent
and its attorney shared the duty to ensure the accuracy of the application and the truth of its
statements. Because Respondent knew its mark was not used on all of the covered goods, its
representations were fraudulent. Respondent filed an amendment to its registration with the Post
Registration Branch of the USPTO to delete the unused goods. However, the Board gave the
amendment no effect because amending the identification of goods or services in a registration
will not cure fraud.).
Maids to Order of Ohio Inc. v. Maid-to-Order Inc., 78 USPQ2d 1899 (TTAB 2006) (Fraud
claim dismissed on the ground that when Respondent stated it had used its mark in interstate
commerce it had a reasonable and good faith belief that it had, in fact, done so. Because a good
faith belief which has a reasonable or legitimate basis negates a claim a fraud, Petitioner had not
met its higher burden of proof in establishing fraud).
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Standard Knitting Ltd. v. Toyota Jidosha Kabushiki Kaisha, 77 USPQ2d 1917 (TTAB 2006)
(Because Opposer’s declarants “knew or should have known” that none of its registered marks
were used in connection with certain items, the Board held the registrations were procured by
fraud. Given that “[f]raud cannot be cured by the deletion of goods from the registrations,” the
registrations were cancelled) – The “knew or should have known” standard has now been
overruled by the Federal Circuit in In re Bose.
Medinol Ltd v. Neuro Vasx Inc., 67 USPQ2d 1205 (TTAB 2003) (Because Respondent “knew
or should have known” that its statement in the Statement of Use was materially incorrect, this
knowledge, or Respondent’s “reckless disregard for the truth,” is sufficient to establish an intent
to commit fraud upon the PTO) – The “knew or should have known” standard has now been
overruled by the Federal Circuit in In re Bose.
Mister Leonard v. Jacques Leonard Couture Inc., 23 USPQ2d 1064 (TTAB 1992)
(Respondent committed fraud when it filed a Section 8 & 15 Affidavit submitted to the USPTO
in 1989 because the affidavit included reference to “men’s bathing costumes,” when Respondent
knew it had not used the mark in the United States for men’s bathing costumes since 1986).
JH/BAC/jh {1846260_1.DOC}

3

LEGAL ALERT
August 31, 2009

Federal Circuit Rejects Medinol Fraud Standard
On August 31, 2009, in In re Bose Corp., No. 2008-1448 (Fed. Cir. Aug. 31, 2009), the U.S. Court of
Appeals for the Federal Circuit rejected the standard of fraud applied by the Trademark Trial and Appeal
Board (TTAB, or Board) since its 2003 Medinol decision. Bose appealed the decision of the TTAB
cancelling its WAVE trademark registration because of Bose’s allegedly fraudulent renewal of the
registration. 1 The Federal Circuit reversed the Board’s decision because there was not substantial
evidence that Bose intended to deceive the U.S. Patent and Trademark Office (USPTO).

Medinol Fraud:
In 2003, the TTAB held that a registration is subject to cancellation for fraud when the identification of
goods and services in the application as filed covers goods on which the mark was not used, even if
included inadvertently. Medinol Ltd. v. NeuroVasx, Inc., 67 U.S.P.Q.2d 1205, 1209 (TTAB 2003). The
Board explained that the intent element of a fraud claim is satisfied when it can be shown that the
applicant knew or “should have known” that the identification of goods was materially incorrect. While
accepting the registrant’s explanation for the error, inadvertence, the Board held that the mere submission
of incorrect information satisfied the intent requirement. Id. at 1210. The Board explained in a case
following Medinol that an applicant or registrant is charged with knowing what it is signing, and failing to
make an appropriate inquiry is a “reckless disregard for the truth.” Std. Knitting Ltd. v. Toyota Jidosha
Kabushiki Kaisha, 77 U.S.P.Q.2d 1917, 1928 (TTAB 2006). Thus, after Medinol, any incorrect statement
material to registrability could potentially be the basis of a fraud claim and subject the registration to
cancellation.

Fraud After Bose:
The alleged fraud on the USPTO committed by Bose involved submission of a combined Section 8
affidavit of continued use and Section 9 renewal application, which was signed by Bose’s general counsel
in 2001. In the renewal, Bose stated that its WAVE mark was still in use in commerce on various goods,
including audio tape recorders and players. However, when the renewal was filed, Bose was not actively
producing and selling audio tape recorders and players, but was servicing and repairing such products.
The Board found, and Bose did not contest, that its general counsel knew these facts when he signed the
combined Section 8/9 application.
Bose’s general counsel explained that he believed the transportation to customers of the repaired tape
players was use of the WAVE mark in commerce sufficient to maintain the WAVE registration. The Board
disagreed and found that Bose’s belief was unreasonable, the statement incorrectly alleged continuing
use of the mark for all goods identified in the registration, and the allegation of use was a material
misrepresentation. Accordingly, the Board ordered the cancellation of the WAVE registration in its entirety
for fraud on the USPTO.

1

Bose Corp. v. Hexawave, Inc., 88 U.S.P.Q.2d 1332 (TTAB 2007).
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On appeal by Bose, the Federal Circuit today reversed the Board’s decision to cancel the registration.
The Court criticized the Board’s application of fraud to cases where the applicant/registrant “should have
known” that material statements were false or misleading. “By equating ‘should have known’ of the falsity
with a subjective intent [to deceive], the Board erroneously lowered the fraud standard to a simple
negligence standard.” In re Bose, slip op., at 6. While sympathetic to the Board’s concern that subjective
intent to deceive may be difficult to prove, the Court held that a registration may be cancelled for fraud
only if there is clear and convincing evidence that an applicant or registrant knowingly made a false,
material representation with the intent to deceive the USPTO. The Court held that the Board’s practice,
following Medinol, to automatically presume an “intent to deceive” when it was shown that a material,
false representation was made, misapplied the law of fraud.
As applied to the facts in Bose, Bose knew at the time it filed the renewal application that it no longer
manufactured audio players and recorders. Thus, Bose’s statement was false, and Bose and the Board
agreed that it was material. However, Bose’s general counsel explained that he believed the transport of
repaired units bearing the mark was “use in commerce.” No evidence was presented that the false
representation was anything other than an honest misunderstanding of the law or inadvertence and the
Federal Circuit clarified that there can be no fraud in such situations without an accompanying willful
intent to deceive. “Unless a challenger can point to evidence to support an inference of deceptive intent, it
has failed to satisfy the clear and convincing evidence standard required to establish a fraud claim.” In re
Bose, slip op., at 10.
The long-awaited decision in Bose is welcome relief to the trademark community. Since Medinol, there
has been substantial criticism of the Board’s treatment of fraud and of the drastic results of such a finding.
The Federal Circuit’s decision validates this criticism and aligns the Board’s treatment of fraud with
standards for fraud applied in other areas of the law. Trademark owners and practitioners should be
relieved that registrations will no longer be in jeopardy of cancellation simply because of inadvertence or
mistake.
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