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AGREEMENTS WITH
IP INDEMNIFICATION
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Agreements With IP Indemnification

• License Agreements
– Licensor indemnification of Licensee
• Represent that use of technology does not infringe third party IP
• Induce Licensee to invest in use of technology

– Licensee indemnification of Licensor
• Licensee’s use may create liability
• Common ask from University licensors

• Supply Agreements
– Customers often demand indemnification from product
or component suppliers
– UCC §2-312
66

Agreements With IP Indemnification

• Asset Purchase Agreement
– Purchaser may want assurance that assets don’t
infringe third party IP

• Supply Agreements
– Customers often demand indemnification from product
or component suppliers
– UCC §2-312

• Collaboration and Joint Venture Agreements
– Parties provide indemnification for technology they bring
to joint development
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COMMON STRUCTURE FOR
INDEMNIFICATION PROVISIONS
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Example IP Indemnification Clause
ABC Corp. will defend, indemnify and hold harmless XYZ Inc.
and its directors, officers, employees, agents and contractors
from and against any and all losses, claims, suits,
proceedings, expenses, recoveries and damages, including
reasonable legal expenses and costs including attorneys’
fees, arising out of any claim by any Third Party for
infringement or misappropriation of any patent, trademark,
copyright, or trade secret based on the manufacture, use,
sale, offer for sale, import, export, or other exploitation of
Licensed Product.
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Example IP Indemnification Clause
ABC Corp. will defend, indemnify and hold harmless XYZ
Inc. and its directors, officers, employees, agents and
contractors from and against any and all losses, claims, suits,
proceedings, expenses, recoveries and damages, including
reasonable legal expenses and costs including attorneys’
fees, arising out of any claim by any Third Party for
infringement or misappropriation of any patent, trademark,
copyright, or trade secret based on the manufacture, use,
sale, offer for sale, import, export, or other exploitation of
Licensed Product.
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Defend, Indemnify, Hold Harmless?

• What is the indemnifying party agreeing to do?
– Defend, Indemnify, Hold Harmless? All of the above?

• Defend is distinct from indemnify and/or hold
harmless
– Agreement to indemnify and/or hold harmless may not
necessarily imply a duty to defend
– Agreement to defend alone does not necessarily imply a
duty to indemnify and/or hold harmless
– If agreeing to defend, make clear that indemnitee will
control the defense including choice of counsel
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IP Indemnity Clauses
• Any difference between indemnify and hold harmless?
– Majority of courts view them as synonymous
– Black’s law dictionary and Garner say they are synonymous
– But some states still hold that there is a distinction
•

O'Connell v. Walt Disney World Co., 413 So.2d 444, 446 (Fla. Dist. Ct. App.
1982) (“[A] [hold harmless] clause purports to deny an injured party the right to
recover damages from the person negligently causing his injury. An
indemnification clause attempts to shift the responsibility for the payment of
damages to someone other than the negligent party.”)
• Queen Villas Homeowners Ass'n v. TCB Prop. Mgmt., 56 Cal. Rptr. 3d 528, 534
(Ct. App. 2007) (“Are the words ‘indemnify’ and ‘hold harmless’ synonymous?
No. One is offensive and the other is defensive—even though both contemplate
third-party liability situations. ‘Indemnify’ is an offensive right—a sword—allowing
an indemnitee to seek indemnification. ‘Hold harmless’ is defensive: The right
not to be bothered by the other party itself seeking indemnification.”)
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Example IP Indemnification Clause
ABC Corp. will defend, indemnify and hold harmless XYZ Inc.
and its directors, officers, employees, agents and
contractors from and against any and all losses, claims,
suits, proceedings, expenses, recoveries and damages,
including reasonable legal expenses and costs including
attorneys’ fees, arising out of any claim by any Third Party for
infringement or misappropriation of any patent, trademark,
copyright, or trade secret based on the manufacture, use,
sale, offer for sale, import, export, or other exploitation of
Licensed Product.
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IP Indemnity Clauses

• Who is being indemnified?
–
–
–
–
–

Licensee
Affiliates
Directors, officers, employees, agents and contractors
Distributors and Customers
Manufacturers
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Example IP Indemnification Clause
ABC Corp. will defend, indemnify and hold harmless XYZ Inc.
and its directors, officers, employees, agents and contractors
from and against any and all losses, claims, suits,
proceedings, expenses, recoveries and damages, including
reasonable legal expenses and costs including attorneys’
fees, arising out of any claim by any Third Party for
infringement or misappropriation of any patent,
trademark, copyright, or trade secret based on the
manufacture, use, sale, offer for sale, import, export, or
other exploitation of Licensed Product.
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IP Indemnity Clauses

• What IP claims are you indemnifying for?
– All IP infringement or misappropriation claims?
• Patent, Trademark, Copyright, Trade Secret?

– Limit to claims requiring some form of intent
• Trade secret and copyright claims generally imply some
intentional copying or misappropriation
• Patent claims are generally strict liability
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Example IP Indemnification Clause
ABC Corp. will defend, indemnify and hold harmless XYZ Inc.
and its directors, officers, employees, agents and contractors
from and against any and all losses, claims, suits,
proceedings, expenses, recoveries and damages,
including reasonable legal expenses and costs including
attorneys’ fees, arising out of any claim by any Third Party
for patent infringement based on the manufacture, use, sale,
offer for sale import, export, or other exploitation of Licensed
Product.
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IP Indemnity Clauses

• What amounts are you indemnifying for?
– All damages arising from the action
• Include damages for willfulness? Should Indemnitor be
responsible for indemnitee’s willfulness?
• Include award of other side’s attorney’s fees?

– Attorney fees of indemnitee
• If indemnitor is defending case, then attorney’s fees of
indemnitee could be excluded.
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Exclusions from Indemnity
XYZ shall have no obligation under this Indemnification
Clause with respect to any claim if (a) the claim results from
compliance with ABC’s designs or instructions; (b) ABC
modifies the Licensed Product and the claim results from such
modification; (c) ABC uses the Licensed Product in any
manner not authorized under this Agreement; or (d) ABC
combines the Product with any product or service of anyone
other than XYZ and such claim would not have occurred in
the absence of such combination.
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IP Indemnity Clauses

• Possible exclusions from indemnification
–
–
–
–

Product made to indemnitee’s specifications
Modification of product by indemnitee
Use by Indemnitee outside the scope of the agreement
Use by Indemnitee in combination with other products
• Combination “not reasonably anticipated”
• Combination “not required for product to function as intended”
• Example: product is software; third party patent claims software
running on a computer; is that covered?

20
20

Exclusion from Indemnity – Case Example
• American Family Life Assur. Co. v. Intervoice, Inc., 560
Fed. Appx. 931 (11th Cir. 2014)
– Intervoice supplied interactive voice response (“IVR”) system to
Aflac. Agreement stated:
• “InterVoice[ ] will indemnify, hold harmless and defend Customer
at its own expense against any claim that any System or
Software as provided by InterVoice [ ] ... infringes any United
States copyright, patent or trade secret.”
• “InterVoice[ ] shall have no obligation with respect to any such
claim of infringement based upon Customer's modification of
any System or Software or their combination, operation or use
with apparatus, data or computer programs not furnished by
InterVoice[ ].”
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Exclusion from Indemnity – Case Example
• American Family Life Assur. Co. v. Intervoice, Inc., 560
Fed. Appx. 931 (11th Cir. 2014)
– Aflac sued for infringement based on patent claiming combination of
IVR system with other components of Aflac’s call center not
supplied by Intervoice.
– Aflac seeks indemnification from Intervoice and Intervoice refuses.
– Does Intervoice have duty to indemnify?
• Aflac’s Position: “[T]he combination of Intervoice's IVR system with other
components in Aflac's call center was necessary for the system to function,
enabled by Intervoice's products and services, and contemplated by the parties
as part of their agreement. In other words, Aflac argues that RAKTL's patent
infringement claims implicate the primary purposes and functions of the IVR
system.”
• Intervoice’s Position: Unambiguous language of agreement excludes any “claim
of infringement based upon Customer's modification of any System or Software
or their combination, operation or use with apparatus, data or computer
programs not furnished by InterVoice.”
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Exclusion from Indemnity – Case Example
• American Family Life Assur. Co. v. Intervoice, Inc., 560
Fed. Appx. 931 (11th Cir. 2014)
– Court found no duty to indemnify due to combination.
• Language was clear that it excluded combinations of IVR
products with other products
• Interpretation did not render indemnification meaningless as
Intervoice still had to indemnify for claims that its IVR alone
infringes or that IVR provided with other products of Intervoice
infringes.
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Thank You
D. Brian Kacedon
brian.kacedon@finnegan.com
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Copyright 2018 Kenneth A. Sprang

The obligation resting on one person to make good
any loss or damage another has incurred or may incur
by acting at his request or for his benefit, or a right
which inures to a person who has discharged a duty
which is owed to him but which, as between himself
and another, should have been discharged by the
other.
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❑ Indemnity means an acknowledgement and promise by one
party to cover the potential liability suffered by the other.
❑ English law defines indemnity as a promise to save a person
harmless from the consequences of an act; the promise may
be express or implied from the circumstances of the case
❑ In short, an indemnity enables the "indemnified" to seek
reimbursement ("indemnity") for money forced to pay to a
third party as a result of an injury, caused by the indemnifier
❑ Indemnified and indemnifier can be people of different
positions depending upon the nature of the contractual
relation between them, e.g., buyer and seller, licensor and
licensee, owner and contractor etc.
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❑ Practical Purpose: Give Indemnitee clear, well-defined
contractual remedy if Indemnitee suffers damage after the
closing due to:
➢ Misrepresentation by the Indemnitor
➢ Breach by Indemnitor
➢ Damage resulting from act or omission of Indemnitor
➢ Malfeasance of Indemnitor
➢ Lack of due diligence or knowledge of the Indemnitor
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❑Contractual Indemnity

❑Contractual indemnity is different from common law
indemnity.
❑ Indemnity provisions in a contract allocate the risk
of a business transaction between the two parties by
obligating one party to pay the expenses incurred by
the other party under certain circumstances.
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❑Some agreements will have representations and
warranties made by one party or the other.
❑Statements of fact about a party's business, assets
and financial condition.

❑Allocate economic risk between the parties—
indemnification provisions must provide a remedy if
reps and warranties are breached
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❑ Rep and Warranty. Charley’s Imports, LLC represents
and warrants to International Goods, Inc., that the
widget makers sold to International Goods are not
patented in the United States and to the best of Charley’s
knowledge, information and belief the widget makers
are not patented anywhere else in the world.

❑ Indemnification. Charley’s Imports shall indemnify and
defend International Goods against and hold it harmless
from any and all claims of patent infringement with
respect to Charley’s widget makers, including but not
limited to claims for lost profits, royalties, other
damages, and all attorneys’ fees and costs of litigation.
For purposes of this indemnification clause the term
“other damages” includes, without limitation, any
attorneys’ fees awarded to International Goods, Inc.
31
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Willie’s Software shall indemnify and defend DC
Manufacturing Company, its affiliates, employees, officers,
representatives, shareholders and directors against and hold
them harmless from any and all losses, liabilities, claims,
obligations, costs and expenses (including, without limitation,
reasonable attorneys' fees) based on or arising out of any claim
or assertion that the Software provided by Willie’s pursuant to
this Agreement infringes, misappropriates, violates any patent,
trademark or copyright.
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If a third party [successfully] asserts a claim that the intellectual property
provided by WILLIE’S WEBS to CLIENT infringes upon the lawful rights of
such third party, WILLIE’S WEBS shall indemnify CLIENT against and hold
it harmless from any and all costs or damages arising from such claim,
including, without limitation, reasonable attorneys fees and all costs of
litigation;
provided, however, that WILLIE’S WEBS’’s liability shall be
limited to the sum necessary to make CLIENT whole for the costs, damages,
or expenses actually incurred; WILLIE’S WEBS shall have no liability for
future lost profits or expectations. Provided further that WILLIE’S WEBS
shall not be responsible for any costs, damages, claims, losses or expenses of
whatsoever nature or kind (including consequential, punitive or exemplary
damages) arising out of the business activities of CLIENT to the extent that
CLIENT’S specific use or application, as contrasted to the substance and
content of said intellectual property, infringes upon the rights of the third
33
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❑ Protecting IP with indemnification is somewhat new
❑ Perhaps a result of growing technology
❑ Companies need to protect themselves and their
customers from third party claims
❑ Public, of course, wants products with maximum
protection
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➢ Liability for infringement can be significant. litigation
costs can be staggeringly high. In 2015, the average cost to
defend a patent infringement lawsuit was $2,000,000 where
the amount in dispute was under $10,000,000. And this only
covers one lawsuit
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❑Likelihood of infringement greatest with patent
matters
❑Major reason is confidentiality inherent in
system.
❑Difficult to learn whether a product is patented
❑Patent can be easily infringed, even innocently,
without any knowledge of the patent or the
rights of the owner of the patent
❑Patent research is expensive—even research is
not always successful, e.g., foreign patents
❑Yet another factor is online ordering where it is
expensive and not practical to keep track of all
products
.
Copyright 2018 Kenneth A. Sprang
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IP indemnification most important in
❑ Business merger and acquisition agreements
❑ Asset purchase agreements
❑ Business entity formation agreements
❑ Patent licensing or cross-licensing agreements
❑ Joint venture agreements
❑ Technology sharing or consultation agreements
❑ Institutional research and development agreements
❑ Sales and distribution agreements
❑ Franchise agreements
❑ Government contracts
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❑ Expansion of class of protected parties
❑ Expansion of recoverable losses
❑ Mechanics
❑ Completeness
❑ Customized protection. Indemnity should expressly
identify the parties and scope of claims covered by the
provision. Ordinarily, seller or licensor will indemnify
buyer or licensee.
❑ Consider whether parents, subsidiaries, affiliates,
officers, directors, employees and agents—as well as
successors, heirs, and assigns—should be covered.
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❑ US and UK law preferred
❑Asia, e.g., India and China is not so vigorous in
prosecuting piracy of technology

❑Registration in reliable countries with solid enforcement
systems is preferable
❑One may still want to register abroad wherever a
company does business, but it possible seek to enforce
using US or UK law.
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❑ In drafting for IP protection always consider how you
will enforce the contractual provisions.
❑Indemnification will almost always be a creature of
contract alone, without statutory support.
❑Consider mandating arbitration before an international
tribunal like the Chamber of Commerce.

❑Consider whether you can obtain effective equitable
actions, e.g., an injunction, in the case of infringement
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❑ Patent infringement suits between the big corporations rising
❑Microsoft v. Motorola an Android phones
❑Motorola v. Apple trying to invalidate Apple patents

❑Nokia v. Apple expanding patent lawsuit against Apple
❑Since any third party could sue a licensee, indemnification becomes
very important
❑It is also consistent with licensee or buyer’s expectations
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❑ Awards in millions and even billions of dollars
❑Litigation is very expensive—easily $500,000 to $2,000,000 or more
❑Without indemnification an innocent licensee or seller, who acquired
a product or a license from a third party, could be faced with ruinous
costs.
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❑ Clearly specify indemnifier
▪ Include subsidiaries, parent or sister companies,
successors and assigns

❑ Define indemnified party
▪ Parent, subsidiaries, officers, directors, affiliated
companies, employees, etc.
❑ Nature of liability indemnified
▪ Usual clause is “indemnify, defend and hold harmless
from . . .
▪ Indemnify and defend against and hold harmless
from . . .
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❑ First question is “who is to be indemnified?”
❑ Indemnifying party will likely want maximum control
over handling of infringement claims, or, at least, will
want to reserve the right to defend such a claim,
particularly if other products or services of the
indemnifying party may be implicated.
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❑ Indemnified party will want to retain right to approve any
settlement, particularly when there are conflicting positions
on non-infringement or damages between the indemnifying
and indemnified parties.
❑ In patent cases, it is also important to specify who primarily
controls claim construction, usage of prior art, and parallel
reexamination or other post-issuance proceedings at the
Patent and Trademark Office.
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❑ Who controls a defense, particularly for infringement claims.
❑ Indemnifying party will likely want maximum control over
handling of infringement claims, or, at least, will want to
reserve the right to defend such a claim, particularly if other
products or services of the indemnifying party may be
implicated.
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❑ What are limits of liability?
❑ What types of costs or damages and what types of claims are
covered?

❑ What types of activities are covered?
❑ Risks can surface if licensed technology is incorporated into
larger products or systems, or combined with other
components
❑ Important to delineate types of infringement subject to
indemnification.
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❑ Any cap or other limitation on indemnity should be
meticulously drafted and it should be prominent in the
agreement.
❑ Cap would allow indemnifier to restrict liability
❑ May lead indemnified party to obtain insurance as well
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❑ Ensure that damages for any
indemnification claim are uncapped.

intellectual

property

❑ Frequently, parties cap at the value of the agreement, or
some fraction or multiple of that.
❑ There should be no cap on damages in the IP indemnity
language itself.

❑ If there is a Limitation of Liability clause, that clause should
be written to exclude applicability to the IP indemnity clause.
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❑ How will indemnitee notify indemnitor,?
❑ How will the defense proceed?
❑ How will the parties cooperate?
❑ How can indemnitor remedy the situation?
❑ How to protect against failure to defend
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❑ Licensee should look for IP Indemnity to provide protection
against claims of infringement for anyone authorized to use
the IP, i.e., Authorized Users.
❑ Licensee should consider who needs to use, access or benefit
from the IP and be certain definition of Authorized User
includes all potential users.
❑ Does Licensee’s organization include affiliated companies?
❑ Does the organization use consultants?
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❑ If IP Indemnity only provides protection to the “employees
of Licensee,” Licensor could refuse to cover claims involving
other parties.
❑ Licensee should always ensure that definition of Authorized
Users is:

(1) broad enough to cover all potential users and,
(2) that all Authorized Users are covered by IP
Indemnity
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❑ Agreement should provide for IP Indemnity wherever
Authorized User is licensed to use, access or benefit from the
intellectual property.
❑ If Licensee has Authorized Users in multiple countries, then the
IP Indemnity should cover more than just “Authorized Users
located in the United States.”

❑ If not, Licensor may refuse to cover a claim of infringement in
the country where the Licensee’s Authorized Users are located.
❑ Licensee should always request IP Indemnity at least as broad in
geographic terms as the license granted.
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❑ Licensee should ensure that the agreement provides
protection for any claims of infringement of any type of
intellectual property that Licensee might encounter, e.g.,
patents, trade secrets, copyrights, trademarks.
❑ Does the technology contain something that may be
patented, copyrighted, trademarked or that the Licensor
considers a trade secret?
❑ The Licensee should request IP Indemnity for all types of
IP.
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❑ A Licensee should also ensure that the language protects
against all types of damages that occur due to claims of
infringement.
❑ Damages should include not just the damages awarded to
the intellectual property owner, but the costs paid to the
court or to the attorneys to defend such a claim.

❑ If the Licensor’s language provides only for “indemnification
from any damages finally awarded” some of the biggest
costs, the attorney fees, are left out, leaving the Licensee to
pay.
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❑ The specific items of loss recoverable under the indemnity
offered should be well drafted.
❑ A broad indemnity may be provided which covers all of the
indemnified’s expenses including the final damages
awarded, court costs, legal fees, loss of profit etc. or it may be
restricted to only the actual damages
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❑ Patents
❑ Copyrights
❑ Trademarks
❑ Trade Secrets
❑ The specific items of loss recoverable under the indemnity
offered should be well drafted.
❑ A broad indemnity may be provided which covers all of the
indemnified’s expenses including the final damages
awarded, court costs, legal fees, loss of profit etc. or it may be
restricted to only the actual damages
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THINGS TO CONSIDER
❑ Identifying risks of doing business under the contract to be
indemnified, e.g., personal injury, property damage,
economic loss, infringement of intellectual property rights,
attorneys’ fees and costs of defense?
❑ Does Agreement require indemnitor to reimburse
indemnitee for a particular claim?
❑ When?
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❑Will there be a cap on extent of indemnity?
❑ Any cap should bear a reasonable commercial relationship to
the contract.
❑ Does the contract require coverage of certain risks by
insurance?
❑ Is indemnity limited to amount of insurance coverage (i.e.
contractual liability insurance)?

❑ Is a party indemnified against its own negligence?
❑ Is such indemnification reasonable in these circumstances?
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❑ Indemnity provision should be integrated with other risk
allocation provisions
❑ Dispute resolution mechanism.
❑ What law governs? Where will dispute resolution be held?

❑ What will you include or exclude?
❑ What about consequential damages
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❑ Duty to defend should be separate from duty to indemnify.

❑ Must defend each and every claim in every small town across
the United States to avoid setting negative precedent,
maintain client relationships and maybe for other business
reasons?
❑ The non-defending party should have right to defend a claim
if the other party fails or chooses not to do so.
❑ Non-defending party should have the right, at its option and
expense, to have its own counsel, if counsel is reasonably
acceptable to the defending party.
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❑ Are limits on the size of claim appropriate, i.e., a threshold
amount that claim must exceed before indemnification
obligation arises, e.g. like auto deductible.
❑ Term of indemnity following expiration of contract.

❑ What happens if contract is assigned?
❑ Limitations of us—indemnification may not apply if buyer or
licensee modifies a product

❑ Applicable Law—Jurisdiction—Venue
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❑ Is funding of indemnity obligation necessary?

❑ Use of escrow?
❑ Is there a right to set off amounts owed to cover expenses
related to indemnity?
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❑ Arises when a buyer or licensee combines or modifies a
product or technology so as to expose buyer to infringement
claims.
❑ Sellers may attempt to mitigate risk by limiting liability
associated with combinations and modifications and the
buyer or licensee’s compliance or failure to comply with
specifications or instructions for use.
❑ Sellers increasingly seeking to offset at least portion of
litigation risk to buyers.
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❑ In asset purchase agreement, Buyer could assume only
specifically enumerated liabilities.
For example, buyer
might exclude any liability for patent infringement
❑ Purchase price may be contingent and tied to reps and
warranties.
❑ Deferred purchase price, with right of set off in event of
breach.
❑ Escrow portion of purchase price.
❑ Use of a subsidiary to effect the acquisition in order to limit
Buyer's risk to the amount invested in the subsidiary.
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❑ Claims under other provisions of the agreement for breach of
covenant or misrepresentation.
❑ Claims for common law fraud.
❑ Claims for violations of antifraud provisions of the securities
laws.
❑ Claims for rescission.
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❑ Losses suffered by reason of misrepresentation.
❑ Losses suffered by reason of breach of covenant.
❑ Losses and expenses caused by acts or omissions of
indemnitor.
❑ Losses and expenses caused by criminal acts of indemnitor
❑ Future claims against Indemnitee from former business

❑ Protection of corporate directors
❑ Well drafted intellectual property indemnity clause will
account for a number of issues unique to intellectual
property law.
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❑ Consequential damages are those not a direct result of an act,
but a consequence of the initial act.
❑ Must be a foreseeable result of an act.
❑ Consequential damages resulting from seller’s breach include
loss resulting from general or particular requirements and
needs of which seller at the time of contracting had reason to
know and which could not reasonably be prevented by cover
(obtaining a substitute) or otherwise.
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❑ Be explicit particularly with regard to any damages that
may not be reasonably foreseeable.

❑ Define with care those consequential damages you can
identify
❑ Care should be taken to differentiate consequential
damages suffered by the other party from consequential
damages paid by the indemnified party to third parties.
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❑ Absent agreement to the contrary, many provisions of the
Agreement, including reps, warranties, will not survive
closing.
❑ Survival clause provides that reps and warranties survive the
closing of the deal.
❑ Indemnitor will likely want a clause which limits the time of
survival of the reps and warranties.
❑ Indemnification provisions, through which reps
warranties are enforced, should clearly survive as well.

and
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❑ Without a survival clause, a court might conclude that reps and
warranties addressing pre-closing state of facts merge with the
consummation of the transaction and do not form the basis of a
remedy after the closing.
❑ Most deals provide for survival of reps and warranties
❑ ABA survey found that only 4% of M&A deals provide expressly
for no survival while only 1% were silent on the issue.
❑ Public targets: Reps and warranties generally do not survive.
❑ Large private targets with significant leverage are often able to
negotiate away the survival clause.
❑ In one law firm survey of a random sample of deals with large
private targets, 25% of the agreements provided for no survival.
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❑ Time limitation clause acts as a general limitation on the
bringing of claims arising from reps and warranties and from
obligations to be performed pre-closing.
❑ Time limit is heavily negotiated provision. One of several
elements to be negotiated in the context of indemnification
and related issues.
❑ Need enough time to reasonably discover inaccuracies in
reps and warranties.
❑ Need at least one post-closing audit
❑ ABA survey found that 12 and 18 months are the most
common time limits for reps and warranties
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❑Agreements often provide for exceptions to the time limits on reps
and warranties.
❑ABA Model Stock Purchase Agreement provides that claims
arising from breach of reps and warranties relating to capitalization,
ownership of shares, taxes, ERISA matters and environmental
matters “may be made at any time”
❑ For exceptions to the general time limitation, agreements often
provide a different formulation:
➢“until [90] days following the end of the applicable statue of
limitations” for breach of reps and warranties relating to
statutory matters, such as taxes, ERISA matters and
environmental matters;
➢“indefinitely” for breach of fundamental reps and warranties,
such as capitalization and stock ownership reps and warranties
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❑ Indemnity provisions often have clauses reducing the statute
of limitations that might otherwise govern claims.
➢Drafting point: Use clear, unequivocal language to reduce
statutory limitations periods
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❑ Recognize interests of Indemnitor and Indemnitee are
different.
❑ Indemnitor may wish to settle as a strictly pragmatic,
business decision.
❑ Indemnitee may prefer to fight a claim on principle or
because of future implication.

❑ If matter indemnified is covered by insurance, neither
party may have much voice.
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