Presenting a live 90-minute webinar with interactive Q&A

POPRs and the New PTAB Final
Rules: Maximizing the Impact
of POPRs in IPR Petitions
WEDNESDAY, MAY 4, 2016

1pm Eastern

|

12pm Central | 11am Mountain

|

10am Pacific

Today’s faculty features:
Cory C. Bell, Esq., Finnegan Henderson Farabow Garrett & Dunner, Boston
Joshua L. Goldberg, Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.
Thomas L. Irving, Partner, Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.

Jill K. MacAlpine, Ph.D., Partner, Finnegan Henderson Farabow Garrett & Dunner, Washington, D.C.

The audio portion of the conference may be accessed via the telephone or by using your computer's
speakers. Please refer to the instructions emailed to registrants for additional information. If you
have any questions, please contact Customer Service at 1-800-926-7926 ext. 10.

Tips for Optimal Quality

FOR LIVE EVENT ONLY

Sound Quality
If you are listening via your computer speakers, please note that the quality
of your sound will vary depending on the speed and quality of your internet
connection.
If the sound quality is not satisfactory, you may listen via the phone: dial
1-866-819-0113 and enter your PIN when prompted. Otherwise, please
send us a chat or e-mail sound@straffordpub.com immediately so we can address
the problem.
If you dialed in and have any difficulties during the call, press *0 for assistance.
Viewing Quality
To maximize your screen, press the F11 key on your keyboard. To exit full screen,
press the F11 key again.

Continuing Education Credits

FOR LIVE EVENT ONLY

In order for us to process your continuing education credit, you must confirm your
participation in this webinar by completing and submitting the Attendance
Affirmation/Evaluation after the webinar.
A link to the Attendance Affirmation/Evaluation will be in the thank you email
that you will receive immediately following the program.
For additional information about continuing education, call us at 1-800-926-7926
ext. 35.

DISCLAIMER
These materials have been prepared solely for educational and informational
purposes to contribute to the understanding of U.S. intellectual property law.
These materials reflect only the personal views of the authors and are not
individualized legal advice. It is understood that each case is fact specific, and
that the appropriate solution in any case will vary. Therefore, these materials
may or may not be relevant to any particular situation. Thus, the authors and
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe
LLP, and Fei Han Foreign Legal Affairs Law Firm), cannot be bound either
philosophically or as representatives of their various present and future clients to
the comments expressed in these materials. The presentation of these materials
does not establish any form of attorney-client relationship with these authors.
While every attempt was made to ensure that these materials are accurate,
errors or omissions may be contained therein, for which any liability is
disclaimed.
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PETITIONS FILED

As of Mar. 31, 2016
http://www.uspto.gov/sites/default/files/documents/2016-3-31%20PTAB.pdf
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IPR PETITION GRANT RATE IS HIGH!

Granted +
joinder =
71.3%
PTAB IPR Institution Decisions, Sept. 16, 2012 – March 31, 2016. Adding institutions to joinder grants means that 71.3% of
petitions have resulted in an IPR. Source: http://www.uspto.gov/sites/default/files/documents/2016-3-31%20PTAB.pdf
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BUT PETITION GRANT RATE HAS DROPPED
FROM EARLY DAYS

5/29/2014

6/26/2014

1/15/2015
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6/11/2015
7/16/2015
12/31/2015
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3/31/2016

Number of petitions granted as the nominator and petitions granted + petitions denied + decisions granting joinder as the
denominator. Source: USPTO PTAB stats.
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IF IPR INSTITUTED, CANCELLATION RATE IS
HIGH!
80% of claims
did not
survive

“Mixed outcome”: at least one instituted claims survived and at least one instituted claim was canceled.
As of March 1, 2016. Source: Finnegan research, http://www.aiablog.com/claim-and-case-disposition/
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DON’T RELY ON BEING ABLE
TO AMEND CLAIMS IN IPR

As of March 1, 2016. Source: Finnegan research, http://www.aiablog.com/claim-and-case-disposition/
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REMINDER OF BURDENS UNFAVORABLE
TO PATENT OWNER
ISSUE

PGR/CBM PGR/IPR

DISTRICT COURT

Burden of proof

Preponderance of the
evidence

Clear and convincing
evidence

Presumption of
Validity?

No

Yes

Claim construction

Broadest reasonable
Interpretation (BRI)*

Phillips/Markman framework:
analyze claims, specification,
and prosecution history to
determine how claims would
be understood by one of
ordinary skill in the art

Decision maker

Patent Trial and
Appeal Board (APJs)

District court judge or jury

*Watch for developments in PTAB’s standard of claim construction in Cuozzo Speed
Techs., LLC v. Lee, petition for certiorari granted, U.S., No. 15-446, Jan. 15, 2016.
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TACTICAL ADVANTAGES FAVORING THE
CHALLENGER
Challenger generally has time to plan attack, secure experts,
and prepare detailed and compelling expert written reports.
•

•

IPRs can generally be filed at any time up until the patent expires.
― Unlimited time if patent not in litigation;
― 12 months from service of infringement complaint if patent in
litigation.
To prepare, PGR petitioners have from publication of patent application until 9
months post-issuance.

Strict limits on discovery.
Petitioner estoppel not discouraging filings; Patent Owner
estoppel is harsh.

Patent Owner has only three months to file POPR.
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PATENT OWNERS MAY WANT
TO DO THIS:

But avoiding the IPR trial by getting the petition
denied may be possible!
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29% of the Institution Decisions Have Been Denials
Patent Owner’s best outcome
is a denial

PTAB IPR Institution Decisions, Sept. 16, 2012 – Mar. 31, 2016. Source: USPTO PTAB stats.
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WHEN DOES PATENT OWNER
HAVE CHANCE TO PERSUADE PTAB
TO DENY INSTITUTION?
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INSTITUTION DECISION NON-APPEALABLE MAKING
DENIAL HIGHLY DESIRABLE FOR PATENT OWNER

• 35 U.S.C. § 314(d): NO APPEAL.—The determination by
the Director whether to institute an inter partes review
under this section shall be final and nonappealable.

• Good for the Patent Owner when petition is denied.
• Bad for the Patent Owner when petition is granted.
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CAFC AFFIRMED NO APPELLATE REVIEW OF
PTAB INSTITUTION DECISION
In re Cuozzo Speed Technologies, LLC, 793 F.3d 1268 (Fed. Cir. 2015)
•

No jurisdiction to review PTAB’s IPR institution decision (See 35 U.S.C. §
314(d)).

•

Affirm PTAB’s Final Written Decision in full (all instituted claims
unpatentable as obvious)

― No error in PTAB’s application of BRI claim construction
standard;
― No error in obviousness determination; and
― No error in denial of Cuozzo’s motion to amend.
― Lack of written description support;
― Improper broadening
Petition for certiorari granted, Cuozzo Speed Techs., LLC v. Lee, U.S., 136 S.Ct. 890 (U.S.,
Jan. 15, 2016).
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NO APPELLATE REVIEW OF PTAB DECISIONS
INCLUDING DECISIONS UNDERLYING
INSTITUTION DECISION*
•

Synopsys, Inc. v. Mentor Graphics Corp., --F.3d__ (Fed. Cir. Feb. 10, 2016)
•

FC: Affirmed unpatentability holding, FWD on fewer than all challenged claims, and
nonappealability of time bar (part of institution decision).
― “PTO's decisions concerning the 35 U.S.C. §315(b) time bar, including determinations of the real party in
interest and rulings on discovery related to such determinations, are non-appealable. …This issue is not
appealable pursuant to 35 U.S.C. §314(d).”

•

Harmonic Inc. v. Avid Technology, Inc., --F.3d__ (Fed. Cir. March 1, 2016)
•

Harmonic appeal: PTAB should have considered all grounds.
― FC: Affirmed holding and held no jurisdiction to review institution decision.

•

Shaw Industries Group v. Automated Creel Systems, --F.3d ___ (Fed. Cir. March
23, 2016)
•

•

FC: a denied redundant ground does not become a part of the IPR, so estoppel under 35 U.S.C.
315(e) does not apply.

* Whether a patent qualifies as a CBM patent may be subject to review.
• Versata Development Group, Inc. v. Lee, 793 F.3d 1306, 1323 (Fed. Cir. 2015)(“we have
authority to review whether the ′350 patent is within the PTAB's § 18 authority.”).
• SightSound Technologies, LLC v. Apple Inc., 809 F.3d 1307, 1314 (Fed. Cir. 2015)(“the question of
whether a patent falls within the scope of the Board's authority under AIA § 18 as a CBM patent
is a limitation on the Board's authority to issue a final decision and may be reviewed on appeal
from a final written decision of the Board.”).
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NEW RULES:
SANCTIONS AND WORD COUNT
Final Rule 42.11 clarifies the obligations practitioners have before the
board, and it provides some procedural consistency in addressing
sanctionable conduct.

•

•

Mirrors Federal Rule of Civil Procedure 11.

• § 42.11 Duty of candor; signing papers; representations to the Board;
sanctions. . . .
― (d) Sanctions—(1) In general. If, after notice and a reasonable opportunity to
respond, the Board determines that paragraph (c) of this section has been violated,
the Board may impose an appropriate sanction on any attorney, registered
practitioner, or party that violated the rule or is responsible for the violation.

Final Rule 42.24 Type-volume or page-limits for petitions, motions,
oppositions, and replies.

•

•

(a) Petitions and motions.
― (1) …The word count or page limit does not include a table of contents, a table of
authorities, grounds for standing under § 42.104, § 42.204, or § 42.304, mandatory
notices under § 42.8, a certificate of service or word count, or appendix of exhibits
or claim listing.
― (i) Petition requesting inter partes review: 14,000 words.
― (ii) Petition requesting post-grant review: 18,700 words. . . .
18
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NEW RULES: CLAIM
CONSTRUCTION
• Final Rules 100(b), 200(b), and 300(b) create a specific procedure
for figuring out which claim construction standard applies in a
proceeding.
• “[a] claim in an unexpired patent that will not expire before a final
written decision is issued shall be given its broadest reasonable
construction in light of the specification of the patent in which it
appears.”
• “[a] party may request a district court-type claim construction
approach to be applied if a party certifies that the involved patent
will expire within 18 months from the entry of the notice of filing
date accorded to the petition.
― motion under § 42.20 (either party), within 30 days from the filing of the
petition.”

• Response to Comment 7: “relevant prosecution history should be
considered when specifically cited, explained, and relied upon by the
parties.”
In light of pending Supreme Court consideration of Cuozzo, may be
prudent for both petitioners and patent owners to consider multiple
claim construction standards when preparing their papers.

•

19
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NEW RULES: POPRs
•

§ 42.107 Preliminary response to petition.
• (a) The patent owner may file a preliminary response to the petition.
The response is limited to setting forth the reasons why no inter partes
review should be instituted under 35 U.S.C. 314 and can include
supporting evidence. The preliminary response is subject to the word
count under § 42.24.

•

§ 42.108 Institution of inter partes review.
• (c) Sufficient grounds. Inter partes review shall not be instituted for a
ground of unpatentability unless the Board decides that the petition
supporting the ground would demonstrate that there is a reasonable
likelihood that at least one of the claims challenged in the petition is
unpatentable. The Board’s decision will take into account a patent
owner preliminary response where such a response is filed, including
any testimonial evidence, but a genuine issue of material fact created
by such testimonial evidence will be viewed in the light most
favorable to the petitioner solely for purposes of deciding whether to
institute an inter partes review. A petitioner may seek leave to file a
reply to the preliminary response in accordance with §§ 42.23 and
42.24(c). Any such request must make a showing of good cause.
20
20

WHEN ARE NEW RULES
EFFECTIVE?
• Effective Date: This rule is effective May 2, 2016
and applies to all AIA petitions filed on or after the
effective date and to any ongoing AIA preliminary
proceeding or trial before the Office.

21
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IMPACT OF FINAL RULES ON
POPRS
• To which PTAB post-grant proceeding do the
new rules apply?
• What are the pros and cons of generating
and presenting new evidence in the patent
owner preliminary response?

22
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POPRs REMAIN PATENT OWNERS’ BEST
WEAPON
EXAMPLE: BIO/PHARMA-RELATED CASES

“Partially denied” means IPR instituted on fewer than all challenged claims. Source: Finnegan research; review of 288 institution decisions
as of April 11, 2016, so POPR filed in 87% (250/288). Compare to overall, POPRs filed in 84% of IPRs; as of Feb. 29, 2016 (528 waived,
2720 filed; source: USPTO PTAB stats for FY2014-FY2016 to date, http://www.uspto.gov/sites/default/files/documents/2016-229%20PTAB.pdf.
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USE THE POPR TO TELL PTAB
WHY PETITION SHOULD BE DENIED:
“FRONT-LOAD” TO MAXIMIZE CHANCE OF DENIAL
•

Do not make PTAB figure it out.

•

PTAB just does not have time.

•

Maximize impact of POPR.
•
•
•
•
•
•
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Concise, compelling argument why petitioner did not meet
burden.
Support arguments with declarations from prosecution.
Evidence in the petition.
Favorable claim construction proposal.
Attack threshold issues.
Use new declarations to swear behind references.

EXAMPLES OF BASES OF DENIALS THAT
PATENT OWNERS CAN RAISE
Failure to name real-party-in-interest as required by 35 U.S.C. §312(a)(2) and 37
C.F.R. §42.8(b)(1).
•
•

Very fact-dependent.
This is one area where we are seeing motions for additional discovery granted.

Time-barred under 35 U.S.C. §315(b).
Same or substantially the same prior art/arguments under 35 U.S.C. §325(d).
•
•

“Same or substantially the same prior art or arguments” during prosecution
“Same or substantially the same prior art or arguments” in another IPR petition

Claim construction.
Insufficient evidence to meet threshold for institution.
•

35 U.S.C. §314(a): “shows that there is a reasonable likelihood that the petitioner would prevail with
respect to at least 1 of the claims challenged in the petition.”

Objective evidence of nonobviousness.
Reference is not prior art.
25

ANALYSIS OF PATENT OWNER
ARGUMENTS THAT WORKED
(IPR PETITIONS DENIED)
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ATTACK PRIORITY DATE OF
REFERENCE
If Patent Owner, attack priority date of reference.
• Petitions denied because petitioner did not establish
entitlement to priority date of reference -> not prior art
to challenged claims.
―E.g., Globus Medical, Inc. v. Depuy Synthes
Products, LLC, IPR2015-00099, Paper 15 (P.T.A.B.
May 1, 2015)
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MAKE PETITIONER SHOW ENTITLED TO
EARLY PRIOR ART DATE
Dynamic Drinkware, LLC v. National Graphics, Inc.,
2015 WL 5166366 (Fed. Cir. Sept. 4, 2015)
•

Claims survived IPR.

•

FC: Affirmed PTAB.
― Petitioner had burden to prove that prior art patent was
entitled to filing date of its provisional application;
― Substantial evidence supported PTAB's determination that
prior art patent did not relate back to its provisional
application.
― “A provisional application's effectiveness as prior art depends on
its written description support for the claims of the issued
patent of which it was a provisional. Dynamic did not make that
showing.”
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FAILURE TO NAME REAL-PARTY-ININTEREST
35 U.S.C. §312(a)(2)
Zerto, Inc. v. EMC Corp., IPR2014-01329
•
•

Petitioner: Zerto Inc.
POPR: Zerto, Inc.'s failure to identify its parent entity, Zerto,
Ltd., as a real party-in-interest fatal to the Petition.

•

PTAB: Denied petition.
― Zerto, Ltd. should have been identified as a real party-ininterest.
― Zerto, Ltd. established in Israel in 2009, 2011, Zerto, Inc.
established in the U.S. as a wholly-owned subsidiary of Zerto,
Ltd. in 2011; boards of directors of the two companies are the
same, and the CEO of Zerto, Ltd. is the President/CEO of
Zerto, Inc.
― In the totality of the circumstances, it was “unclear whether
Zerto, Ltd. and Zerto, Inc. operate as separate and distinct
entities, or effectively operate as a single entity.”
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FAILURE TO NAME REAL-PARTY-ININTEREST
35 U.S.C. §312(a)(2)
Zerto (con’t)
•

PTAB: Petitioner's identification of real parties-in-interest is a
“rebuttable presumption.” With “sufficient rebuttal evidence that
reasonably brings into question the accuracy of a petitioner's
identification of real parties-in-interest, the burden remains with the
petitioner to establish that it has complied with the statutory
requirement to identify all real parties-in-interest.”

•

Why does it matter?
― If this petition incomplete, adding Zerto, Ltd. as a real party-ininterest would require according the Petition a new filing date,
which, in turn, would fall outside the one-year time bar set forth in
35 U.S.C. § 315(b).

Note: In this case additional discovery on the real-party-in-interest issue was granted prior to
institution.
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TIME-BARRED UNDER
35 U.S.C. §315(b)
Infringement allegation in form of counterclaim still triggers clock.
•

St. Jude Medical, Cardiology Division, Inc. v. Volcano Corp., IPR201300258
― Counterclaim for infringement served April 30, 2010.
― Petition filed April 30, 2013.
― PTAB: Petition denied as time-barred.
― No indication that Congress intended to treat counterclaims differently from
original claims of infringement.

― PTAB also noted that the fact that the parties stipulated to a dismissal
with prejudice of all claims did not matter. “Service of a complaint
alleging infringement triggers applicability of §315(b), even if that
complaint is later dismissed with prejudice.”
•

Note: if the case is voluntarily dismissed without prejudice, the parties are treated as if no
action was ever brought. See Macauto U.S.A. v. BOS GmbH & KG, IPR2012-0004.
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MAKE THE TIME BAR
DISAPPEAR?
Dismissal without prejudice – maybe
Parties in same place as if action had never been brought – yes

•

― Macauto USA v. BOS GMBH & KG, IPR2012-00004, Paper 18
(Jan. 24, 2013)

Parties in different places as a result of action – no

•

― Dismissed case consolidated with another case
― Apple Inc. v. Rensselaer Polytechnic Institute, IPR201400319, Paper 12 (Jan. 12, 2014)
― Dismissed case effectively continued as another case
― eBay Inc. v. Advanced Auctions LLC, IPR2014-00806, Paper
14 (Sep. 25, 2014)
― CQG, Inc. v. Trading Technologies International, Inc.,
CBM2015-00057, Paper 13 (July 10, 2015).
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TIME-BARRED UNDER
35 U.S.C. §315(b)
Amended complaint does not re-set clock;
original complaint date starts clock.
• Universal Remote Control, Inc. v. Universal Electronics,
Inc., IPR2013-00168
― Petition was filed within 12 months of an amended
complaint, but outside of 12 months of the original
complaint.
― PTAB: Petition denied.
― The statute did not imply that “the one-year grace period applies
only to the last of a chain of multiple lawsuits or that the filing of a
later lawsuit renders the service of a complaint in an earlier lawsuit
to be a nullity[.]”
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TIME-BARRED UNDER
35 U.S.C. §315(b)
Amended complaint does not re-set clock; original
complaint date starts clock.
•

Amneal Pharms., LLC v. Endo Pharms. Inc., IPR2014-00361
― Endo filed the original infringement complaint on Nov. 7, 2012.
― Endo added patent at issue in IPR petition to complaint on Nov. 14,
2012, served on the petitioner on Nov. 20, 2012.
― Endo filed Second Amended Complaint on January 17, 2013,
― IPR petition was filed on January 16, 2014.
― PTAB: Petition denied.
― The filing of an amended complaint does not render “the original
complaint a nullity, i.e. having no legal effect for the purposes of §
315(b).”
― Original complaint service date of Nov. 20, 2012, applied, and
Petitioner was “served with a complaint” alleging infringement … for
the purposes of § 315(b) before January 16, 2013.
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WHEN IS PRIVITY DETERMINED?
VMware, Inc. v. Good Technology Corp., IPR201500027
•

Patent Owner served an infringement complaint on AirWatch on
November 15, 2012.

•

Petitioner executed a merger agreement on January 21, 2014, and
acquired AirWatch as a wholly-owned subsidiary in February 2014.
― Petitioner and AirWatch have been in privity at least since
February 2014.

•

Petitioner filed IPR Petition on October 6, 2014.

•

Petitioner argued Petition timely because Petitioner was not in
privity with AirWatch at the time of service of the Complaint.
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WHEN IS PRIVITY DETERMINED?
VMware, Inc. (con’t)
•

PTAB: Petition denied as time-barred under 35 U.S.C. §315(b).
― “Petitioner cites to several non-precedential decisions of the Board in inter partes
review proceedings, but does not identify any language in the statute or any other
persuasive rationale to support the argument that privity under § 315(b) is
determined only at the time of service of the complaint alleging infringement of the
challenged patent. …Further, although the decision is not binding precedent, in
Synopsys, Inc. v. Mentor Graphics Corp., Case IPR2012-00042, slip op. at 16 (Feb. 22,
2013) (Paper 16), the panel indicated that the relevant dates for § 315(b) include the
filing date of the petition, not just the date of service of the complaint alleging
infringement of the challenged patent. …Therefore, we do not conclude that privity
under § 315(b) is determined only at the time of service of a complaint alleging
infringement of the challenged patent. Because AirWatch, a privy of Petitioner, was
served with the Complaint alleging infringement of the ’386 patent more than a year
before the Petition challenging the ’386 patent was filed, we are persuaded, on this
record, that the Petition is not timely under § 315(b).”
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35 U.S.C. §325(d)
“In determining whether to institute or order a proceeding
under this chapter [PGRs], chapter 30 [prior art submissions
and ex parte reexam], or chapter 31 [IPRs], the Director may
take into account whether, and reject the petition or request
because, the same or substantially the same prior art or
arguments previously were presented to the Office.
Discretionary provision
•

“Same or substantially the same prior art or arguments” during
prosecution, including original prosecution, reexamination, or reissue.

•

“Same or substantially the same prior art or arguments” in another IPR
petition.
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PATENT OWNERS MORE SUCCESS IN OBTAINING DENIAL
WHEN SAME ART/ARGUMENTS RAISED IN OTHER
PETITION (58%) COMPARED TO RAISED DURING
PROSECUTION (5%)

Source: Finnegan research analyzing 88 IPRs where 35 U.S.C. §325(d) was raised. LexMachina query. As of Feb. 10, 2015.
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A CLOSER LOOK AT 3 CASES
WHERE PETITION DENIED BASED ON ART
RAISED DURING PROSECUTION
Merial Ltd. v. Virbac, IPR2014-01279
•

Merial’s Petition asserted Ground 3 of obviousness based on 4 references.

•

POPR: Ground 3 should be denied because Petitioner relied “on the same
combination of references as used by the Examiner in a rejection, which the
Examiner subsequently withdrew, during prosecution of the application that
resulted in the ‘799 patent.”
― Examiner entered a rejection of all claims as being unpatentable for obviousness
over two of those references. Virbac filed an amendment and relied on
comparative testing set out in the specification. The Examiner withdrew the
rejection.

PTAB: Denied petition.

•

― PTAB did not independently assess the comparative testing, and Merial did not
argue against the unexpected results in its Petition:
― Merial was aware of the unexpected results showing which the Examiner found
persuasive in view of substantially the same prior art combination and should have
addressed unexpected results in its Petition.
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A CLOSER LOOK AT 3 CASES
WHERE PETITION DENIED BASED ON ART
RAISED DURING PROSECUTION
Integrated Global Concepts, Inc. v. J2 Global, Inc., IPR2014-01027
•

POPR: “the instant Petition merely raises substantially the same issues, based on
the same RightFAX documents, that the Office already considered and rejected
[during] ex parte reexamination …. But then the Office withdrew the rejection,
and confirmed patentability of all claims.”

•

Petitioner provided “no new credible evidence to overturn the Office’s prior
reexamination decision.”

•

PTAB: Denied institution of review of claim 13.
― Petitioner’s challenge of claim 13 is based upon “substantially the same prior art and
arguments that were before the Office in the ex parte reexamination[.]”
― Petitioner did not “present any persuasive evidence to supplement the record that
was in front of the Office during the reexamination.”
― Petitioner’s expert’s declaration conclusory and unsupported.
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A CLOSER LOOK AT 3 CASES
WHERE PETITION DENIED BASED ON ART
RAISED DURING PROSECUTION
Prism Pharma Co., Ltd v. Choongwae Pharma Corp., IPR201400315
•

One of the inventors of the patent was the Petitioner (and attacked
the patent during prosecution).

•

POPR: Petitioner raising same §112 attacks it did during prosecution.

•

PTAB: Petition denied.
― “The same prior art …and arguments substantially the same as
Petitioner’s current contention …, were presented previously to the
Office. … Aware of the ’192 publication, the Examiner, together with
his supervisor, reviewed the materials and determined that the
challenged claims were “free from prior art.” … .We exercise our
discretion and deny the Petition under 35 U.S.C. § 325(d).
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WHEN §325(d) BASED ON
OTHER IPR PETITION
Helpful to raise directive of “just, speedy, and
inexpensive” proceedings.
SAS Institute, Inc. v. Complementsoft, LLC, IPR201300581
POPR: Petition was “duplicative of the Petitioner’s request in
Case IPR2013-00226 (the “First IPR”), … and, on the merits,
fails to make up for the deficiencies of the First IPR.” “The
remaining arguments were already rejected by the Board, and
the Petitioner does not raise any new teachings that were not
already presented in the First IPR.”

•
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WHEN §325(d) BASED ON
OTHER IPR PETITION
SAS (con’t)
• PTAB: Petition denied.
― An IPR was already instituted on claims in the same
patent on some of the same grounds asserted in this
petition.
― No explanation as to why the grounds of unpatentability
newly offered in this petition for claims already
involved in an inter partes review afford any benefit
over those on which we have begun proceedings.
― “The practice of a particular petitioner filing serial
petitions challenging claims already involved in an
instituted proceeding and asserting arguments and prior
art previously considered by the Board is contrary to the
goals set forth in our statutory mandate and
implementing rules.”
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NO “SECOND BITE”
Conopco, Inc. dba Unilever, v. The Procter & Gamble Co.,
IPR2014-00628, Paper 21 (PTAB Oct. 20, 2014)
•

Unilever’s first petition denied (IPR2013-00510); insufficient evidence
supporting anticipation and obviousness arguments to meet burden of
showing a “reasonable likelihood” of prevailing on any claim.

•

Unilever filed second petition challenging same claims with different
art (one overlapping reference).

•

POPR: “Unilever relies on the same arguments that the Board
considered and rejected in the [first] Petition. …[and] Petition relies
on prior art that is “cumulative and duplicative” of art raised in the
[first] petition.”
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NO “SECOND BITE”!
Conopco (con’t)
•

PTAB: Denied institution.
― “similar, if not ‘substantially the same,’ prior art previously ‘presented to
the Office.’”
― “we are persuaded by P&G’s argument [in the POPR] that both petitions
apply the prior art references to support substantially the same
argument[.]”
― “previously were presented”: either in prosecution or before PTAB.
― PTAB already devoted resources.
― “the instant Petition raises “substantially the same” arguments as the 510
Petition” and similar, if not “substantially the same,” prior art previously
“presented to the Office.”
― Two of the references cited were previously before the examiner.
― One reference cited in Unilever’s earlier, unsuccessful petition.
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REPEATED PETITIONS ARE NOT
“SPEEDY, INEXPENSIVE, AND JUST”
Conopco (con’t)
• Considerations in declining review:
―“Unilever does not argue that the other references
applied in the instant Petition…were unknown or
unavailable at the time of filing the earlier Petition.”
―“On this record, the interests of fairness, economy,
and efficiency support declining review—a result that
discourages the filing of a first petition that holds
back prior art for use in successive attacks, should the
first petition be denied.”
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“resources better spent”
Conopco (con’t)
•

PTAB
― “P&G raises a legitimate concern that Unilever will continue to mount
serial attacks against the ’155 patent claims, until a ground is
advanced that results in the institution of review….On that point, we
find relevant that the instant Petition raises multiple grounds against
each challenged patent claim…. That multi-pronged attack follows our
rejection of numerous grounds that were raised in the 510 Petition.
…P&G’s concern that it will ‘have to continually defend against
repetitive [] challenges’ to the same patent claims is not without
merit, given the multiplicity of grounds applied in each petition. …On
this record, we are persuaded that our resources are better spent
addressing matters other than Unilever’s second attempt to raise a
plurality of duplicative grounds against the same patent claims.”
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DENIAL UNDER §325(d)
BASED ON ANOTHER IPR PETITION
Samsung Electronics Co. Ltd. v. Rembrandt Wireless
Technologies, LP, IPR2015-00114, Paper 14 (P.T.A.B.
Jan. 28, 2015)

•

•

48

PTAB: “On its face, it is more efficient for the parties
and the Board to address a matter once rather than
twice. The sole difference between what Petitioner
presents in this proceeding and what Petitioner
presented in IPR ’518 …is that Petitioner now provides
further reasoning in support of the same combination of
prior art. …Petitioner is requesting, essentially, a second
chance to challenge the claims.”

DENIAL UNDER §325(d)
BASED ON ANOTHER IPR PETITION
Samsung (con’t)

•
•
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PTAB (con’t): “We, however, are not persuaded that a
second chance would help ‘secure the just, speedy, and
inexpensive resolution of every proceeding.’ 37 C.F.R. §
42.1(b). Permitting second chances in cases like this one
ties up the Board’s limited resources; we must be mindful
not only of this proceeding, but of “every proceeding.” …In
this proceeding, however, we are not apprised of a reason
that merits a second chance. Petitioner simply presents
arguments now that it could have made in IPR ’518, had it
merely chosen to do so. … we exercise our discretion under
35 U.S.C. § 325(d) to deny the Petition, because it
presents merely ‘the same or substantially the same prior
art or arguments’ presented to us in IPR ’518.

Before PTAB, Claim Construction Can
Be Very Important and Can
Lead to Denial of Institution
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CLAIM CONSTRUCTION IS STEP IN DETERMINING
WHETHER TO INSTITUTE TRIAL OR DENY
INSTITUTION, SO ADDRESS IT IN THE POPR

Corning Inc. v. DSM IP Assets B.V., IPR2013-00043,
Paper No. 14 (May 13, 2013)
• PTAB: “As a step in our analysis for determining whether to
institute a trial, we determine the meaning of the claims.”
―Patent Owner did not specifically address Petitioner’s
proposed interpretations.
―“Corning’s proposed interpretations, summarized
above, do not appear unreasonable at this stage of the
proceeding. Because these definitions are not
specifically challenged by DSM, we adopt them for
purposes of this decision.”
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PETITION DENIED BASED UPON PTAB’S
ACCEPTANCE OF PATENT OWNER’S
PROPOSED CLAIM CONSTRUCTION
Lenroc Co. v. Enviro Tech. Chemical Services, Inc., IPR2014-00382
• POPR
― Proposed claim construction.
― Reference does not anticipate because does not disclose every limitation.
― Combination of references does not render invention obvious.

•

PTAB: Petition denied.
― “Based on our review of the Specification and related prior art, we agree
with Patent Owner[‘s proposed claim construction].”
― “We do not adopt Declarant’s proposed construction … because Declarant’s
testimony is at odds with the intrinsic evidence,”
― Based on claim construction, no anticipation or obviousness.
― “We agree with Patent Owner that Stephan’s disclosure is directed to formation
of a dry, free-flowing powder, not a wet solid, of monoalkali metal
cyanurate….A “wetcake,” as we interpret this claim term, does not encompass
a free-flowing powder, and does not necessarily encompass material in the form
of a hydrate.”
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CLAIM LIMITATION AS CONSTRUED
NOT PRESENT
BioDelivery Sciences Int'l, Inc. v. MonoSol Rx, LLC,
IPR2014-00794
•

PTAB: Petition denied.
― Agreed with Patent Owner’s claim constructions; based on
specification.

― “the claim language, read in view of the Specification, dictates that the
polymer matrix during film casting must be a shear-thinning pseudoplastic
fluid throughout the entire shear rate range of 10–105 sec-1”

― Petitioner did “not point to any disclosure [of]‘polymer matrix during
film casting is a shear-thinning pseudoplastic fluid when exposed to
shear rates of 10-105 sec-1”
― Petitioner relied on inherency arguments for both anticipation and
obviousness assertions, but failed “to establish a reasonable likelihood
that the polymer matrix formed according to prior art is a shearthinning pseudoplastic fluid when exposed to shear rates above 103
sec-1, specifically, in the range of 103–105 sec-1.”
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PETITION DENIED FOR
INSUFFICIENT EVIDENCE
Use the POPR to argue why the
Petitioner did not meet threshold of 35
U.S.C. §314(a): “reasonable likelihood
that the petitioner would prevail with
respect to at least 1 of the claims
challenged in the petition.”
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UNSUPPORTED ASSERTIONS
3D-Matrix, Ltd. v. Menicon Co. Ltd., IPR2014-00398
PTAB: Petition denied.

•

― Insufficient evidence to support assertions.
― Did not specify where each element of the claim is found in the
references.
― No expert declaration supporting assertions or explaining
technology.

55

ARGUMENTS MUST BE SUPPORTED IN
PETITION, NOT JUST DECLARATION
Conopco, Inc. v. Procter & Gamble Co., IPR2013-00510
•

PTAB: Petition denied.
― Insufficient evidence; conclusory statements.
― No proof that allegedly anticipating cationic guar derivative had the relevant
molecular weight or was suitable for use in shampoo compositions.
― Have to make argument in Petition
― “Petitioner generally asserts that Reid discloses every limitation of the challenged
claims, citing [expert declaration]. … That evidence includes Mr. Nandagiri’s
testimony, nowhere discussed in the Petition, that Reid inherently discloses the
specified charge density. …We decline to consider information presented in a
supporting declaration, but not discussed in a petition, because, among other reasons,
doing so would encourage the use of declarations to circumvent the page limits that
apply to petitions. Along those lines, our rules prohibit arguments made in a
supporting document from being incorporated by reference into a petition. See 37
C.F.R. § 42.6(a)(3).”
― Request for rehearing denied.
― “We did not overlook the evidence raised in the Petition. We considered it, but
deemed it insufficient to support a finding [of inherent anticipation]. ... The burden
never shifts from Petitioner…. Petitioner failed to identify evidence that ‘make[s]
clear that the missing descriptive matter is necessarily present in the thing described
in the reference.’”
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ARGUMENTS MUST BE SUPPORTED IN
PETITION, NOT JUST DECLARATION
BioDelivery Sciences Int'l, Inc. v. MonoSol Rx, LLC, IPR2014-00794
•

PTAB: Petition denied.
― Expert declaration stated that a POSITA “would have expected that this behavior
would to [sic] continue at shear rates above 103 sec-1” but Petitioner did not make
that argument in Petition.

― “pursuant to our Rules, we decline to consider this information.”
― “even if we did consider it, this statement would fail to support Petitioner’s inherent
anticipation argument for two reasons. First, because Dr. Cohen does not cite to
credible evidence or provide persuasive explanation to support this opinion, we would
accord it little weight. …Second, anticipation by inherency requires that “the missing
descriptive matter is necessarily present in the thing described in the reference.”…Dr.
Cohen’s unexplained, conclusory testimony that a skilled artisan “would have
expected” a certain result constitutes probabilities or possibilities, which is
insufficient to establish inherency.”

57

Objective Evidence of Nonobviousness

Use Evidence from Prosecution,
Now Consider Newly-Generated
Evidence Also
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ONE EXAMPLE WHERE OBJECTIVE EVIDENCE IN
“RECORD” SUCCESSFULLY USED BY PATENT
OWNER TO GET PETITION DENIED
Omron Oilfield & Marine, Inc. v. Md/Totco, A Division Of Varco, L.P.,
IPR2013-00265, Paper 11 (PTAB Oct. 31, 2013)
―

Patent Owner requested PTAB exercise its discretion to deny the petition because of
the same art/arguments before the Office during reexamination.
― Patent Owner was able to rely on evidence in the record in a
reexamination of the patent of commercial success.
― “the Examiner found a prima facie case of obviousness existed during the
second Reexamination. …The Examiner determined that secondary
considerations of obviousness overcame the prima facie case.”

―

PTAB: Petition denied.
―
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Found Petitioner established a prima facie case of obviousness, and then reviewed the
objective evidence of nonobviousness provided to the examiner during a reexamination, and
agreed that it was persuasive.

―

“we determine that Patent Owner has presented sufficient evidence to establish a
prima facie case of nexus.”

―

No rebuttal by Petitioner.

―

“We find that the ’142 Patent had significant commercial success, which, here,
overcomes the prima facie case of obviousness.”

REFERENCE NOT §102 PRIOR ART
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ASSERTED REFERENCES NOT SHOWN TO
ANTEDATE PATENT
ApaTech, Inc. v. Millenium Biologix, LLC, IPR2013-00591
and -00583
•

PTAB: Petitions denied.
― “Petitioners’ argument and evidence do not persuade us that it is likely to
prevail in showing that claims …are not entitled to the benefit of Pugh’s
filing date” – fatal to anticipation and obviousness arguments.
― “inconsistency of Petitioners’ argument here with their argument in
IPR2013-00590, and do not see the logic of how Pugh could be an
anticipatory reference disclosing each and every claim limitation in claims
1, 9, and 11, if Pugh fails to disclose the substitution limitation required by
independent claim 1.”
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REFERENCE NOT A “PATENT OR
PRINTED PUBLICATION”
Artsana USA, Inc. v. Kolcraft Enterprises, Inc.,
IPR2014-01053
•

Patent Owner argued that documents did not qualify as a
patent or printed publication.
― (1) Petitioner has not established that Tyco was published or
publicly accessible prior to …the priority date …; (2) the Tyco
reference includes “an amalgam of litigation documents …,
each of which in turn includes unauthenticated photos,
catalog pages and magazine articles”; and (3) these materials
appear to be asserting a public use or on-sale bar, which is not
a legitimate basis to request inter partes review.
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REFERENCE NOT A “PATENT OR
PRINTED PUBLICATION”
Artsana (con’t)
•

PTAB: Denied grounds based asserted reference.
― “Petitioner has not shown that this set of documents has been adequately
published to qualify as a printed publication[.]”
― “The Petition establishes neither of these touchstone requirements
[disseminated or otherwise made available to the extent that persons
interested and ordinarily skilled in the subject matter or art exercising
reasonable diligence, can locate it and recognize and comprehend
therefrom the essentials of the claimed invention without need of further
research or experimentation.”] with sufficient persuasive evidence. …The
publication of a decision in the Federal Supplement, without more, in this
instance does not equate to the sufficient publication of the underlying
declarations in the litigation, along with their exhibits.
― “We cannot reasonably conclude on this record that a person of ordinary
skill in the art routinely would haunt courthouses and look for depositions
and exhibits in related litigations.”
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REFERENCE DOES NOT ANTEDATE
PATENT CLAIMS
Baxter Healthcare Corp. v. Millenium Biologix, LLC,
IPR2013-00583
•

Patent Owner argued that the asserted reference, “Bigi 1997 was
published after the priority date of the claims at issue.”

•

Petitioner argued that the claims were not entitled to date benefit
of the priority application, and the reference was prior art.

•

PTAB: Petition denied.
― Because the claims were entitled to date benefit, the reference
could not be prior art under §102 or §103.”
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NOT “PUBLICLY ACCESSIBLE”
Actavis, Inc. v. Research Corporation
Technologies, Inc., IPR2014-01126
• Patent Owner challenged status of a reference as 35
U.S.C. §102(b) prior art.

• Asserted reference was a university thesis.
• Issue: sufficiently publicly accessible.
• PTAB: Denied ground based on asserted reference.
― Insufficient evidence that the thesis was a “printed
publication” under § 102(b).
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Partial Denial: Not a Complete “Win” But Still Better
Outcome for Patent Owner Than Institution on All
Challenged Claims on All Asserted Grounds
When PTAB makes an institution decision, it does not have to accept or
reject the entire petition. It can, and often does, either grant the
petition to less than all the challenged claims and/or grant the petition
on fewer than all asserted grounds. The trial then proceeds as decided.
•

Petitions granted but on less than all the challenged claims

•

Petitions granted but on less than all the asserted grounds.

From Patent Owner’s perspective, while complete denial is the best
outcome, either of these two situations are still preferred over
institution on all challenged claims on all asserted grounds.
•

Petitions granted but on less than all the challenged claims -> excluded claims
“survived”

•

Petitions granted but on less than all the asserted grounds -> fewer grounds to
argue.
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In your effort to achieve denial of institution, use
the POPR to tell PTAB clearly why you should win!
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Thank You!
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