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Tips for Optimal Quality FOR LIVE EVENT ONLY

Sound Quality

If you are listening via your computer speakers, please note that the quality
of your sound will vary depending on the speed and quality of your internet
connection.

If the sound quality is not satisfactory, you may listen via the phone: dial
1-866-819-0113 and enter your PIN when prompted. Otherwise, please

send us a chat or e-mail sound@straffordpub.com immediately so we can address
the problem.

If you dialed in and have any difficulties during the call, press *0 for assistance.

Viewing Quality
To maximize your screen, press the F11 key on your keyboard. To exit full screen,
press the F11 key again.
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In order for us to process your continuing education credit, you must confirm your
participation in this webinar by completing and submitting the Attendance
Affirmation/Evaluation after the webinar.

A link to the Attendance Affirmation/Evaluation will be in the thank you email
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For additional information about continuing education, call us at 1-800-926-7926
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Agenda

* Review of the basics (Graham, KSR)
* Claim interpretation
e Could the references have been combined?

Do references teach all elements of the claim?
* Fighting Official Notice

e Secondary considerations and evidence of non-
obviousness

* When to amend
* Interviews
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35 USC§ 103

e 35 U.S. Code § 103 - Conditions for patentability;
non-obvious subject matter.

* A patent for a claimed invention may not be obtained,
notwithstanding that the claimed invention is not
identically disclosed as set forth in section 102, if the
differences between the claimed invention and the prior
art are such that the claimed invention as a whole would
have been obvious before the effective filing date of the
claimed invention to a person having ordinary skill in the
art to which the claimed invention pertains.
Patentability shall not be negated by the manner in
which the invention was made. (emphasis added).
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Prima Facie Case of Obviousness

c9EIl YAY SN&Badzio daNiRSLE & vy SSRa
articulatiop of the reason(s) why.the claimed.invention
p2dzZ R KIS 0SSY 200A 2 dza d¢
« MPEP § 2142 (citing KSR)
 See MPEP § 2143 for copious examples of reasons to combine
references.

* PF case shifts burden to applicant to rebut with
secondary considerations.

. dzi 6 KSUKSNJ GKS 9EF YAYSNR
irrelevant.
* PTAB can enter new grounds of rejection (37 CFR § 41.50),
and can certainly interpolate PF case.

* So applicant always should take independent look at
the references on their merits.
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Graham v. John Deere

* A case-by-case analysis of:
* (a) the scope and content of the prior art,

* (b) the differences between the prior art and the claims
at issue, as well as

* (c) the level of ordinary skill in the applicable art, are
required to determine the non-obviousness of a claimed
invention as to a prior art.

* Obviousness rejections must be fully articulated
and well-supported, the obviousness analysis
GaK2dzZ R 0S WMleRabn, F&JECIKIE A OA |
2006)
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Graham v. John Deere

* Principles set forth below must be followed when
conducting an obviousness analysis:

* the claimed invention must be considered as a whole;

* the references must be considered as a whole and must
suggest the desirability and thus the obviousness of
making the combination;

* the references must be viewed without the benefit of
impermissible hindsight afforded by the claimed
invention; and

* reasonable expectation of success of combination is the
standard by which obviousness is determined (Hodosh v.
Block Drug Co., Inc., 786 F.2d 1136, 229 USPQ 182 (Fed.
Cir. 1986)).
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KSR v. Teleflex (S. Ct. 2007)

» Reaffirmed Graham v. John Deere Co.
 The TSM Test was not to be rigidly applied

* TSM is one of many valid rationales for determining
obviousness

* Prior art references designed to solve alternate
problems (other than that by the patent) are valid
references

* Patent claim can be proved obvious merely by showing
that the combination of elements was obvious to try
("obvious to try" is obvious)

*9ElF YAYSNB VYdzad F NI AOdz I GS
art as necessary to support the obviousness rejection
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KSR v. Teleflex (application)

*9OEIF YAYSNRA Ydzad | NIGAOdz I S
art as necessary to support the obviousness rejection

e Examiner must articulate a reason or rationale to
support the obviousness rejection

* rationale should be based on the state of the art and .
not impermissible hindsightz S ®3 ® | LJLIH A O

* Examiner must account for all limitations
2 KSNB Iy SEFYAYSNXRaE FTAYRA
official notice, common sense, design choice or

ordinary ingenuity, a mere statement that a particular
claim limitation is design choice is not adequate
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KSR v. Teleflex (recent decisions)

Arendi S.A.R.L. v. Apple Inc., Google Inc.,
Motorola Mobility LLC

* Technology: coordination between a first computer program
displaying a document and a second computer program for
searching an external information source

* Basis of rejection: a patent disclosing recognizing different classes
of information and providing recommendations based on that
information

et ¢! . wl ﬂAZ{I- tS T2NJ Of I AY NB2SC
to a person of ordinary, skill in the art to search for the telephone. |,
YVdzZYO SN RSUSOUSR AYy | R20dzYSyl
option is selected

* CAFC:

et ¢! . Qa a02YY2Yy &aSyaSé LINBadzyLIiA 2y
* The missing limitation is not a periﬁheral limitation, and there was
nothing on the record to support the conclusion that supplying the

missing limitation would be obvious to a person of ordinary skill in the
art
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KSR v. Teleflex (recent decisions)
Apple Inc. v. Samsung Electronics Co., Ltd.

Technology: 8,046,721 patent directed to slide to unlock feature

and 8,074,172 patent directed to autocorrect
software

Basis of Rejection - predictable use (éf prior art elements according
to their established functions (based on two prior art references)

I LJILJ SQa | NBdzYSyuyY om0 wWSTFSNBYC
motivation to combine for one of skilled in the art (reference not

a relevant prior art) ‘3) Secondary considerations (commercial

success, praise, and long felt need)

Court:
cOMU YSNBE RA&Of2adz2NB 2F Y2NB GKIyY
teachjng ayvag from pne qf the ajternatives where the teference does j
Y2U OGONAUAOAI SZ RAAQONBRAUZEZ 2N 20|

presented by the disclosure. SightSound Techs., LLC v. Apple Inc., 809
F.3d 1307, 1320 (Fed. Cir. 2015
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KSR v. Teleflex (recent decisions)

Apple Inc. v. Samsung Electronics Co., Ltd.
(continued)

(2) a reference does not teach away when, for example, it descrlbed a

LJI NJJ)\OdszNJ OEYLJQa)\uAQ)/ al azYSoh
0 KS &l YhSe Guizdy 7F3d 551, 553 (Fed. Cir. 1994)

oou ! NE+SNBYOS fjdzZ' t AFASa Fa I ylf
field of endeavor,regard-f Saa 2+ U0UKS LINPOI SY | R
NJS'-FSMBYOS Ad y2U0 6A0GKAY OUKS FASE
reference still is reasonably pertinent to the particular problem with
GKAOK (UKS AY OBybra2Mddtek Lack Oo.y6@hF.3d #SIR O €

1237 (Fed. Cir. 2010)

(4) if a prior art reference discloses essentially the same structure and
function as the invention, it is likely in the same field of endeavor. In re
Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)

(5) A strong case of prima facie obviousness . .. cannot be overcome by
a far weaker showing of objective indicia of nonobviousness. Leapfrog
Enters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 2007)
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KSR v. Teleflex (recent decisions)
ACCO Brands Corp. v. Fellowes, Inc.

* Technology: paper shredder that prevents paper jams
using a combination of sensors

 Basis of rejection: References showing the sensors and
controllers to turn the shredder on and off

CStft26SaQ | NBdzYSyay asyaz
the controllers would not allow the shredder to turn on

if the sensors sensed a jam, rather than only turning off
the shredder when the sensors sensed a jam

e CAFC: it would have been obvious to a person of
ordinary skill in the art to combine the sensors and the_

O2YUNREfSNI AY GKS YI YYSNJ
shredder from turning on)
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103 analysis flowchart

1. Confirm references qualify as prior art.
2. Graham v. John Deere?

3. Construe claims under BRI.

a. Trytorely on plain and ordinary meaning or
definitions in specification.

b. But force the examiner to follow the rules.

Review applied references.

All elements rule met?

Could / would references have been combined?
Secondary considerations?

N o Uk
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Broadest Reasonable Interpretation
MPEP § 2111

HOW TO DETERMINE THE MEANING OF A CLAIM TERM

THAT DOES NOT INVOKE 35 USC 112(f)

Orientation step, not an
interpretation step; see

IDENTIFY CLAIM TERM AND DETERMINE WHETHER AND
WHERE THERE IS SUPPORT IN SPECIFICATION {MAY BE THE
SAME TERM OR A CLEARLY EQUIVALENT TERM)

MPEP § 2111.01(V)

VAN /\\
// \ p .

/\ . \
/ N\ /f/ISTHEREAN AN
/ N\ / EXPRESSINTENTIN "\
/" DOESTHETERM /" THESPECIFICATIONTO "\

DOES THE

YES

SPECIFICATION PROVIDE A
MEANING FOR THE TERM?

NO' " HAVE AN ORDINARY AND
CUSTOMARY MEANING TO
THOSE OF ORDINARY SKILL
IN THE ART?

PROVIDE A SPECIAL DEFINITION \ NO
{_ OFTHETERM? (CLEARLY REDEFINING
THE PLAIN MEANING OR CLEARLY
DISAVOWING THE FULL SCOPE

A 4

USE THE MEANING
PROVIDED IN THE
SPECIFICATION
Explanatory remarks can
be added to the Office
action to clarify the
meaning of the term

APPLY THE BROADEST
REASONABLE INTERPRETATION OF
THE TERM, AS BEST UNDERSTOOD,
AND REJECT AS INDEFINITE UNDER
35 USC 112(b) and OBJECT TO
SPECIFICATION FOR FAILURE TO
PROVIDE CLEAR SUPPORT UNDER
37 CFR 1.75(d)(1)

BEJINBIENEMAN.
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OF THE PLAIN
MEANING?)

USE THE SPECIAL DEFINITION
Because it is rare for the inventor
to express an intent to use a USE THE ORDINARY
definition that differs from the plain AND CUSTOMARY
meaning, itis recommended that MEANING
the Office action acknowledge and
identify the special definition
HOLZER PATEL DRENNAN
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BRI applies familiar claim
construction

‘A WCOBKS . 2 NR YI
claims during IPR so broadly that its
constructions are unreasonable
under general claim construction
LINRA YV OA LI S & oé

* Proxyconn, 798 F.3d at 1298.

* Rule for ex parte prosecution must
be the same.

BEJINBIENEMAN. )
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.wL OlFyy20 085S

*Plain and ordinary meaning in light
of:

* The patent Specification; and

* The prosecution history.

» See Proxyconn, 789 F.3d at 1298 (citing Tempo Lighting Inc. v. Tivoli
LLC, 742 F.3d 973, 977 (Fed. Cir. 2014); In re Suitco Surface, Inc., 603
F.3d 1255, 1260 (Fed. Cir. 2010); In re NTP, Inc., 654 F.3d 1279, 1288
(Fed. Cir. 2011); In re Skvorecz, 580 F.3d 1262, 1267 (Fed. Cir. 2009);
In re Cortright, 165 F.3d 1353, 1358 (Fed. Cir. 1999)).

BEJINBIENEMANM "\ HOLZER PATEL DRENNAN

INTELLECTUAL PROPERTY ATTORNEYS NTELLECTUAL PROPERTY LAW



Phillips still rules

Claim terms should receive their plain and ordinary meaning.
g}\f GASe 2T, UKS LJSQ)\T)}GI;[’])\zYY
aAydtS 0Saud IdzA RS U2 U0UKS YSIF y)

* Phillips v. AWH Corp., 415 F. 3d 1303, 1315 (Fed. Cir. 2005) (quoting
Vitronics Corp. v. Conceptronic, Inc., 90 F. 3d 1576, 1582(Fed. Cir. 1996).

ELJSO)\‘F)\OI-U)\ZY OFy aNBOISIt | alL
y the patentee that differs from the\[neanirE it would otherwise )
Ll2aasSaac 2N aYle NbBOSIE |y Ayl
Of F AY a0O02LJS de

File history is also intrinsic evidence.

cGWIBEUNAYAAO SOARSYOS YlIé& 06S c
to result in a reliable.interpretation, of patent_claim s_g:oge\uqless )
O2YyaARSNBR AY U0UKS OZ2yuSEUG 2 U
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Claim interpretation practice tips

1. Define claim terms in specification.
-- For terms not terms of art, consider defining in claims.

Rely on implicit disclosure in specification.

Plain and ordinary meaning is a fallback.

Extrinsic evidence is a last resort.

Avoid disavowels.

52y Q0 0S FFNIYAR (2 O2yai Nz
appeals and even more especially in appeals).

-- Look first to the claim for the meaning of claim terms.
-- Rely on the Specification.

o ok W
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Explicit definition in specification

Ex parte Loyd, Appeal 2011-001167 (May 2, 2012)

I GLI O1TlFr3ISR GlFrYLRY | yYR
comprised:

a wrapper having a line of weaknegsrmed

therein at least in part inward of said sealed edge
and in direct contact with the interior space of the
wrapper in the sealed configuration thereof,

the line of weakness having a longitudinal component extending longitudinally of the
wrapper and a transverse component extending transversely of the wrapper,

said line of weakness being adapted to facilitate
tearing of the wrapper along said line of weakness
to facilitate opening a portion thereof to provide an opening in

said wrapper through which the tampon and applicator assembly is removed from the
wrapper, said wrapper being further configured to inhibit separation of said opened portion

frﬁETﬁ\"BPENEMANp_c )\ HOLZER PATEL DRENNAN
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Explicit definition in specification

Ex parte Loyd, Appeal 2011-001167 (May 2, 2012)

«Examinerd [ AYS 2F 4SIFlySaaé¢ Aa
groove path.

« BPAI REVERSED Section 103 rejection.

e Specification defined af AyS 2F ¢Sl 1ySaa
intended) structural feature which weakens the wrapper 20 along
a predetermined path so that the wrapper 20 is more readily

ruptured, or torn, upon application of a tearing force along the
f )\ys 2¥ oSl l1ySaaoe

*5A3a0f 2aSR SY0O2RAYSyida AyOf dzR S
g score line, a breakawgy line or areas, a chain stitch, a thinning of
uKSVﬂNJ LILISNJ YI GSNRAF f o€

e b 2 R)\éIQQzIfY b2uK7\)/EI A 0 KS
weakness may encompassamppgr Azu%per opens andcoses but
Aa yz2ua | LIZA Ao S| YSa
break, rupture or tear, but rather to open and then close again
AVUl OU D¢
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Meaning implicit/clear from context
Ex parte Ryan, Appeal 2012-009597 (Feb. 23, 2015)

A semiconductor integrated circuit for operating cryptographic
processes on content data, comprising:

one or more inputs arranged to receive content data and metadata,
wherein the metadata comprises instructions allowing the content
data to be encrypted or decrypted, the metadata including
packages each comprising a plurality of bit fields; and

a metadata store arranged to receive the plurality of metadata
bitfields for use by the cryptographic processes;

wherein the metadata store comprises an address portion and a
data portion, wherein the data portion is arranged to store
exclusively the metadata bitfields and the address portion is
arranged to store exclusively addresses indicating locations of the
metadata bitfields within the data portion.
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Meaning implicit/clear from context
Ex parte Ryan, Appeal 2012-009597 (Feb. 23, 2015)

« Examine¥ AaYSUFRFUOI egny&¥.02Y LI a4aSa

« PTABREVERSED Section 103 rejection.

* The Merriam-Webster online dictionary (www.m-w.com) defines
metadata as data that provides information about other data.

* The term "data" within "metadata" is clearly modified by the use of

bYSGl ®d
-{LJéé)\‘F)\C)I-G)\EY gl a éZYé)\él’jé)/l"JY R/
different.

« S&4FY GKAA O2dzZ R 06S Iy A&SEGNR
* (In practice, contextual or implied definitions are buttressed by dictionary
definitions to show plain and ordinary meaning.)

BEJINBIENEMANM "\ HOLZER PATEL DRENNAN
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Plain and ordinary meaning /

dictionary definition

EX Parte Poff, APPEAL 2012-001561 (Feb. 27, 2015)

e Claim 'EerrfY softiware stub_that controls interfacing of the ) R
KIF NRgl NB | OOSt SN U2NJ gAUK (UKS

 Appellant software stub is more than software and is not
synonymous with software affected by hardware.

-ExamlngrO(LIJazTu g) NB a(dzoQ YAIKI 0S
a gLNBE O2RS 0SOldzaS WwaiudzmQ A
LJNLEBSOU)\)/EI LI N Q 2NJ W aK2z2NL NP
- awW968WSY I LASOS 2F KINRgI N 0

may ke considered a stub, since it would be a small piece of the

%SNJff KENRgINBE aeaiusSYoe
°0(®26KSN5 UKS KI NRgL N )\%USNJ}'I<
a02dzf R 0S O2yaARSNBRX ONRI Rf &
a u dzo ®¢

- PTAB Conclusioh w9 +9w{ 95 {SOUA2Y .,mMno
of artin to R_Zﬂl}/ LINEZ 3 NJ YY?\y'EIZAgZU KI |
2T aZ2ZTugl Nb O2RS®E { LISOATAOI U
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52y QU UNEB 02 AYLR

Ex Parte Pezeshk, APPEAL 2013-010415 (Nov. 20,
2015)

e ClaimTernY GSELISOGSRE AY AGRSOZ2RAY 3
retrieve source data, wherein decoding the optical data signal
comprises estlmatmg source data based on a probability density
function parameterized by exlaected optical noise and expected
electronic noises in an optical system €

~ o Ve ~ hod

« Appellanty a w¢ 8 KS NBOAGSR SELISOGSR
electronic nojse parameters are calculated expected v a,lues_or

SELISOULUAZY a PE | LJSOX"EAO UA Y
0SOlFldzaS auKS SELISOUSR 2LIJUAQOL

computed ahead of time and stored ina look-dzLJ (| 6 £ S ®¢
« Examine¥ / fFAY RAR y20 NBIjdzA NB aC

« PTAB ConclusiomFFIRMED Section 102 rejection: claim
language did_not re%uwe calculation; Specification did not defipe,
§ %,,JSOUS LJOA Ot w2NJ St SOUNRY
NS I RAY 3 de
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Plain and ordinary meaning dangers

Ex Parte Lambert, Appeal 2013-010103 (Nov. 25, 2015)

« Claim Ter Gdzy AljdzS ARSYUATFASNE .
XRSVU)\'-F)\SYNJ szy)\lj szfye A VUAT

RS
e Appellant LINJA 2 NJ I NIl Q& _ay|l.YS, I-l\?fR,
Fyrt232dza 02 | NBIldzSau2NEE
number ofaljgarty might identif aII request sent by_ he party
DA | quSLK2 S .,YydzYo SNXe
A)/R)\QARdZI NBEIlj dzZSa u ®¢
« Examinely o'(UFgSV;/IVYSAIV)/R I RRNX a
dzZYOSNJ Aa RSaANBLRe | YyR_ aQ2
dzZQ a ONAOSNE NBIR 2y UKS O0O2Z
RSYUATASNE
* PTABAFFIRMED Section 103 rejectionsithere was nothing
CITZ_dzy’uSNJ Uz UKS SEI YAY SNXa
claims.
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All elements rule

°dh(‘)®)\2dzéy§éé NBIlj dzA NBa | & dz3
Ot | &FMTPiac. v. Yieldup Intern. Corp., 349 F.3d 1333,
1342 (Fed. Cir. 2003) (citing In re Royka, 490 F.2d 981, 985
(CCPA 1974))

eat Ot NBIljdzA NBa (U0KS aO02yaAiRSN.
an obviousness determination (MPEP 2143.03)

* If just one claim limitation is not accounted for, then the

examiner has failed to present a prima facie case of
obviousness

* Major reason for denial of institution of IPR claim (lack of
showing of all elements or limitations of a challenged claim.

e See: Trading Technologies International v. Espeed
International, 595 F.3d 1340
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Combining references (frustrated
Purpose)

e Frustrated purpose:

e MPEPSHMN OPAMO+0 a0F0Sa awABF L
render the prior art invention being modified unsatisfactory
for its intended purpose, then there is no suggestion or
motivation to make the proposed modification. In re Gordon,
ToOoo COHR pnnz HHM | {tVv MMHPp
added)

LT 0UKS LINRLIZASR YZ2RATAOIGAZ2
would change the principle of operation of the prior art
invention being modified, then the teachings of the
references are not sufficient to render the claims prima facie
obvious./nreRattizx HTN COPHR ymMnZ MHO |
(emphasis added)

e See MediaTek v. Freescale Semiconductor
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Combining references
(Impermissible Hindsight)

eMPEP§HMNH Aa0F0Sa OGKFO aAY
must be avoided and the legal conclusion must be
reached on the basis of the facts gleaned from the
priorartt O SYLIKI aAa I RRSRVU

* Attack the rejection as being one in hindsight as all the
examiner has done is reconstruction of the claimed
invention

* Argue that the Office Action relies on information ‘
dft SIFYySR aztSte FTNRY | LI AC
* See:
* In re Khan, 441 F.3d 977
* In re Beasley, 117 Fed.Appx. 739
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Combining references (Teaching
Away)

e€!l LINA2NJ NI NBEFSNBYOS Ydz
i.e., as a whole, including portjons that would lead ,
gl e FTNRBY UKS Of I §2¥ASB(VIA YV O

* Argue that the the cited art teaches away from a claimed
feature and therefore the cited art is not available for the
purposes of an obviousness rejection

* Important: (a) mere presence of alternatives is insufficient for
the purposes of a teaching away argument, (b) a mere
statement that a particular combination is not a preferred
embodiment does not teach away absent clear
discouragement of that combination (see In re Fulton, 391
F.3d at 1199-1200)

* See:

* SightSound Technologies v. Apple, 809 F.3d 1307
* Inre Chuang, 603 Fed.Appx. 941

BEJINBIENEMANM "\ HOLZER PATEL DRENNAN
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Combining references (Non-
Analogous art)

¢!l LINA2NJ I NI NBFSNBYyOS Ydz
i.e., as a whole, including portions that would lead
I Gl TNREY GKS Of | §2YASB(VIR V O

. Argue that the the cited art teaches away from a claimed
feature and therefore the cited art is not available for the
purposes of an obviousness rejection

* Important: (a) mere presence of alternatives is insufficient for
the purposes of a teaching away argument, (b) a mere
statement that a particular combination is not a preferred
embodiment does not teach away absent clear
discouragement of that combination (see In re Fulton, 391
F.3d at 1199-1200)

e See In re Mouttet, 686 F.3d 132

BEJINBIENEMAN "\ HOLZER PATEL DRENNAN

TTTTTTTTTTTTTTTTTTTTTTTTTTTTT NTELLECTUAL PROPERTY LAW



Combining references (What Does
Not Work)

¢!l LINA2NJ I NI NBFSNBYyOS Ydz
i.e., as a whole, including portions that would lead
I Gl TNREY GKS Of | §2YASB(VIR V O

. Argue that the the cited art teaches away from a claimed
feature and therefore the cited art is not available for the
purposes of an obviousness rejection

* Important: (a) mere presence of alternatives is insufficient for
the purposes of a teaching away argument, (b) a mere
statement that a particular combination is not a preferred
embodiment does not teach away absent clear
discouragement of that combination (see In re Fulton, 391
F.3d at 1199-1200)

e See: Apple Inc. v. Samsung Electronics Co., Ltd
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Secondary Considerations
(Procedural Aspect)

 When to use? Better when you have evidence for more
than one of:

commercial success,

long-felt but unmet need,

Unexpected results, and

copying by competitors

Praise by others (evidence of public nature)

Licensing

Less useful with PTAB hearings (limited time and resource)

* Mitigating factors:
 Industry standard (mitigates commercial success argument)
* Indirect nexus between claimed feature and product

* No evidence of identified problem (mitigates long-felt need
argument)
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Secondary Considerations
(unexpected results)

Unexpected results are a secondary consideration that may
tip the scales towards a conclusion of non-obviousness
(Graham v. John Deere Co.)

* Greater than expected results;

» Superiority of a shared property;

* Presence of an unexpected property; and

* Absence of an expected property

Important that evidence of unexpected results is present in
sources such as the specification, a declaration, or both

Establish a connection between the evidence of unexpected
results and the claimed invention (see MPEP § 2145)

Evidence should be commiserate in scope with the claimed
invention (see MPEP § 2145)

More applicable in electronics related patent applications
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Secondary Considerations
(commercial success)

 Commercial success (In re Huang)

* If claims cover only part of the commercial successful ]
LINZ RdzOU Yy 2 LINBadzYLIWGA2Z2Y GKI
sufficient to show non-obviousness of the claimed
feature

* show that the commercial success was caused by the
introduction of the claimed feature

e Can be shown by 1.132 declaration
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Secondary Considerations

Long-felt but unresolved needs and the
failure of others

* Long-felt but unresolved needs and the failure of
others (In re Huang)

* Show that a need for the claimed invention has long
existed and/or that others have failed where the claimed
invention succeeded

* Mere absence of the features prior to the claimed
invention is insufficient (MPEP § 2144.05(l11))

* Connection between claimed invention and long-felt
need: Claimed invention itself must demonstrably solve

the long-felt need and/or succeed where others have
failed before

* Can be shown by 1.132 declaration
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Avoid RCEs (remember the count
system)

*9EIF YAYSNE 3S0 aO02dzyiaé
* First Office Action on the Merits A 1.25

* |.e., with rejections, not a restriction

* Final Office Action A .25
* Disposal A .5

 Abandonment (including RCE), Allowance, or appeal forwarded
to PTAB.

* RCE special docket?
 Credit for interview time.
* Credit for after final programs.

*These numbers may not be 100% current.
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Avoid RCEs

* Even one RCE is bad (but sometimes unavoidable);
a second RCE is almost never justified.

* You will minimize appeals and RCEs if you start
positioning your case for appeal in your first
substantive response.

* Tools for positioning for appeal are
 Clearly drafted spec and claims.
* Relying on explicit claim interpretations.
 Clarifying amendments.
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Avoid definition-begging (draft spec
and claims for compact prosecution)

! 0AUNI OO0 ARSI & éeligibiiprobjedd 4 2 dz
éO]}tware cases often rely on terminology that begs
efinition.

. Eroagest reasonable interpretations of abstract terms can be very
road.

9SSy AF GKS SEIFIYAYySNXRa . wL Aa d
* Your goal is not just to get your client good protection, but to do so
quick%y and cost-effectively.
e Application drafting guidelines.
e Use terms of art and say they are terms of art.
* Define terms of art and terms not terms of art.

52y Q0 dzaS GSNXa y20G 27F | NI

. ?\1/(2);(1 functional claiming (not just a problem under Section
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Drafting example € avoid

abstractions

-;ééﬁéY RAaOft 2a8SR Ay &LISO Ay
VUSNFI OS¢

*+5STAYS GO2YYdzyAOIFI GA2Yya AY(S

hardware and/or software embodiments, and specific
possible inputs and outputs.

e Think hard ¢ did you describe concrete structure or just
functionality?

Ly OfFAYAX ftAYAG aO2YYdzyA O

possibility. o o o
* Eg:al O2YYdzyAOIFIUAZ2Yya AYUSNKFI OS
and a processer. pro%rammed,to send and receive data via the
UNJ yaOSA @S NI
* Ounce of prevention = a pound of cure.

* Before filing you have foreclosed an unreasonable claim
interpretation and shut the door to a lot of irrelevant references.
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Amendments and Arguments

* Count system incents applicants to avoid amendments.

* But beltter to have a Final OA with clear claim language for
appeal. ) 5 . ) o i
{2 | YSYR AT SEIYAYSNRXRa AofitiyfGuNLINE
can make a non-limiting definitional amendment.

. G(tet commitment in interview that amendment overcomes cited
art.

e Offer claim interpretations in light of specification.

. Somedexaminers will be satisfied / persuaded with these in the
record.

* |If not, presents arguments for pre-appeal / appeal.

. TryI to amend claims to make implicit definitions explicit, not
to limit.
Gl O2YYdzy A Olthathn2ludes a trércRivdzarts
rocessor programmed tQ send and receive getss%;)ges according to
A U 3
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Interviews

* Interview the examiner before every first non-final OA
response.
* Exceptions permitted only if past history with examiner or
lack of client authorization.

* Even more important in software cases than other
cases A explore claim language to break logjam:s.
* Also key for Section 101 rejections (beyond scope of this
presentation).

e Caution: current USPTO patent quality initiatives
emphasize a more complete interview record.
* Expect your agenda to be made part of the record.
e Discuss the interview summary before ending the interview.
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After-final practice

e Goal is still to avoid an RCE.

 After final (Rule 116) response well before 2
months if there is any chance of reaching
agreement with the examiner.

* Try to get interview (see next slide).

* Appeal (or pre-appeal procedures discussed on
next slide) may be necessary to get attention for
errors in rejections.

* Almost always preferable to a second RCE.
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After final practice

» After Final Consideration Pilot 2.0 extended to Sept. 30,
2017.
e Requires non-broadening amendment.

* Examiner gets 3 hours for additional search; Applicant gets an
interview.

* http://www.uspto.gov/patent/initiatives/after-final-consideration-pilot-20
* Pre-appeal Cpnfergnge Pilot Program X i

c 9FFSOUADS 06 KSNIverySleal. YA Y SNXa S NNER
* Post-Prosecution Pilot (P3) program intended to combine

the above.

* Runs for earlier of six months from July 2016, or when a tech center
has processed 200 requests.

e Appeal panel as in pre-appeals, but you get to interact with them.
* Be careful what you submit; it will be made of record.

* http://www.uspto.gov/patent/initiatives/post-prosecution-pilot
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After final practice ¢ Appeal Brief

* Generally 103s are difficult at Appeal Stage (§103 rejections are
associated with one of the hiﬁhest affirmance or rejection
e

maintenance rates - 61% of the rejections in appeals were fully
affirmed).

. Mlor)e likely to succeed based on lack of elements (all elements
rule

* Low chance of success on arguments based on combination
(teaching away, improper hindsight, frustrated purpose, etc.)
e/ FyQl LINBASYl ySé | FFARIFGAG (2

* May be good idea to argue at least one or more narrow
dependent claims if their rejections do not meet the all elements
rule (would force the Examiner to reopen prosecution if such
claim is allowed)

* Claim interpretation is important
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Appeal Brief ¢ Practice Tips

* Present your strongest arguments ¢ Board has limited time
so do not dilute your arguments with weaker arguments.

* Do not repeat same arguments, if made for different claims

* Set out the standard for the legal theory you want to apply
(all elements, rule, teaching away, etc.) and then provide
arguments or evidence to demonstrate the legal theory
applies to the case before the Board

* Clearly address the examiner's rejection as articulated in the
rejection on appeal and point the Board to the alleged error
in that rejection.

* Break down Final Office Action arguments by section
Il RRNB&aa hFFAOSa awSalLkyasS (02
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Appeal Brief ¢ Practice Tips
(continue)

* Recognize when the burden of proof shifts to appellant
and

e provide arguments to show why the burden should not be
shifted or

* Provide evidence to rebut the examiner's findings and meet
the burden of proof.

* Define key claim termes.

* If claim construction is an issue A provide an interpretation
for the key claim terms with a basis for the interpretation
under the "broadest reasonable interpretation” standard.

e Support arguments with evidence - do not rely on new
evidence that was not before the examiner during
prosecution.
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Reply Brief € Practice Tips

1l fglé&ad NBaLRYyR (2 9EI YA
e Can point to Appeal Brief for the original

arguments, but address each of new arguments in
0 KS 9EIY)\y'SNJQa l V&6 S NJ

* Do not raise new arguments in a repIy brief that are
not responsive to arguments made in the
examiner's answer.

* Do not separately argue claims for the first time in
a reply brief
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Oral Hearings € Practice Tips

* Know the record
* No new arguments and/or evidence

e Use visuals

e Use tables to break down claim into elements and focus
onto the element at issue

* If claim interpretation at issue C use the figure or
support from specification in the visual

* Use/reserve rebuttal time (if you are appellant)
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Thank you

Charles Bieneman
Bejin Bieneman PLC

bieneman@b2iplaw.com

Visit the Software IP Report

swipreport.com
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Chirag Patel

Holzer Patel Drennan
cpatel@hpdlaw.com
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