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Agenda 

• Review of the basics (Graham, KSR) 

• Claim interpretation 

• Could the references have been combined? 

• Do references teach all elements of the claim? 
• Fighting Official Notice 

• Secondary considerations and evidence of non-
obviousness 

• When to amend 

• Interviews 
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35 USC § 103 

• 35 U.S. Code § 103 - Conditions for patentability; 
non-obvious subject matter. 

 
• A patent for a claimed invention may not be obtained, 

notwithstanding that the claimed invention is not 
identically disclosed as set forth in section 102, if the 
differences between the claimed invention and the prior 
art are such that the claimed invention as a whole would 
have been obvious before the effective filing date of the 
claimed invention to a person having ordinary skill in the 
art to which the claimed invention pertains. 
Patentability shall not be negated by the manner in 
which the invention was made. (emphasis added). 

6 



Prima Facie Case of Obviousness 

• 9ȄŀƳƛƴŜǊΩǎ ōǳǊŘŜƴ ς ōǳǘ ǎƛƳǇƭȅ ƴŜŜŘǎ ǘƻ ǇǊƻǾƛŘŜ άŎƭŜŀǊ 
articulation of the reason(s) why the claimed invention 
ǿƻǳƭŘ ƘŀǾŜ ōŜŜƴ ƻōǾƛƻǳǎΦέ 
• MPEP § 2142 (citing KSR) 
• See MPEP § 2143 for copious examples of reasons to combine 

references. 

• PF case shifts burden to applicant to rebut with 
secondary considerations. 

• .ǳǘ ǿƘŜǘƘŜǊ ǘƘŜ 9ȄŀƳƛƴŜǊΩǎ ōǳǊŘŜƴ ƛǎ ƳŜǘ ƛǎ ŀƭƳƻǎǘ 
irrelevant. 
• PTAB can enter new grounds of rejection (37 CFR § 41.50), 

and can certainly interpolate PF case. 

• So applicant always should take independent look at 
the references on their merits. 
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Graham v. John Deere 

• A case-by-case analysis of: 
• (a) the scope and content of the prior art,  

• (b) the differences between the prior art and the claims 
at issue, as well as  

• (c) the level of ordinary skill in the applicable art, are 
required to determine the non-obviousness of a claimed 
invention as to a prior art. 

• Obviousness rejections must be fully articulated 
and well-supported, the obviousness analysis 
άǎƘƻǳƭŘ ōŜ ƳŀŘŜ ŜȄǇƭƛŎƛǘέ όIn re Kahn, Fed. Cir. 
2006) 
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Graham v. John Deere 

• Principles set forth below must be followed when 
conducting an obviousness analysis: 
• the claimed invention must be considered as a whole; 
• the references must be considered as a whole and must 

suggest the desirability and thus the obviousness of 
making the combination; 

• the references must be viewed without the benefit of 
impermissible hindsight afforded by the claimed 
invention; and  

• reasonable expectation of success of combination is the 
standard by which obviousness is determined (Hodosh v. 
Block Drug Co., Inc., 786 F.2d 1136, 229 USPQ 182 (Fed. 
Cir. 1986)).  
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KSR v. Teleflex (S. Ct. 2007) 

• Reaffirmed Graham v. John Deere Co. 
• The TSM Test was not to be rigidly applied 
• TSM is one of many valid rationales for determining 

obviousness 
• Prior art references designed to solve alternate 

problems (other than that by the patent) are valid 
references  

• Patent claim can be proved obvious merely by showing 
that the combination of elements was obvious to try 
("obvious to try" is obvious) 

• 9ȄŀƳƛƴŜǊǎ Ƴǳǎǘ ŀǊǘƛŎǳƭŀǘŜ άǎŎƻǇŜ ŀƴŘ ŎƻƴǘŜƴǘέ ƻŦ ǇǊƛƻǊ 
art as necessary to support the obviousness rejection 
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KSR v. Teleflex (application) 

• 9ȄŀƳƛƴŜǊǎ Ƴǳǎǘ ŀǊǘƛŎǳƭŀǘŜ άǎŎƻǇŜ ŀƴŘ ŎƻƴǘŜƴǘέ ƻŦ ǇǊƛƻǊ 
art as necessary to support the obviousness rejection 

• Examiner must articulate a reason or rationale to 
support the obviousness rejection 

• rationale should be based on the state of the art and 
not impermissible hindsightΣ ŜΦƎΦ ŀǇǇƭƛŎŀƴǘΩǎ ŘƛǎŎƭƻǎǳǊŜ 

• Examiner must account for all limitations 

• ²ƘŜǊŜ ŀƴ ŜȄŀƳƛƴŜǊΩǎ ŦƛƴŘƛƴƎǎ ƻŦ ŦŀŎǘ ŀǊŜ ōŀǎŜŘ ƻƴΣ 
official notice, common sense, design choice or 
ordinary ingenuity, a mere statement that a particular 
claim limitation is design choice is not adequate 
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KSR v. Teleflex (recent decisions) 
Arendi S.A.R.L. v. Apple Inc., Google Inc., 
Motorola Mobility LLC 

 
• Technology: coordination between a first computer program 

displaying a document and a second computer program for 
searching an external information source 

• Basis of rejection: a patent disclosing recognizing different classes 
of information and providing recommendations based on that 
information 

• t¢!. wŀǘƛƻƴŀƭŜ ŦƻǊ ŎƭŀƛƳ ǊŜƧŜŎǘƛƻƴΥ ƛǘ ǿƻǳƭŘ ōŜ άŎƻƳƳƻƴ ǎŜƴǎŜέ 
to a person of ordinary skill in the art to search for the telephone 
ƴǳƳōŜǊ ŘŜǘŜŎǘŜŘ ƛƴ ŀ ŘƻŎǳƳŜƴǘ ǿƘŜƴ ŀƴ άŀŘŘ ǘƻ ŀŘŘǊŜǎǎ ōƻƻƪέ 
option is selected 

• CAFC:  
• t¢!.Ωǎ άŎƻƳƳƻƴ ǎŜƴǎŜέ ǇǊŜǎǳƳǇǘƛƻƴ ǿŀǎ ŎƻƴŎƭǳǎƻǊȅ 
• The missing limitation is not a peripheral limitation, and there was 

nothing on the record to support the conclusion that supplying the 
missing limitation would be obvious to a person of ordinary skill in the 
art  
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KSR v. Teleflex (recent decisions) 
Apple Inc. v. Samsung Electronics Co., Ltd.  

• Technology: 8,046,721 patent directed to slide to unlock feature 
and     8,074,172 patent directed to autocorrect 
software  

• Basis of Rejection - predictable use of prior art elements according 
to their established functions (based on two prior art references) 

• !ǇǇƭŜΩǎ ŀǊƎǳƳŜƴǘΥ όмύ wŜŦŜǊŜƴŎŜ ǘŜŀŎƘŜǎ ŀǿŀȅ ŀƴŘ όнύ bƻ 
motivation to combine for one of skilled in the art (reference not 
a relevant prior art) (3) Secondary considerations (commercial 
success, praise, and long felt need) 

• Court:  
• όмύ ƳŜǊŜ ŘƛǎŎƭƻǎǳǊŜ ƻŦ ƳƻǊŜ ǘƘŀƴ ƻƴŜ ŀƭǘŜǊƴŀǘƛǾŜέ ŘƻŜǎ ƴƻǘ ŀƳƻǳƴǘ ǘƻ 

teaching away from one of the alternatives where the reference does 
ƴƻǘ άŎǊƛǘƛŎƛȊŜΣ ŘƛǎŎǊŜŘƛǘΣ ƻǊ ƻǘƘŜǊǿƛǎŜ ŘƛǎŎƻǳǊŀƎŜ ǘƘŜέ ǎƻƭǳǘƛƻƴ 
presented by the disclosure. SightSound Techs., LLC v. Apple Inc., 809 
F.3d 1307, 1320 (Fed. Cir. 2015) 
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KSR v. Teleflex (recent decisions) 
Apple Inc. v. Samsung Electronics Co., Ltd. 
(continued) 
• (2) a reference does not teach away when, for example, it described a 
ǇŀǊǘƛŎǳƭŀǊ ŎƻƳǇƻǎƛǘƛƻƴ άŀǎ ǎƻƳŜǿƘŀǘ ƛƴŦŜǊƛƻǊ ǘƻ ǎƻƳŜ ƻǘƘŜǊ ǇǊƻŘǳŎǘ ŦƻǊ 
ǘƘŜ ǎŀƳŜ ǳǎŜΦέ In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994) 

• όоύ ! ǊŜŦŜǊŜƴŎŜ ǉǳŀƭƛŦƛŜǎ ŀǎ ŀƴŀƭƻƎƻǳǎ ǇǊƛƻǊ ŀǊǘ ƛŦ ƛǘ ƛǎ άŦǊƻƳ ǘƘŜ ǎŀƳŜ 
field of endeavor, regard- ƭŜǎǎ ƻŦ ǘƘŜ ǇǊƻōƭŜƳ ŀŘŘǊŜǎǎŜŘέ ƻǊ άƛŦ ǘƘŜ 
ǊŜŦŜǊŜƴŎŜ ƛǎ ƴƻǘ ǿƛǘƘƛƴ ǘƘŜ ŦƛŜƭŘ ƻŦ ǘƘŜ ƛƴǾŜƴǘƻǊΩǎ ŜƴŘŜŀǾƻǊΣ Φ Φ Φ ǘƘŜ 
reference still is reasonably pertinent to the particular problem with 
ǿƘƛŎƘ ǘƘŜ ƛƴǾŜƴǘƻǊ ƛǎ ƛƴǾƻƭǾŜŘΦέ Wyers v. Master Lock Co., 616 F.3d 1231, 
1237 (Fed. Cir. 2010)  

• (4) if a prior art reference discloses essentially the same structure and 
function as the invention, it is likely in the same field of endeavor. In re 
Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)  

• (5) A strong case of prima facie obviousness . . . cannot be overcome by 
a far weaker showing of objective indicia of nonobviousness. Leapfrog 
Enters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 2007) 
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KSR v. Teleflex (recent decisions) 
ACCO Brands Corp. v. Fellowes, Inc.  

 
• Technology: paper shredder that prevents paper jams 

using a combination of sensors  

• Basis of rejection: References showing the sensors and 
controllers to turn the shredder on and off 

• CŜƭƭƻǿŜǎΩ ŀǊƎǳƳŜƴǘΥ ǎŜƴǎƻǊ ǿŀǎ ƴƻƴƻōǾƛƻǳǎ ōŜŎŀǳǎŜ 
the controllers would not allow the shredder to turn on 
if the sensors sensed a jam, rather than only turning off 
the shredder when the sensors sensed a jam  

• CAFC: it would have been obvious to a person of 
ordinary skill in the art to combine the sensors and the 
ŎƻƴǘǊƻƭƭŜǊ ƛƴ ǘƘŜ ƳŀƴƴŜǊ ƻŦ CŜƭƭƻǿŜǎΩ ŎƭŀƛƳ όǘƻ ǇǊŜǾŜƴǘ 
shredder from turning on) 
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103 analysis flowchart 

1. Confirm references qualify as prior art. 

2. Graham v. John Deere? 

3. Construe  claims under BRI. 
a. Try to rely on plain and ordinary meaning or 

definitions in specification. 
b. But force the examiner to follow the rules. 

4. Review applied references. 

5. All elements rule met? 

6. Could / would references have been combined? 

7. Secondary considerations? 
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Broadest Reasonable Interpretation 
(MPEP § 2111) 

17 

Orientation step, not an 

interpretation step; see 

MPEP § 2111.01(V) 



•άώ¢ϐƘŜ .ƻŀǊŘ Ƴŀȅ ώƴƻǘϐ ŎƻƴǎǘǊǳŜ 
claims during IPR so broadly that its 
constructions are unreasonable 
under general claim construction 
ǇǊƛƴŎƛǇƭŜǎΦέ 
•Proxyconn, 798 F.3d at 1298. 
•Rule for ex parte prosecution must 

be the same. 

BRI applies familiar claim 
construction 
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•Plain and ordinary meaning in light 
of: 
• The patent Specification; and 
• The prosecution history. 
• See Proxyconn, 789 F.3d at 1298 (citing Tempo Lighting Inc. v. Tivoli 

LLC, 742 F.3d 973, 977 (Fed. Cir. 2014); In re Suitco Surface, Inc., 603 
F.3d 1255, 1260 (Fed. Cir. 2010); In re NTP, Inc., 654 F.3d 1279, 1288 
(Fed. Cir. 2011); In re Skvorecz, 580 F.3d 1262, 1267 (Fed. Cir. 2009); 
In re Cortright, 165 F.3d 1353, 1358 (Fed. Cir. 1999)).  

.wL Ŏŀƴƴƻǘ ōŜ άǳƴǊŜŀǎƻƴŀōƭŜέ 
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• Claim terms should receive their plain and ordinary meaning. 

• Lƴ ǾƛŜǿ ƻŦ ǘƘŜ {ǇŜŎƛŦƛŎŀǘƛƻƴΥ ά¦ǎǳŀƭƭȅΣ ƛǘ ƛǎ ŘƛǎǇƻǎƛǘƛǾŜΤ ƛǘ ƛǎ ǘƘŜ 
ǎƛƴƎƭŜ ōŜǎǘ ƎǳƛŘŜ ǘƻ ǘƘŜ ƳŜŀƴƛƴƎ ƻŦ ŀ ŘƛǎǇǳǘŜŘ ǘŜǊƳΦέ 

• Phillips v. AWH Corp., 415 F. 3d 1303, 1315 (Fed. Cir. 2005) (quoting 
Vitronics Corp. v. Conceptronic, Inc., 90 F. 3d 1576, 1582(Fed. Cir. 1996). 

• {ǇŜŎƛŦƛŎŀǘƛƻƴ Ŏŀƴ άǊŜǾŜŀƭ ŀ ǎǇŜŎƛŀƭ ŘŜŦƛƴƛǘƛƻƴ ƎƛǾŜƴ ǘƻ ŀ ŎƭŀƛƳ ǘŜǊƳ 
by the patentee that differs from the meaning it would otherwise 
ǇƻǎǎŜǎǎέ ƻǊ άƳŀȅ ǊŜǾŜŀƭ ŀƴ ƛƴǘŜƴǘƛƻƴŀƭ ŘƛǎŎƭŀƛƳŜǊΣ ƻǊ ŘƛǎŀǾƻǿŀƭΣ ƻŦ 
ŎƭŀƛƳ ǎŎƻǇŜΦέ 

• File history is also intrinsic evidence. 

• άώ9ϐȄǘǊƛƴǎƛŎ ŜǾƛŘŜƴŎŜ Ƴŀȅ ōŜ ǳǎŜŦǳƭ ǘƻ ǘƘŜ ŎƻǳǊǘΣ ōǳǘ ƛǘ ƛǎ ǳƴƭƛƪŜƭȅ 
to result in a reliable interpretation of patent claim scope unless 
ŎƻƴǎƛŘŜǊŜŘ ƛƴ ǘƘŜ ŎƻƴǘŜȄǘ ƻŦ ǘƘŜ ƛƴǘǊƛƴǎƛŎ ŜǾƛŘŜƴŎŜΦέ 

Phillips still rules 
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1. Define claim terms in specification. 
-- For terms not terms of art, consider defining in claims. 

2. Rely on implicit disclosure in specification. 

3. Plain and ordinary meaning is a fallback. 

4. Extrinsic evidence is a last resort. 

5. Avoid disavowels.  

6. 5ƻƴΩǘ ōŜ ŀŦǊŀƛŘ ǘƻ ŎƻƴǎǘǊǳŜ ǘƘŜ ŎƭŀƛƳǎ όŜǎǇŜŎƛŀƭƭȅ ƛƴ ǇǊŜ-
appeals and even more especially in appeals). 

-- Look first to the claim for the meaning of claim terms. 

-- Rely on the Specification. 

 

Claim interpretation practice tips 
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! άǇŀŎƪŀƎŜŘ ǘŀƳǇƻƴ ŀƴŘ ŀǇǇƭƛŎŀǘƻǊ ŀǎǎŜƳōƭȅέ 
comprised: 

a wrapper having a line of weakness formed 
therein at least in part inward of said sealed edge 
and in direct contact with the interior space of the 
wrapper in the sealed configuration thereof, 
the line of weakness having a longitudinal component extending longitudinally of the 
wrapper and a transverse component extending transversely of the wrapper, 

said line of weakness being adapted to facilitate 
tearing of the wrapper along said line of weakness 
to facilitate opening a portion thereof to provide an opening in 

said wrapper through which the tampon and applicator assembly is removed from the 
wrapper, said wrapper being further configured to inhibit separation of said opened portion 
from the wrapper. 

Explicit definition in specification 
Ex parte Loyd, Appeal 2011-001167 (May 2, 2012) 
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• Examiner: ά[ƛƴŜ ƻŦ ǿŜŀƪƴŜǎǎέ ƛǎ ŘƛǎŎƭƻǎŜŘ ōȅ ŀ ȊƛǇǇŜǊ ŀƴŘ 
groove path. 

• BPAI:  REVERSED Section 103 rejection. 
• Specification defined ŀ άƭƛƴŜ ƻŦ ǿŜŀƪƴŜǎǎέ ŀǎ άŀƴȅ ŘŜŦƛƴŜŘ όŜΦƎΦΣ 

intended) structural feature which weakens the wrapper 20 along 
a predetermined path so that the wrapper 20 is more readily 
ruptured, or torn, upon application of a tearing force along the 
ƭƛƴŜ ƻŦ ǿŜŀƪƴŜǎǎΦέ  

• 5ƛǎŎƭƻǎŜŘ ŜƳōƻŘƛƳŜƴǘǎ ƛƴŎƭǳŘŜŘ άŀ ǇƭǳǊŀƭƛǘȅ ƻŦ ǎŜǇŀǊŀǘƛƻƴ ǇƻƛƴǘǎΣ 
a score line, a breakaway line or areas, a chain stitch, a thinning of 
ǘƘŜ ǿǊŀǇǇŜǊ ƳŀǘŜǊƛŀƭΦέ 

• bƻ ŘƛǎŀǾƻǿŀƭΥ bƻǘƘƛƴƎ ƛƴ ǘƘŜ {ǇŜŎƛŦƛŎŀǘƛƻƴ άǎǳƎƎŜǎǘǎ ǘƘŀǘ ŀ ƭƛƴŜ ƻŦ 
weakness may encompass a zipper. A zipper opens and closes, but 
ƛǎ ƴƻǘ ŀ Ǉƻƛƴǘ ƻŦ άǿŜŀƪƴŜǎǎέ ǇŜǊ ǎŜΦ ! ȊƛǇǇŜǊ ƛǎ ƴƻǘ ŘŜǎƛƎƴŜŘ ǘƻ 
break, rupture or tear, but rather to open and then close again 
ƛƴǘŀŎǘΦέ 

Explicit definition in specification 
Ex parte Loyd, Appeal 2011-001167 (May 2, 2012) 
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A semiconductor integrated circuit for operating cryptographic 
processes on content data, comprising: 

one or more inputs arranged to receive content data and metadata, 
wherein the metadata comprises instructions allowing the content 
data to be encrypted or decrypted, the metadata including 
packages each comprising a plurality of bit fields; and  

a metadata store arranged to receive the plurality of metadata 
bitfields for use by the cryptographic processes;  

wherein the metadata store comprises an address portion and a 
data portion, wherein the data portion is arranged to store 
exclusively the metadata bitfields and the address portion is 
arranged to store exclusively addresses indicating locations of the 
metadata bitfields within the data portion.  

Meaning implicit/clear from context 
Ex parte Ryan, Appeal 2012-009597 (Feb. 23, 2015) 

24 



• ExaminerΥ άƳŜǘŀŘŀǘŀέ ŜƴŎƻƳǇŀǎǎŜǎ any data. 
 

• PTAB: REVERSED Section 103 rejection. 
• The Merriam-Webster online dictionary (www.m-w.com) defines 

metadata as data that provides information about other data. 

• The term "data" within "metadata" is clearly modified by the use of 
ϦƳŜǘŀΦά 

• {ǇŜŎƛŦƛŎŀǘƛƻƴ ǿŀǎ ŎƻƴǎƛǎǘŜƴǘΥ ŘƛǎŎǳǎǎŜŘ άŎƻƴǘŜƴǘ Řŀǘŀέ ŀƴŘ άƳŜǘŀŘŀǘŀέ ŀǎ 
different. 

• ¸ŜǎΣ ǘƘƛǎ ŎƻǳƭŘ ōŜ ŀƴ άŜȄǘǊƛƴǎƛŎ ŜǾƛŘŜƴŎŜέ ŎŀǎŜΦ 
• (In practice, contextual or implied definitions are buttressed by dictionary 

definitions to show plain and ordinary meaning.) 

Meaning implicit/clear from context 
Ex parte Ryan, Appeal 2012-009597 (Feb. 23, 2015) 
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• Claim TermΥ άsoftware stub that controls interfacing of the 
ƘŀǊŘǿŀǊŜ ŀŎŎŜƭŜǊŀǘƻǊ ǿƛǘƘ ǘƘŜ ǇǊƻŎŜǎǎƻǊΦέ  

• Appellant: software stub is more than software and is not 
synonymous with software affected by hardware. 

• Examiner: άΨǎƻŦǘǿŀǊŜ ǎǘǳōΩ ƳƛƎƘǘ ōŜ ƛƴǘŜǊǇǊŜǘŜŘ ŀǎ ŀ ǎƳŀƭƭ ǇƛŜŎŜ ƻŦ 
ǎƻŦǘǿŀǊŜ ŎƻŘŜ ōŜŎŀǳǎŜ ΨǎǘǳōΩ ƛǎ ŘŜŦƛƴŜŘ ōȅ 5ƛŎǘƛƻƴŀǊȅΦŎƻƳ ŀǎ Ψŀ ǎƘƻǊǘ 
ǇǊƻƧŜŎǘƛƴƎ ǇŀǊǘΩ ƻǊ Ψŀ ǎƘƻǊǘ ǊŜƳŀƛƴƛƴƎ ǇƛŜŎŜΦΩέ 
• άώ9ϐǾŜƴ ŀ ǇƛŜŎŜ ƻŦ ƘŀǊŘǿŀǊŜ όŜΦƎΦΣ ŀƴ ƛƴǘŜǊŦŀŎŜΣ ƻǊ ŀ ǇƻǊǘƛƻƴ ǘƘŜǊŜƻŦύ 

may be considered a stub, since it would be a small piece of the 
ƻǾŜǊŀƭƭ ƘŀǊŘǿŀǊŜ ǎȅǎǘŜƳΦέ 

• άώ²ϐƘŜǊŜ ǘƘŜ ƘŀǊŘǿŀǊŜ ƛƴǘŜǊŦŀŎŜ ƛǎ ŎƻƴǘǊƻƭƭŜŘ ōȅ ǎƻŦǘǿŀǊŜΣέ ƛǘ 
άŎƻǳƭŘ ōŜ ŎƻƴǎƛŘŜǊŜŘΣ ōǊƻŀŘƭȅ ŀƴŘ ǊŜŀǎƻƴŀōƭȅΣ ǘƻ ōŜ ŀ ǎƻŦǘǿŀǊŜ 
ǎǘǳōΦέ  

• PTAB ConclusionΥ w9±9w{95 {ŜŎǘƛƻƴ мло ǊŜƧŜŎǘƛƻƴǎΦ ά{ǘǳōέ ƛǎ ŀ ǘŜǊƳ 
of art in top-Řƻǿƴ ǇǊƻƎǊŀƳƳƛƴƎΣ ƴƻǘ ƘŀǊŘǿŀǊŜ ƻǊ άŀƴȅ ǎƳŀƭƭ ǎŜŎǘƛƻƴ 
ƻŦ ǎƻŦǘǿŀǊŜ ŎƻŘŜΦέ  {ǇŜŎƛŦƛŎŀǘƛƻƴ ǿŀǎ ŎƻƴǎƛǎǘŜƴǘΦ 

 
Plain and ordinary meaning / 
dictionary definition 
Ex Parte Poff, APPEAL 2012-001561 (Feb. 27, 2015)  
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5ƻƴΩǘ ǘǊȅ ǘƻ ƛƳǇƻǊǘ ŦǊƻƳ ǎǇŜŎƛŦƛŎŀǘƛƻƴ 
Ex Parte Pezeshk, APPEAL 2013-010415 (Nov. 20, 
2015) 

• Claim TermΥ άŜȄǇŜŎǘŜŘέ ƛƴ άŘŜŎƻŘƛƴƎ ǘƘŜ ƻǇǘƛŎŀƭ Řŀǘŀ ǎƛƎƴŀƭ ǘƻ 
retrieve source data, wherein decoding the optical data signal 
comprises estimating source data based on a probability density 
function parameterized by expected optical noise and expected 
electronic noises in an optical system.έ 

• AppellantΥ άώ¢ϐƘŜ ǊŜŎƛǘŜŘ ŜȄǇŜŎǘŜŘ ƻǇǘƛŎŀƭ ƴƻƛǎŜ ŀƴŘ ŜȄǇŜŎǘŜŘ 
electronic noise parameters are calculated expected values or 
ŜȄǇŜŎǘŀǘƛƻƴǎΦέ {ǇŜŎƛŦƛŎŀǘƛƻƴ ƛƳǇƭƛŎƛǘƭȅ ǎƻ ŘŜŦƛƴŜǎ άŜȄǇŜŎǘŜŘέ 
ōŜŎŀǳǎŜ άǘƘŜ ŜȄǇŜŎǘŜŘ ƻǇǘƛŎŀƭ ŀƴŘ ŜƭŜŎǘǊƻƴƛŎ ƴƻƛǎŜ ǾŀƭǳŜǎ Ŏŀƴ ōŜ 
computed ahead of time and stored in a look-ǳǇ ǘŀōƭŜΦέ 

• ExaminerΥ /ƭŀƛƳ ŘƛŘ ƴƻǘ ǊŜǉǳƛǊŜ άŎŀƭŎǳƭŀǘƛƻƴΦέ 

• PTAB Conclusion: AFFIRMED Section 102 rejection: claim 
language did not require calculation; Specification did not define 
άŜȄǇŜŎǘŜŘ ƻǇǘƛŎŀƭ ώƻǊ ŜƭŜŎǘǊƻƴƛŎϐ ƴƻƛǎŜέ ǘƻ ǇǊŜŎƭǳŘŜ άōǊƻŀŘŜǊ 
ǊŜŀŘƛƴƎΦέ 
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• Claim TermΥ άǳƴƛǉǳŜ ƛŘŜƴǘƛŦƛŜǊέ ƛƴ άƎŜƴŜǊŀǘŜ ŀ ǊŜǉǳŜǎǘ 
ƛŘŜƴǘƛŦƛŜǊ ǳƴƛǉǳŜƭȅ ƛŘŜƴǘƛŦȅƛƴƎ ǘƘŜ ƛƴŦƻǊƳŀǘƛƻƴ ǊŜǉǳŜǎǘΦέ  

• Appellant: ǇǊƛƻǊ ŀǊǘΩǎ άƴŀƳŜ ŀƴŘ ŀŘŘǊŜǎǎ ƻŦ ŀ ǇŀǊǘȅ ƳƛƎƘǘ ώōŜϐ 
ŀƴŀƭƻƎƻǳǎ ǘƻ ŀ ǊŜǉǳŜǎǘƻǊΣέ ŀƴŘ άǊŜŦŜǊŜƴŎŜ ǘƻ ŀ ǘƘŜ ǘŜƭŜǇƘƻƴŜ 
number of a party might identify all requests sent by the party 
Ǿƛŀ ǘƘŜ ǘŜƭŜǇƘƻƴŜ ƴǳƳōŜǊΣέ ōǳǘ άƴŜƛǘƘŜǊ ǳƴƛǉǳŜƭȅ ƛŘŜƴǘƛŦƛŜǎ ŀƴ 
ƛƴŘƛǾƛŘǳŀƭ ǊŜǉǳŜǎǘΦέ 

• ExaminerΥ άǘƘŜ ƴŀƳŜ ŀƴŘ ŀŘŘǊŜǎǎ ƻŦ ŀ ǇŀǊǘȅ ǿƘƻǎŜ ǘŜƭŜǇƘƻƴŜ 
ƴǳƳōŜǊ ƛǎ ŘŜǎƛǊŜŘέ ŀƴŘ άŎƻƴǘŀŎǘ ƛƴŦƻǊƳŀǘƛƻƴ ŀǎǎƻŎƛŀǘŜŘ ǿƛǘƘ ŀ 
{ǳōǎŎǊƛōŜǊέ ǊŜŀŘ ƻƴ ǘƘŜ ŎƻƴǘŜǎǘŜŘ ŎƭŀƛƳ ǘŜǊƳ άǳƴƛǉǳŜ 
ƛŘŜƴǘƛŦƛŜǊέ 

• PTAB: AFFIRMED Section 103 rejections: there was nothing 
ŎƻǳƴǘŜǊ ǘƻ ǘƘŜ ŜȄŀƳƛƴŜǊΩǎ ƛƴǘŜǊǇǊŜǘŀǘƛƻƴ ƛƴ ǘƘŜ ǎǇŜŎƛŦƛŎŀǘƛƻƴ ƻǊ 
claims. 
 

 
Plain and ordinary meaning dangers 
Ex Parte Lambert, Appeal 2013-010103 (Nov. 25, 2015) 
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All elements rule 

• άhōǾƛƻǳǎƴŜǎǎ ǊŜǉǳƛǊŜǎ ŀ ǎǳƎƎŜǎǘƛƻƴ ƻŦ ŀƭƭ ƭƛƳƛǘŀǘƛƻƴǎ ƛƴ ŀ 
ŎƭŀƛƳΦέ CFMT, Inc. v. Yieldup Intern. Corp., 349 F.3d 1333, 
1342 (Fed. Cir. 2003) (citing In re Royka, 490 F.2d 981, 985 
(CCPA 1974)) 

• at9t ǊŜǉǳƛǊŜǎ ǘƘŜ άŎƻƴǎƛŘŜǊŀǘƛƻƴέ ƻŦ ŜǾŜǊȅ ŎƭŀƛƳ ŦŜŀǘǳǊŜ ƛƴ 
an obviousness determination (MPEP 2143.03) 

• If just one claim limitation is not accounted for, then the 
examiner has failed to present a prima facie case of 
obviousness  

• Major reason for denial of institution of IPR claim (lack of 
showing of all elements or limitations of a challenged claim. 

• See: Trading Technologies International v. Espeed 
International, 595 F.3d 1340 
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Combining references (frustrated 
Purpose) 
• Frustrated purpose: 

• MPEP § нмпоΦлмό±ύ ǎǘŀǘŜǎ άώƛϐŦ ǇǊƻǇƻǎŜŘ ƳƻŘƛŦƛŎŀǘƛƻƴ ǿƻǳƭŘ 
render the prior art invention being modified unsatisfactory 
for its intended purpose, then there is no suggestion or 
motivation to make the proposed modification. In re Gordon, 
тоо CΦнŘ фллΣ ннм ¦{tv ммнр όCŜŘΦ /ƛǊΦ мфупύέ όŜƳǇƘŀǎƛǎ 
added) 

• άLŦ ǘƘŜ ǇǊƻǇƻǎŜŘ ƳƻŘƛŦƛŎŀǘƛƻƴ ƻǊ ŎƻƳōƛƴŀǘƛƻƴ ƻŦ ǘƘŜ ǇǊƛƻǊ ŀǊǘ 
would change the principle of operation of the prior art 
invention being modified, then the teachings of the 
references are not sufficient to render the claims prima facie 
obvious. In re RattiΣ нтл CΦнŘ умлΣ мно ¦{tv опф ό//t! мфрфύέ 
(emphasis added) 

• See MediaTek v. Freescale Semiconductor 
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Combining references 
(Impermissible Hindsight) 

• MPEP § нмпн ǎǘŀǘŜǎ ǘƘŀǘ άƛƳǇŜǊƳƛǎǎƛōƭŜ ƘƛƴŘǎƛƎƘǘ 
must be avoided and the legal conclusion must be 
reached on the basis of the facts gleaned from the 
prior artέ όŜƳǇƘŀǎƛǎ ŀŘŘŜŘύ 
• Attack the rejection as being one in hindsight as all the 

examiner has done is reconstruction of the claimed 
invention 

• Argue that the Office Action relies on information 
ƎƭŜŀƴŜŘ ǎƻƭŜƭȅ ŦǊƻƳ !ǇǇƭƛŎŀƴǘΩǎ ǎǇŜŎƛŦƛŎŀǘƛƻƴ 

• See: 
• In re Khan, 441 F.3d 977 
• In re Beasley, 117 Fed.Appx. 739 
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Combining references (Teaching 
Away) 
• έ! ǇǊƛƻǊ ŀǊǘ ǊŜŦŜǊŜƴŎŜ Ƴǳǎǘ ōŜ ŎƻƴǎƛŘŜǊŜŘ ƛƴ ƛǘǎ ŜƴǘƛǊŜǘȅΣ 

i.e., as a whole, including portions that would lead 
ŀǿŀȅ ŦǊƻƳ ǘƘŜ ŎƭŀƛƳŜŘ ƛƴǾŜƴǘƛƻƴΦέ at9t § 2143.03(VI). 
• Argue that the the cited art teaches away from a claimed 

feature and therefore the cited art is not available for the 
purposes of an obviousness rejection 

• Important: (a) mere presence of alternatives is insufficient for 
the purposes of a teaching away argument, (b) a mere 
statement that a particular combination is not a preferred 
embodiment does not teach away absent clear 
discouragement of that combination (see In re Fulton, 391 
F.3d at 1199-1200) 

• See: 
• SightSound Technologies v. Apple, 809 F.3d 1307 
• In re Chuang, 603 Fed.Appx. 941 
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Combining references (Non-
Analogous art) 

• έ! ǇǊƛƻǊ ŀǊǘ ǊŜŦŜǊŜƴŎŜ Ƴǳǎǘ ōŜ ŎƻƴǎƛŘŜǊŜŘ ƛƴ ƛǘǎ ŜƴǘƛǊŜǘȅΣ 
i.e., as a whole, including portions that would lead 
ŀǿŀȅ ŦǊƻƳ ǘƘŜ ŎƭŀƛƳŜŘ ƛƴǾŜƴǘƛƻƴΦέ at9t § 2143.03(VI). 
• Argue that the the cited art teaches away from a claimed 

feature and therefore the cited art is not available for the 
purposes of an obviousness rejection 

• Important: (a) mere presence of alternatives is insufficient for 
the purposes of a teaching away argument, (b) a mere 
statement that a particular combination is not a preferred 
embodiment does not teach away absent clear 
discouragement of that combination (see In re Fulton, 391 
F.3d at 1199-1200) 

• See In re Mouttet, 686 F.3d 132 
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Combining references (What Does 
Not Work) 

• έ! ǇǊƛƻǊ ŀǊǘ ǊŜŦŜǊŜƴŎŜ Ƴǳǎǘ ōŜ ŎƻƴǎƛŘŜǊŜŘ ƛƴ ƛǘǎ ŜƴǘƛǊŜǘȅΣ 
i.e., as a whole, including portions that would lead 
ŀǿŀȅ ŦǊƻƳ ǘƘŜ ŎƭŀƛƳŜŘ ƛƴǾŜƴǘƛƻƴΦέ at9t § 2143.03(VI). 
• Argue that the the cited art teaches away from a claimed 

feature and therefore the cited art is not available for the 
purposes of an obviousness rejection 

• Important: (a) mere presence of alternatives is insufficient for 
the purposes of a teaching away argument, (b) a mere 
statement that a particular combination is not a preferred 
embodiment does not teach away absent clear 
discouragement of that combination (see In re Fulton, 391 
F.3d at 1199-1200) 

• See: Apple Inc. v. Samsung Electronics Co., Ltd 
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Secondary Considerations 
(Procedural Aspect) 
• When to use? Better when you have evidence for more 

than one of: 
• commercial success,  
• long-felt but unmet need,  
• Unexpected results, and  
• copying by competitors  
• Praise by others (evidence of public nature) 
• Licensing 
• Less useful with PTAB hearings (limited time and resource) 

• Mitigating factors: 
• Industry standard (mitigates commercial success argument) 
• Indirect nexus between claimed feature and product 
• No evidence of identified problem (mitigates long-felt need 

argument) 
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Secondary Considerations 
(unexpected results) 
• Unexpected results are a secondary consideration that may 

tip the scales towards a conclusion of non-obviousness 
(Graham v. John Deere Co.) 
• Greater than expected results; 
• Superiority of a shared property; 
• Presence of an unexpected property; and 
• Absence of an expected property 

• Important that evidence of unexpected results is present in 
sources such as the specification, a declaration, or both 

• Establish a connection between the evidence of unexpected 
results and the claimed invention (see MPEP § 2145) 

• Evidence should be commiserate in scope with the claimed 
invention (see MPEP § 2145) 

• More applicable in electronics related patent applications 
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Secondary Considerations 
(commercial success) 
• Commercial success (In re Huang) 

• If claims cover only part of the commercial successful 
ǇǊƻŘǳŎǘ ƴƻ ǇǊŜǎǳƳǇǘƛƻƴ ǘƘŀǘ ǘƘŜ ǇǊƻŘǳŎǘΩǎ ǎǳŎŎŜǎǎ ƛǎ 
sufficient to show non-obviousness of the claimed 
feature 

• show that the commercial success was caused by the 
introduction of the claimed feature 

• Can be shown by 1.132 declaration 

 

37 



Secondary Considerations 
Long-felt but unresolved needs and the 
failure of others  
• Long-felt but unresolved needs and the failure of 

others (In re Huang) 
• Show that a need for the claimed invention has long 

existed and/or that others have failed where the claimed 
invention succeeded 

• Mere absence of the features prior to the claimed 
invention is insufficient (MPEP § 2144.05(III)) 

• Connection between claimed invention and long-felt 
need: Claimed invention itself must demonstrably solve 
the long-felt need and/or succeed where others have 
failed before 

• Can be shown by 1.132 declaration 
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Avoid RCEs (remember the count 
system) 
•9ȄŀƳƛƴŜǊǎ ƎŜǘ άŎƻǳƴǘǎέ ϝ ŦƻǊΥ 

• First Office Action on the Merits Ą 1.25 
• I.e., with rejections, not a restriction 

• Final Office Action Ą .25 
• Disposal Ą .5 

• Abandonment (including RCE), Allowance, or appeal forwarded 
to PTAB. 

• RCE special docket? 

• Credit for interview time. 

• Credit for after final programs. 
*These numbers may not be 100% current. 
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Avoid RCEs 

• Even one RCE is bad (but sometimes unavoidable); 
a second RCE is almost never justified. 

• You will minimize appeals and RCEs if you start 
positioning your case for appeal in your first 
substantive response. 

• Tools for positioning for appeal are 
• Clearly drafted spec and claims. 

• Relying on explicit claim interpretations. 

• Clarifying amendments. 
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Avoid definition-begging (draft spec 
and claims for compact prosecution) 
• ά!ōǎǘǊŀŎǘ ƛŘŜŀǎέ ŀǊŜ ƴƻǘ Ƨǳǎǘ ŀ ǇŀǘŜƴǘ-eligibility problem Ą 

software cases often rely on terminology that begs 
definition. 
• Broadest reasonable interpretations of abstract terms can be very 

broad. 
• 9ǾŜƴ ƛŦ ǘƘŜ ŜȄŀƳƛƴŜǊΩǎ .wL ƛǎ ǳƴǊŜŀǎƻƴŀōƭŜΣ ŀǾƻƛŘ ǘƘŜ ŀǊƎǳƳŜƴǘΦ 
• Your goal is not just to get your client good protection, but to do so 

quickly and cost-effectively. 

• Application drafting guidelines. 
• Use terms of art and say they are terms of art. 
• Define terms of art and terms not terms of art. 
• 5ƻƴΩǘ ǳǎŜ ǘŜǊƳǎ ƴƻǘ ƻŦ ŀǊǘ  

• Avoid functional claiming (not just a problem under Section 
112). 
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Drafting example ς avoid 
abstractions 
• {ȅǎǘŜƳ ŘƛǎŎƭƻǎŜŘ ƛƴ ǎǇŜŎ ƛƴŎƭǳŘŜǎ ŀ άŎƻƳƳǳƴƛŎŀǘƛƻƴǎ 
ƛƴǘŜǊŦŀŎŜΦέ 

• 5ŜŦƛƴŜ άŎƻƳƳǳƴƛŎŀǘƛƻƴǎ ƛƴǘŜǊŦŀŎŜέ ƛƴ ǘŜǊƳǎ ƻŦ ǎǇŜŎƛŦƛŎ 
hardware and/or software embodiments, and specific 
possible inputs and outputs. 
• Think hard ς did you describe concrete structure or just 

functionality? 

• Lƴ ŎƭŀƛƳǎΣ ƭƛƳƛǘ άŎƻƳƳǳƴƛŎŀǘƛƻƴǎ ƛƴǘŜǊŦŀŎŜέ ǘƻ ōǊƻŀŘŜǎǘ 
possibility. 
• E.g.: άŀ ŎƻƳƳǳƴƛŎŀǘƛƻƴǎ ƛƴǘŜǊŦŀŎŜ ǘƘŀǘ ƛƴŎƭǳŘŜǎ ŀ ǊŀŘƛƻ ǘǊŀƴǎŎŜƛǾŜǊ 

and a processer programmed to send and receive data via the 
ǘǊŀƴǎŎŜƛǾŜǊΦέ 

• Ounce of prevention = a pound of cure. 
• Before filing you have foreclosed an unreasonable claim 

interpretation and shut the door to a lot of irrelevant references. 
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Amendments and Arguments 

• Count system incents applicants to avoid amendments. 

• But better to have a Final OA with clear claim language for 
appeal. 
• {ƻ ŀƳŜƴŘ ƛŦ ŜȄŀƳƛƴŜǊΩǎ ƛƴǘŜǊǇǊŜǘŀǘƛƻƴ ŎƻǳƭŘ ōŜ ǿƛǘƘƛƴ .wL or if you 

can make a non-limiting definitional amendment. 
• Get commitment in interview that amendment overcomes cited 

art. 

• Offer claim interpretations in light of specification. 
• Some examiners will be satisfied / persuaded with these in the 

record. 
• If not, presents arguments for pre-appeal / appeal. 

• Try to amend claims to make implicit definitions explicit, not 
to limit. 
• άŀ ŎƻƳƳǳƴƛŎŀǘƛƻƴǎ ƳƻŘǳƭŜ that includes a transceiver and 

processor programmed to send and receive messages according to 
ŀ ǎǇŜŎƛŦƛŜŘ ǇǊƻǘƻŎƻƭΦέ 
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Interviews 

• Interview the examiner before every first non-final OA 
response. 
• Exceptions permitted only if past history with examiner or 

lack of client authorization. 

• Even more important in software cases than other 
cases Ą explore claim language to break logjams. 
• Also key for Section 101 rejections (beyond scope of this 

presentation). 

• Caution: current USPTO patent quality initiatives 
emphasize a more complete interview record. 
• Expect your agenda to be made part of the record. 
• Discuss the interview summary before ending the interview. 
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After-final practice 

• Goal is still to avoid an RCE. 

• After final (Rule 116) response well before 2 
months if there is any chance of reaching 
agreement with the examiner. 
• Try to get interview (see next slide). 

• Appeal (or pre-appeal procedures discussed on 
next slide) may be necessary to get attention for 
errors in rejections. 
• Almost always preferable to a second RCE. 
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After final practice 

• After Final Consideration Pilot 2.0 extended to Sept. 30, 
2017. 
• Requires non-broadening amendment. 
• Examiner gets 3 hours for additional search; Applicant gets an 

interview. 
• http://www.uspto.gov/patent/initiatives/after-final-consideration-pilot-20 

• Pre-appeal Conference Pilot Program 
• 9ŦŦŜŎǘƛǾŜ ǿƘŜǊŜ ŜȄŀƳƛƴŜǊΩǎ ŜǊǊƻǊ ƛǎ very clear. 

• Post-Prosecution Pilot (P3) program intended to combine 
the above. 
• Runs for earlier of six months from July 2016, or when a tech center 

has processed 200 requests. 
• Appeal panel as in pre-appeals, but you get to interact with them. 
• Be careful what you submit; it will be made of record. 
• http://www.uspto.gov/patent/initiatives/post-prosecution-pilot 
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After final practice ς Appeal Brief 

• Generally 103s are difficult at Appeal Stage (§103 rejections are 
associated with one of the highest affirmance or rejection 
maintenance rates - 61% of the rejections in appeals were fully 
affirmed). 

• More likely to succeed based on lack of elements (all elements 
rule) 

• Low chance of success on arguments based on combination 
(teaching away, improper hindsight, frustrated purpose, etc.) 

• /ŀƴΩǘ ǇǊŜǎŜƴǘ ƴŜǿ ŀŦŦƛŘŀǾƛǘ ǘƻ ǎǳǇǇƻǊǘ ǎŜŎƻƴŘŀǊȅ ŎƻƴǎƛŘŜǊŀǘƛƻƴǎ 

• May be good idea to argue at least one or more narrow 
dependent claims if their rejections do not meet the all elements 
rule (would force the Examiner to reopen prosecution if such 
claim is allowed) 

• Claim interpretation is important 
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Appeal Brief ς Practice Tips 

• Present your strongest arguments ς Board has limited time 
so do not dilute your arguments with weaker arguments. 

• Do not repeat same arguments, if made for different claims 

• Set out the standard for the legal theory you want to apply 
(all elements, rule, teaching away, etc.) and then provide 
arguments or evidence to demonstrate the legal theory 
applies to the case before the Board 

• Clearly address the examiner's rejection as articulated in the 
rejection on appeal and point the Board to the alleged error 
in that rejection. 
• Break down Final Office Action arguments by section 
• !ŘŘǊŜǎǎ hŦŦƛŎŜǎ άwŜǎǇƻƴǎŜ ǘƻ !ǊƎǳƳŜƴǘǎέ 
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Appeal Brief ς Practice Tips 
(continue) 
• Recognize when the burden of proof shifts to appellant 

and  
• provide arguments to show why the burden should not be 

shifted or  
• Provide evidence to rebut the examiner's findings and meet 

the burden of proof. 

• Define key claim terms. 
• If claim construction is an issue Ą provide an interpretation 

for the key claim terms with a basis for the interpretation 
under the "broadest reasonable interpretation" standard. 

• Support arguments with evidence - do not rely on new 
evidence that was not before the examiner during 
prosecution. 
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Reply Brief ς Practice Tips 

•!ƭǿŀȅǎ ǊŜǎǇƻƴŘ ǘƻ 9ȄŀƳƛƴŜǊΩǎ !ƴǎǿŜǊ 

• Can point to Appeal Brief for the original 
arguments, but address each of new arguments in 
ǘƘŜ 9ȄŀƳƛƴŜǊΩǎ !ƴǎǿŜǊ 

• Do not raise new arguments in a reply brief that are 
not responsive to arguments made in the 
examiner's answer. 

• Do not separately argue claims for the first time in 
a reply brief 
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Oral Hearings ς Practice Tips 

• Know the record 

• No new arguments and/or evidence 

• Use visuals 
• Use tables to break down claim into elements and focus 

onto the element at issue 

• If claim interpretation at issue ς use the figure or 
support from specification in the visual 

• Use/reserve rebuttal time (if you are appellant) 
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Thank you 
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