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In the Beginning...
• Inventorship rooted in the concept that a person has
a natural, exclusive right to his or her inventive
ideas; no one can compel disclosure of those ideas
― Robinson, Treatise on the Law of Patents (1890), vol. I at 3738

• To encourage disclosure of inventions and thus
promote human progress, the U.S. Constitution
authorizes the U.S. Congress to pass laws that
preserve an inventor’s exclusive right to his or her
discovery
― U.S. Const., Art. I, § 8
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Supreme Court on Inventorship

• A person, to be entitled to the character of an
inventor, within the meaning of the Act of Congress,
must himself have conceived the idea embodied in
his improvement. It must be the product of his own
mind and genius, and not of another’s.
― Pitts v. Hall, 2 Blatch. 229, 231 (1851)
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Mergenthaler v. Scudder (1897)
• The conception of the invention consists in the
complete performance of the mental part of the
inventive act. All that remains to be accomplished
in order to perfect the act or instrument belongs to
the department of construction, not invention. It
is, therefore, the formation in the mind of the
inventor of a definite and permanent idea of the
complete and operative invention as it is thereafter
to be applied in practice that constitutes an
available conception within the meaning of the
patent law.
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Who is an Inventor?
• “The threshold question in determining inventorship
is who conceived the invention.”
― Mueller Brass Co. v. Reading Indus., 352 F. Supp. 1357,
176 USPQ 361 (E.D. Pa. 1972)

• “Formation in the mind of the inventor of a definite
and permanent idea of the complete and operative
invention.”
― Mergenthaler v. Scudder, 11 App. D.C. 264, 1897 CD 724
(C.A.D.C. 1897)
― Hybritech v. Monoclonal Antibodies, Inc., 802 F.2d 1367,
1376, 231 USPQ 81, 87 (Fed. Cir. 1986)
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What is Conception?
• Conception is the mental part of the inventive activity.
• Conception must be complete.
• Recognize the ultimate result desired and develop the
means to accomplish it.

• Communicate a sufficiently completed thought that
one of skill in the art can make the invention.
• Only inventors conceive, others can reduce to
practice.
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When Is Conception Completed?
• “Conception is complete only when the idea is so
clearly defined in the inventor’s mind that only
ordinary skill would be necessary to reduce the
invention to practice, without extensive research or
experimentation.”
― Sewall v. Walters, 21 F.3d 411, 415 (Fed. Cir. 1994)
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Requirements Of Conception
• Belief is key—there is no requirement for a
“reasonable expectation” that invention will work.
― Burroughs Welcome Co. v. Barr Labs., 40 F.3rd 1223 (Fed. Cir.
1994)

• Not complete if subsequent experimental failures
reveal uncertainty that undermines the “definite
and permanent” requirement.
― Id.

• But there is “no significance” to the fact that some
[compounds] were “inoperative” [in a screen].”
― MacMillan v. Moffett, 432 F.2d 1237 (C.C.P.A. 1970)
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Conception Should Be Corroborated
• Evidence showing that the inventor disclosed to
others a completed thought is useful for proving
inventorship.
• Define and document the invention, making sure it
is properly recorded, dated, and witnessed by
someone (other than a co-inventor) who
understands the invention.
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“Conclusory” is Insufficient for Collaboration
• James v. J2 Cloud Servs., 887 F.3d 1368 (Fed. Cir. 2020)
― U.S. 6,208,638 ("the '638 patent") lists Muller and Rieley as the
inventors.
― James claimed to be the sole inventor.
― 1994: Muller and Rieley idea to receive voicemails and faxes through
email.
― 1995: Muller and Rieley asked James to develop a prototype. After
demonstrating a prototype, James traveled to the United States to
develop a commercial system for JFAX.
― 1996: James entered into a Software Development Agreement with
JFAX. James was compensated by JFAX stock that he later sold.
― 1997: patent application filed by JFAX.
― 2001: patent issued, listing Rieley and Muller as the inventors.
― DC: Granted summary judgment in favor of J2.
― FC: Affirmed.
― Evidence conclusory and unsupported.
― James testified that (1) he believed he was the “sole inventor of the
technology claimed in the ‘638 patent,” and (2) when he looked at the
patent he realized “that's exactly what [he] invented”
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Sufficient Proof
• Singh v. Brake, 222 F.3d 1362 (Fed. Cir. 2000)
― Corroboration of conception lower standard than
corroboration of reduction to practice.
― Unwitnessed notebook page may show conception, even
if it does not show that the experiment was actually
performed.
― FC: District court erred in rejecting corroborative value
of 2 pieces of documentary evidence of conception.
― Award of priority to Brake vacated.
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To Determine Inventorship,
Focus On Claims
• Evaluate inventorship claim-by-claim.
• Claims construed first:
― “. . . inventorship analysis, like an infringement or
invalidity analysis, first requires the construction of
each disputed claim to determine the subject matter
encompassed thereby. The second step is a comparison
of the alleged contributions of each asserted coinventor with the subject matter of the correctly
construed claim to determine whether the correct
inventors were named.”
― Gemstar-TV Guide Intl., Inc. v. ITC, 383 F.3d 1352, 138182 (Fed. Cir. 2004)
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Correct Inventorship Turned On
Claim Construction
• Univ. of Pittsburgh v. Hedrick, 573 F.3d 1290 (Fed.
Cir. 2009)
― Representative claim 1: An isolated adipose-derived
stem cell that can differentiate into two or more of the
group consisting of a bone cell, a cartilage cell, a nerve
cell, or a muscle cell.
― Named inventors on Pittsburgh patent:
― Katz, Llull, Futrell, Hedrick, Benhaim, Lorenz, and Zhu

― Pittsburgh filed action seeking removal of named
“independent researchers” Futrell, Hedrick, Benhaim,
Lorenz, and Zhu (“IR’s)
16

Univ. of Pittsburgh (cont’d)
•

IR’s argued that “adipose-derived” should be limited to a “species of
stem cell distinct from the mesenchymal stem cell that is obtainable
from bone marrow tissue”

•

This construction would mean that the independent researchers’ work
proved that the inventive stem cells were in fact distinct from the prior
art mesenchymal stem cells.

•

University researchers Katz and Llull argued for a plain meaning: cells
“derived from fat tissue.”

•

DC: Agreed with plain meaning.
― Katz and Llull “conceived the claimed invention as construed prior to
Hedrick’s arrival at Pittsburgh,” request for removal granted.

•
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FC: Affirmed.

But What About Provisionals?
• §1.45 - If multiple inventors are named in a provisional
application, each named inventor must have made a
contribution, individually or jointly, to the subject matter
disclosed in the provisional application.
• Look at specification not just claims.
• Neither the rules nor the MPEP require correction of
inventorship of a provisional application unless the
correction is needed to establish an overlap of
inventorship.
― E.I. du Pont de Nemours & Co. v. MacDermid Printing
Solutions, L.L.C., 525 F.3d 1353 (Fed. Cir. 2008)
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What About Joint Inventors?
• Pre-1984
― Joint inventors had to jointly conceive and contribute
to the entire invention.
― Joint inventorship: “one of the muddiest concepts in
the muddy metaphysics of patent law.”

―Mueller Brass (1972)
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What About Joint Inventors?
• 1984 Amendment to 35 USC § 116.
― The 1984 amendment “recognizes the realities of
modern team research”
― 130 Cong. Rec. 28,069-71 (1984)

• Inventors may apply for a patent jointly even though
― They did not physically work together or at the same
time;
― Each did not make the same type or amount of
contribution; or
― Each did not contribute to the subject matter of every
claim.
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Collaboration Required
• Joint inventorship requires some sort of
collaboration, even if the inventors are not working
together.
• Working under common direction.

• Building on another’s work.
• Joint inventors must at least be aware of each other.
21

Kimberly-Clark v. P&G (Fed. Cir. 1992)
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•

K-C inventor conceived of improvement to disposable diaper in 1982;
patent issued November 1987.

•

P&G employee, Lawson, conceived similar invention 1985; patent issued
September 1987.

•

Lawson unaware that other P&G employees made invention as early as
1979.

•

Other P&G employees unaware of Lawson’s work.

•

P&G moved to correct Lawson patent to add other P&G employees as
inventors and gain earlier date of invention.

•

FC: for joint inventorship under § 116, there must be some element of
joint behavior. Individuals cannot be joint inventors if they are
completely ignorant of what each other has done.

Showing Joint Inventorship
•

Dana-Farber Cancer Institute, Inc. v. Ono Pharm. Co., 964 F.3d 1365 (Fed. Cir.
2020)
― Honjo worked at Kyoto University in the 1990s and discovered the PD-1 receptor.
Published work in August 1999.
― 1998: Honjo met with Wood, a researcher at Genetics Institute who believed that the
PD-1 receptor could be a candidate for antibody therapy development. Began a
collaboration to identify the PD-1 ligand, and Honjo shared PD-1 reagents and a
confidential draft of the Immunity article with Wood. Meanwhile, earlier in 1998,
Freeman, a researcher at Dana-Farber, identified the “292” sequence as a potential PD1 ligand. The three scientists then began sharing information.
― 1999: Freeman and Wood filed a provisional patent application but did not list Honjo as
an inventor.
― 2000: the three scientists then worked together on a journal article about PD-L1. Iwai,
a named co-inventor on the patents at issue, generated data in knockout mice; this is
the point in time that Ono identified as when the named inventors jointly conceived of
the claimed inventions.

― Honjo stopped sharing results with Freeman and Wood. However, the three met one
final time in April 2001.
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Showing Joint Inventorship
•

Dana-Farber (con’t)
― In 2002, Honjo filed a patent application in Japan and did not include Freeman and Wood
as co-inventors. All of the patents-at-issue in this case claim priority to this Japanese
patent application.
― Ono’s patents claim methods of treating cancer by administering antibodies that target
either the PD-1 receptor or its PD-L1 ligand and block the receptor-ligand interaction.
― Issued with four co-inventors, including Honjo but not Freeman and Wood.

― DC: ordered that Freeman and Wood be added as co-inventors to the patents at issue.
― FC: Affirmed.
―
―

“[i]nventors may apply for a patent jointly even though (1) they did not physically work together or at the
same time, (2) each did not make the same type or amount of contribution, or (3) each did not make a
contribution to the subject matter of every claim of the patent.”
“in vivo verification is not required for a conception to be definite and permanent.”
―

―
―
―

24

PD-L1’s potential utility in treating human cancers was developed jointly with Freeman before Iwai’s work.

“joint inventorship does not depend on whether a claimed invention is novel or nonobvious over a particular
researcher’s contribution.”
“there is no principled reason to discount genuine contributions made by collaborators because portions of
that work were published prior to conception for the benefit of the public.”
“discovery of PD-1 in a vacuum was insufficient for conception” and that “Freeman and Wood’s work linking
PD-1 to its ligand and expression in tumors was a significant contribution to each of these patents’
conception.”

Take-Aways
•

Patents resulting from collaborations among various researchers in different
institutions may have joint inventorship issues.
― Impacts ownership, who has the right to make, use, offer to sell, and sell the
claimed invention, as well as who is needed to enforce the patent.
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•

Neither the relevant statute nor the case law requires each inventor to have
made the same type or amount of contribution to be deemed a co-inventor.

•

A co-inventor’s prior public disclosure of certain aspects of the invention does
not necessarily negate his/her contributions to the claimed invention, as long
as the prior public disclosures did not simply inform another about the state of
the prior art.

•

When naming co-inventors during prosecution, carefully evaluate the
contribution of each researcher to the claimed invention, including whether
there was any contribution from earlier research that led to later verification
of the conception and the nature of the researchers’ collaboration.

Public Information And Collaboration
• Univ. of Utah v. Max-Planck, 851 F.3d 1317 (Fed. Cir.
2017)
― March 2000, Dr. Tuschl published article describing discoveries in field
of RNAi.
― Dr. Bass of U. of Utah published mini-review summarizing state of
RNAi research, including Tuschl article and her own hypotheses.
― Research leading to Tuschl II patents, including testing Bass
hypothesis.
― Patent application filed, cited Bass review as prior art.
― U. of Utah sued for correction of ownership, with Bass named as sole
or joint inventor because of review and conversations at academic
conferences.
― DC granted SJ denying U. of Utah’s joint inventorship claim (sole
inventorship claim had been withdrawn).
― Review important but was “in the public domain by the time the Tuschl inventors relied on it.”
― Reliance on review could not support finding of collaboration. nor could one dinner conversation at
a conference.

― FC: Affirmed.
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Secret Art May Be Okay for Collaboration
•

CardiAQ Valve Technologies, Inc. v. Neovasc, Inc., 708 Fed.Appx. 654 (Fed. Cir.
2017)(non-precedential)
― CardiAQ hired Neovasc to help with aspect of device.
― Neovasc secretly started own project and obtained ‘964 patent, not naming
anyone from CardiAQ as co-inventor.

― DC: Clear and convincing evidence CardiAQ employees entitled to be named
and jury found misappropriation of CardiAQ’s trade secrets by Neovasc.
― Neovasc argued it alone conceived of the only novel aspect of the device and
that the CardiAQ contributions were present in the prior art.
―

‘599 patent was prior art to the ‘964 patent even though it was secret at the time of the collaboration under
repealed 35 U.S.C. § 102(e).

― FC: Affirmed.
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―

The ’964 patent describes and claims a device with many of the same features as CardiAQ’s design.

―

“Neovasc has cited no case in which we have barred co-inventorship, as a matter of law, just because the
contribution later appeared in the public domain, where the ideas contributed were not contemporaneously
available to an ordinary skilled artisan and were otherwise significant in producing the inventive conception at
the time it was completed.”

―

“Here, the presence of the CardiAQ-contributed features in then-secret prior art does not, as a matter of law,
automatically disqualify the CardiAQ employees as inventors.”

Contribute To At Least One Claim
• Ethicon Inc. v. US Surgical Corp., 45 U.S.P.Q.2d 1545
(Fed. Cir. 1998)
― Surgical device with electronic sensor.

― Doctor named on patent asked for help of electronics
technician.
― Technician added to patent based on contribution to
one limitation of claims 33 and 47.
― Accused infringer obtained license to patent from the
technician.

― Holding: Technician was a joint inventor.
28

Ethicon (cont’d)
• Why did court add inventor?
― Doctor’s lack of expertise in electronics.
― Technician was skilled in electronics.
― Technician’s sketches of embodiment found in discovery and
deemed reliable.
― Sketches are similar to figures in the patent.
― Sophistication of the sketches.

― Named inventor’s documents had altered dates, thus
unreliable.
― Business relationship between doctor and technician.
29

NOT Merely Using the Services of Others
• Hess v. Advanced Cardio. Sys., 106 F.3d 976 (Fed. Cir. 1997)
― Drs. Simpson and Robert were working on a balloon angioplasty
catheter.

― Hess suggested material and seal for balloon.
― Doctors used recommended material and filed the patent
application.
― Holding: Hess’s contribution were insufficient to make him coinventor.
― “An inventor may use the services, ideas and aid of others in the
process of perfecting the invention without losing the right to a
patent.”
― Mr. Hess did no more than a skilled salesman would do in explaining
how his employer’s product could be used to meet a customer’s
requirements.”
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Joint Inventorship Implications for Prior Art
• 35 U.S.C. 102 (pre-AIA) Conditions for patentability; novelty
and loss of right to patent.
A person shall be entitled to a patent unless —
― (b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or on sale
in this country, more than one year prior to the date of the
application for patent in the United States, or…
•

Are the named inventors the same as the authors on an asserted printed
publication? Or are they different so that the reference is “by another”
and not entitled to the one-year grace period?
― See, e.g., Watson Laboratories, Inc. v. United Therapeutics, Corp., IPR2017-01621
(P.T.A.B. Mar. 26, 2018) (Paper 33).
― “the inquiry is whether the inventive entities are the same for the relevant portion of [the
journal reference] and for the challenged claims.”
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Inventorship Under the AIA
• 35 U.S.C. 115(a) was not amended.
― An application for patent that is filed under [35 U.S.C.]
111(a) or commences the national stage under [35
U.S.C.] 371 shall include, or be amended to include, the
name of the inventor for any invention claimed in the
application.
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Inventorship Under the AIA
• AIA did not amend 35 USC § 116:
― When an invention is made by two or more persons
jointly, they shall apply for patent jointly and each
make the required oath, except as otherwise provided
in this title.
― Inventors may apply for a patent jointly even though
― (1) they did not physically work together or at the same
time,
― (2) each did not make the same type or amount of
contribution, or
― (3) each did not make a contribution to the subject
matter of every claim of the patent.
33

Inventorship Under the AIA
• AIA adds new definitions to 35 USC
§ 100, which took effect March 16, 2013:
― (f) The term ‘inventor’ means the individual or, if a
joint invention, the individuals collectively who
invented or discovered the subject matter of the
invention.
― (g) The terms ‘joint inventor’ and ‘coinventor’ mean
any 1 of the individuals who invented or discovered the
subject matter of a joint invention.
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Joint Inventorship Implications for Prior Art
•

35 U.S.C. 102 Conditions for patentability; novelty.
― (b) EXCEPTIONS.—
― (1) DISCLOSURES MADE 1 YEAR OR LESS BEFORE THE EFFECTIVE
FILING DATE OF THE CLAIMED INVENTION.—A disclosure made 1 year
or less before the effective filing date of a claimed invention shall
not be prior art to the claimed invention under subsection (a)(1) if—
― (A) the disclosure was made by the inventor or joint inventor or by
another who obtained the subject matter disclosed directly or indirectly
from the inventor or a joint inventor; or
― (B) the subject matter disclosed had, before such disclosure, been
publicly disclosed by the inventor or a joint inventor or another who
obtained the subject matter disclosed directly or indirectly from the
inventor or a joint inventor.

35

AIA: “Joint Inventor” Status to Avoid
Prior Art
 The statute permits avoidance of prior art under
35 USC § 102(a)(1) if the inventor of related
subject matter is named as a “joint inventor”
 Possible strategy:
 After initial filing without “joint inventor” continuation-inpart can be filed to combine full disclosures of both
applications and claims of both applications and with
inventor nomination of both.
 Independent of ownership.
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AIA: “Common Ownership” Status to
Avoid Prior Art
• § 102(b)(2)(C) Exception
―Eliminates patents and applications as prior
art, for purposes of novelty and obviousness,
where the disclosed subject matter and
claimed inventions were commonly owned or
subjected to common assignment by the time
of the effective filing date.
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AIA: “Collaborative” Status to Avoid
Prior Art
• § 102(c) COMMON OWNERSHIP UNDER JOINT
RESEARCH AGREEMENTS.—
― Subject matter disclosed and a claimed invention shall
be deemed to have been owned by the same person
or subject to an obligation of assignment to the same
person in applying the provisions of subsection (b)(2)(C)
if—
― 1) the subject matter disclosed was developed and the claimed
invention was made by, or on behalf of, 1 or more parties to a
joint research agreement that was in effect on or before the
effective filing date of the claimed invention;
― 2) the claimed invention was made as a result of activities
undertaken within the scope of the joint research agreement;
and
― 3) the application for patent for the claimed invention discloses
or is amended to disclose the names of the parties to the joint
research agreement.
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AIA: Interference Practice
• Sec. 3(n)(2)
― The provisions of sections 102(g), 135, and 291 of title
35, United States Code, as in effect on [March 15,
2013], shall apply to each claim of an application for
patent, and any patent issued thereon, for which the
amendments made by this section also apply, if such
application or patent contains or contained at any
time—
― (A) a claim to an invention having an effective filing date
as defined in section 100(i) of title 35, United States
Code, that occurs before [March 16, 2013]; or
― (B) a specific reference under section 120, 121, or 365(c)
of title 35, United States Code, to any patent or
application that contains or contained at any time such a
claim.
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Patent Ownership
•

35 U.S.C. § 261:
― Subject to the provisions of this title, patents shall have the
attributes of personal property.
― Applications for patent, patents, or any interest therein, shall be
assignable in law by an instrument in writing. The applicant,
patentee, or his assigns or legal representatives may in like
manner grant and convey an exclusive right under his application
for patent, or patents, to the whole or any specified part of the
United States.

• 35 U.S.C. § 262
― In the absence of any agreement to the contrary, . . each of the
joint owners of a patent may make, use, offer to sell, or sell the
patented invention within the United States, or import the
patented invention into the United States, . . . without the
consent of and without accounting to the other owners.
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What is an Assignment?
• Assignment means a transfer by a party of all of its
right, title and interest in a patent, patent
application, registered mark or a mark for which an
application to register has been filed.
• Most commonly from inventor to employer.
― Inventor presumed to be owner unless assignment.
― Without assignment employer may not have rights in
application, patent, or invention.
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Preparing Assignments
• Rules set forth in 37 CFR §§ 3.11, 3.21, 3.24, 3.263.28, and 3.31.
• Must be in writing.
• Satisfies statute of frauds and 35 U.S.C. § 261.
• Oral assignments are enforceable against the assignor.
― If A orally assigns application to B, B has all the rights of
ownership as against A (but no one else) as he would have
if the assignment was written.
― F.A.R. Liquidating Corp. v. McGranery, 110 F.Supp. 580, 96 USPQ 302
(D.Del. 1953).
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Preparing Assignments
• Identify patent or patent application.
• Identify Assignors.
• Identify Assignee.
• Contain language evidencing an unambiguous
intention to transfer all rights in the application or
patent.
• Or intention to transfer all rights “to the invention”
― In case application does not issue, assignee still has
rights to the invention.
― Can seek foreign rights, trade secret protection.
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Preparing Assignments
• Be in the English language.
• The Office will accept and record non-English
language documents only if accompanied by an
English translation signed by the individual making
the translation.
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Implications of Assignments
• Record promptly.
• “An assignment, grant, or conveyance shall be void
as against any subsequent purchaser or mortgagee
for a valuable consideration, without notice, unless
it is recorded in the Patent and Trademark Office
within three months of its date or prior to the date
of such subsequent purchase or mortgage.”
―35 U.S.C. § 261
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Agreement to Assign
• Entire right to patent rights may be transferred by
means other than written assignment.

• Must have provision presently transferring title and
all rights to such future inventions.
― Filmtec Corp. v. Allied-Signal, Inc., 939 F.2d, 1568 (Fed.
Cir. 1991).
― “agrees to and does hereby grant and assign” all rights
in future inventions falling within the scope of the
employment agreement.
― What falls within the scope of employment?
― Depends on state law.
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“Assignment” by Operation of Law
• Ownership of patent rights may pass by operation of
law.

• Does not have to be in writing to effect transfer of
rights.
― Probate
― Will may serve as “writing”

― Intestate: depends on the jurisdiction
― Akira Akazawa v. Link New Tech, No. 07-1184 (Fed. Cir., March
31, 2008) (Federal circuit remanded to determine ownership in
accordance with Japanese intestacy laws).
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Implied Assignment
•

Employee who was “hired to invent.”

•

Implied assignment - employee occupies
special position of trust within company.

•

Factors:
―
―

―
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Inventor assigned previous patents to employer.
Company custom or policy for similarly situated
employees to assign patents to company.
Employee policy handbook may refer to ownership of
patents.

“Shop Right”
• Implied assignment not found and inventor utilized
employer’s resources to develop invention.
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•

A non-exclusive, royalty-free right granted in equity
to employer to practice invention.

•

Employer may not sell or transfer its shop right.

•

Title and all other patent rights remain with
inventor even though employer has shop right.

Ownership (cont’d)
• If no assignment and no shop right, then inventor(s)
own patent outright.
― May be issue in terms of
― future development/commercialization of the invention,
including joint development with a third party;
― former employees.
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Stanford v. Roche
•

Facts:
― 1988: Dr. Holodniy joins Stanford lab and signs patent agreement in
which he “agrees to assign” patent rights.
― 1989: Dr. Holodniy signs Cetus Visitor Confidentiality Agreement that
“hereby assigns” patents developed as consequence of visit.
― 1991: Stanford researchers invent diagnostic use of PCR assay.
― 1991: Roche acquires Cetus PCR assets.
― 1992: Stanford applies for patent on diagnostic use of PCR assay.
― 1995: Dr. Holodniy executes assignment to Stanford.
― 2000: Stanford offers Roche exclusive license, but none executed.
― 2005: Stanford files claim against Roche for patent infringement.
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•

District Court upholds Stanford’s ownership of patents.

•

Federal Circuit reverses (2009).

•

Supreme Court affirms (2011).

Stanford v. Roche (cont’d)
• Dr. Holodniy’s agreements:
―1988: Copyright & Patent Agreement with
Stanford.
― “agree to assign” rights to future inventions

―1989: Visitor Confidentiality Agreement with
Cetus.
― “do hereby assign” inventions devised “as a
consequence of” work at Cetus

―1995: executes assignment to Stanford.
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Federal Circuit
• “Agree to assign” is not immediate transfer of expectant
interests, so Stanford only received equitable rights against Dr.
Holodniy.
• “Do hereby assign” effects a present assignment, so Cetus
immediately gained equitable title to Dr. Holodniy’s inventions
as soon as made.
• At latest, once patent application filed, legal title vests based on
“hereby assigns.”
• Therefore, Cetus’s equitable title converted to legal title upon
1992 parent application.

• Dr. Holodniy had nothing to assign in 1995.
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Inventorship
•

Ownership

Standing

Lone Star Silicon Innovations LLC v. Nanya Tech. Corp., 925 F.3d 1225 (Fed. Cir. 2019)
― Advanced Micro Devices Inc. (AMD) was originally assigned the asserted patents.
― AMD executed an agreement that purported to transfer “all right, title and interest” in
the patents to Lone Star.
― (i) Lone Star could only assert the patents against “Unlicensed Third Party Entities” listed in the
agreement;
― (ii) new entities could only be added if both Lone Star and AMD agreed to them;
― (iii) if Lone Star sought to sue an unlisted entity, AMD reserved the right to offer that entity a
sublicense;
― (iv) AMD could prevent Lone Star from assigning the patents or allowing them to enter the public
domain;
― (v) AMD and its customers could practice the patents; and
― (vi) AMD shared revenue Lone Star generated through its monetization efforts.

― DC: plaintiff lacked “all substantial rights” and therefore could not assert the patent on
its own.
― FC: Affirmed that the limitations in the agreement prevented the transfer of “all
substantial rights” in the patents, and that Lone Star accordingly lacked the ability to
assert the patents on its own, but vacated and remanded, finding Rule 19 required the
district court to consider whether joinder of AMD was feasible.

Note: Patent knocked out in IPRs, aff’d by CAFC.
54

Assignments: “Handwritten Instrument”
•

Schwendimann v. Cooler Concepts, Inc., 959 F.3d 1065 (Fed. Cir. 2020)
― From 1998 through 2000, Schwendimann and Mr. Nasser filed two patent applications naming
both as inventors.
― 1999, Schwendimann filed patent application with Schwendimann as sole inventor.
― All 3 applications assigned to ACT.

― In 2001, ACT transferred assignment to Schwendimann (“2001 Security Agreement”).
― But two assignments not finalized until 2003, and law firm (SLW) filed incorrect assignment for
one.
― Schwendimann sued for infringement and defendants argued lack of standing for lack of
ownership.
― 2011 mistake found and then ACT assigned patents to Schwendimann and recorded with USPTO.
― DC: granted summary judgment to Schwendimann on standing; no issue of material fact that ACT
assigned application in 2002.
― Jury trial and judgment of willful infringement and damages.
― FC: Affirmed (2-1)
―
―
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Schwendimann was a patentee entitled to sue for infringement of the ’845 patent because she is the assignee of the ’845 application
and holds legal title to both that application and the subsequent ’845 patent.
“the District Court properly reformed the Hand-Altered Copy as an assignment for the ’845 application and determined that Ms.
Schwendimann was the “patentee” as of the date that the handwritten instrument was submitted to the USPTO.”

“Applicants”
and
Correcting or Changing Applicant
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Applicants Under AIA
• In AIA applications, WHO can be an Applicant has
changed:
―inventor(s), or
―under AIA §118, three types of non-inventor
applicants:
(1) assignee;
(2) the party to which the inventor(s) has an
obligation to assign;
(3) a party that shows a sufficient proprietary
interest.
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Non-Inventor Applicants
• Can only be designated through use of an Application
Data Sheet (ADS).
• If Applicant is an organizational entity, it must be
represented by a registered practitioner.
• Can choose to not be the Applicant.

• If named on ADS, then Applicant must perfect rights
to act before payment of issue fee.
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The “Applicant”
• If application is being prosecuted by “Applicant,” then
Applicant should execute the Power of Attorney.
• No requirement to satisfy § 3.71 or § 3.73 for
Applicant who is initially named in ADS.
― PTO will accept the signature of a practitioner of record on a
§3.73(c) statement on behalf of the assignee without requiring
further evidence of the practitioner’s authority to act on behalf
of the assignee.
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Correcting Applicant

Form PTO/AIA/41
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Correcting Inventorship
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Incorrect Inventorship
All persons who conceived of claimed subject matter must be
named as inventors.
If inventorship incorrect, the patent is invalid unless
inventorship is remedied.
Good news: inventorship can be corrected and is
easier under AIA.

Bad news: may be additional effects due to
omitted/added inventor
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Correcting Inventorship
of Provisional Application
37 CFR 1.48 (d) Provisional application.
Once a cover sheet as prescribed by § 1.51(c)(1) is filed in
a provisional application, any request to correct or change
the inventorship must include:
(1) A request, signed by a party set forth in § 1.33(b), to correct
the inventorship that identifies each inventor by his or her legal
name in the preferred order; and
(2) The processing fee set forth in § 1.17(q).
See Form PTO/AIA/40
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Correcting Inventorship
of Non-Provisional Application
Requirements:
✓ An ADS listing correct inventors;
✓ A processing fee (1.17(i));

✓ IF any newly added inventor(s), an oath or declaration (or substitute
statement) for the newly added inventor(s);
✓ IF correction is filed after an Office Action on merits:
• an additional fee (1.17(d)) OR
• a statement that inventorship change is due solely to cancellation
of claims.
37 CFR 1.48(a)-(c), (f)
See Form PTO/AIA/40
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Correcting Inventorship
of 371 National Stage Application
For §371 national stage entry, can correct inventorship by
filing Application Data Sheet with application.
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Correcting Issued Patent
• May use Certificate of Correction (COC) or Reissue
Certificate of Correction: 35 U.S.C. § 256
Whenever through error a person is named in an issued
patent as the inventor, or through error an inventor is
not named in an issued patent, the Director may, on
application of all the parties and assignees, with
proof of the facts and such other requirements as may
be imposed, issued a certificate correcting such error.
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Correcting Issued Patent
37 CFR 1.324. Correction of inventorship in patent, pursuant to 35 U.S.C. 256.
(b) Any request to correct inventorship of a patent pursuant to paragraph (a) of
this section must be accompanied by:

(1) A statement from each person who is being added as an inventor and
each person who is currently named as an inventor either agreeing to the
change of inventorship or stating that he or she has no disagreement in
regard to the requested change;
(2) A statement from all assignees of the parties submitting a statement
under paragraph (b)(1) of this section agreeing to the change of
inventorship in the patent, which statement must comply with the
requirements of § 3.73(c) of this chapter; and
(3) The fee set forth in § 1.20(b).
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Correcting Issued Patent
• Use COC if:
―All involved parties are available and agree to the
change,
―Only correcting inventorship.

• Otherwise, use reissue (i.e., if provisions of 35 U.S.C.
§ 256 and 37 C.F.R. §1.324 do not apply).
―Failure to name correct inventive entity is an error
correctable by reissue under 35 U.S.C. §251.
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Potential Effects
of Incorrect Inventorship
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Effect of Incorrect Inventorship
35 U.S.C.§ 116 (as amended by AIA)
…

35 U.S.C.§ 256 (as amended by AIA)

…

70

Reason for Correcting Does Not Matter
Egenera, Inc. v. Cisco Sys., Inc., 972 F.3d 1367 (Fed. Cir. 2020)

District court and IPR proceedings.
• Egenera: realized that all claim limitations had been
conceived before one of the listed inventor, Schulter, started
working there.
― Responded to IPR petition and then separately petitioned PTO to
remove Schulter as listed inventor.
― Would allow Egenera to antedate asserted reference.

• IPR petition denied.
• PTO granted petition to remove Schulter’s name.
• Cisco: moved for summary judgment of invalidity based on
failure to name Schulter as inventor of the structure
corresponding to the claimed function.
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Reason for Correcting Does Not Matter
• Egenera (cont’d)
― District Court: patent invalid
― removal of inventor by petition was “a considered act that is
unlikely to qualify as an omission ‘through error.’”
― judicial estoppel precluded patentee from adding the inventor
back onto patent under 35 U.S.C. § 256(b)

― Federal Circuit: vacated invalidity judgment and remanded
― Our precedent recognizes that a patent cannot be invalidated if
inventorship can be corrected instead.
― Statute: “The error of omitting inventors or naming persons who
are not inventors shall not invalidate the patent in which such
error occurred if it can be corrected as provided in this section.”
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Reason for Correcting Does Not Matter
Egenera (cont’d)
Federal Circuit: We hold that the AIA did not narrow the meaning of
‘error.’ Accordingly, § 256 does not exclude ‘considered acts,’ or
even ‘deceptive intention,’ from the meaning of ‘error.’ … ‘Error’
is simply the incorrect listing of inventors.”
― Egenera’s assertion that Schulter was incorrectly listed as an inventor
occurred before claim construction was argued to include a MPF term
― the court rejected Egenera’s construction in a way that also illuminated Mr.
Schulter’s necessary presence as an inventor.

― After a three-day trial, and this appeal, the claim-construction and
inventorship questions have at last been resolved. Because of these legal
determinations, in retrospect, Egenera’s assertion in its inventorship
petition was incorrect: Mr. Schulter was an inventor. According, we conclude
that Mr. Schulter’s omission was “error.”
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Judicial Estoppel
Egenera (cont’d)
Federal Circuit: Criteria for judicial estoppel not met (New Hampshire* factors)
(1) whether a party’s earlier and later positions are “clearly inconsistent”—that
is, “mutually exclusive”;
― “[D]istrict court’s claim construction and inventorship determination justify any
seeming inconsistency.”

(2) whether the party “succeeded in persuading a court to accept” the earlier
position;
― “…we disagree that a § 256 petition, without more, counts as ‘persuasion’ of a
“court” for judicial-estoppel purposes.”

(3) whether the party would “derive an unfair advantage or impose an unfair
detriment” on the other side if not estopped.
― “no unfair advantage or unfair prejudice in refusing to estop Egenera.”
* New Hampshire v. Maine, 532 U.S. 742, 750–51 (2001).
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35 U.S.C. § 256
…
The error of omitting inventors or naming persons who
are not inventors shall not invalidate the patent in
which such error occurred if it can be corrected as
provided in this section….
➔ absent fraud or deceptive intent,
correction of inventorship does not affect the validity
or enforceability of the patent for the period before
the correction.
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Risk Of Naming Wrong Inventors
Intentional failure to name collaborating joint
inventors may result in a finding of unenforceability
due to inequitable conduct against the named
inventors.
― PerSeptive Biosystems, Inc. v. Pharmacia Biotech, Inc., 225
F.3d 1315 (Fed. Cir. 2000)

― Failure to name individuals from collaborating company
and lab technician who participated in experiments.
― Frank's Casing Crew & Rental Tools v. Pmr Techs., 292 F.3d
1363 (Fed. Cir. 2002)
― Bd. of Educ. v. American Bioscience, Inc., 333 F.3d 1330,
1344 (Fed. Cir. 2003)
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AIA - 35 U.S.C.§115(h)(3)
“Savings Clause”
1)

2)
3)
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IN GENERAL. - Any person making a statement required
under this section may withdraw, replace, or otherwise
correct the statement at any time. If a change is made in
the naming of the inventor requiring the filing of 1 or more
additional statements under this section, the Director shall
establish regulations under which additional statements may
be filed.
…
SAVINGS CLAUSE. – A patent shall not be invalid or
unenforceable based upon the failure to comply with the
requirement under this section if the failure is remedied as
provided under paragraph (1).

Additional Potential Effects
of Incorrecting Inventorship
Adding an inventor could:
(1) complicate patent ownership;
(2) impact the duty of disclosure to the PTO;
(3) require adding information to the U.S. application to
comply with the best mode requirement of § 112.
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Challenges to Patents
Based on Inventorship

79

Unnamed Inventor
An unnamed inventor has the following choices*

File a protest against other’s
application under Rule 291
alleging fraud or incorrect
inventorship
File own application (provoke interference)

File § 256 action in district court
to correct inventorship

*Sign-a-Way, Inc. v. Mechtronics, 2000 U.S. App. LEXIS 6230 (Fed. Cir. 2000)(unpublished)
80

Patent Litigation Allegations Of Misjoinder Or Nonjoinder
• Standard = Clear and convincing evidence
― Evidence must be corroborated
• Stakes are high: each inventor enjoys a presumption of ownership of
entire patent.
• If burden of proof is satisfied, patentee should be given opportunity
to correct inventorship under §256.
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UnnamedINVENTORSHIP
Inventors - § 256 Action
Yeda Research and Development Co. Ltd. v. ImClone Sys., Inc.,
443 F.Supp.2d 570 (S.D.N.Y. 2006)

• Claims drawn to a method of inhibiting the growth of human cancer cells by
administering an unconjugated mixture of certain monoclonal antibodies with an
anti-cancer drug.
• Two monoclonal antibodies created by named inventors.
• Nonjoined scientists obtained antibodies, performed experiments, and
discovered a synergistic effect when mixed with chemotherapy drugs.
•DC: Ordered PTO to issue Certificate of Correction changing patent inventors
• nonjoined scientists are inventors; named inventors are not
•35 U.S.C. § 256 to correct inventorship to remove named inventors and to
add 3 other scientists.
• no joint inventorship
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Misjoined Inventors - § 256 Action
Whitewater West Indus. Ltd. v. Alleshouse, 17-cv-00501(S.D.Cal. Mar.27,
2019)
• Plaintiff: patented inventions originated from Alleshouse’s work for Plaintiff (and
should be assigned to Plaintiff) and Yeh should be removed as a co-inventor.

•D. Court: Alleshouse was sole inventor and patents should be assigned to Plaintiff
• PTO shall correct the patents’ inventorship.
•“The evidence supports a finding that Mr. Alleshouse alone conceived of
the inventions, and that Mr. Yeh’s contributions occurred thereafter and are
insufficient under the law.”
•Mr. Yeh helped reduce to practice, but did not contribute to
conception.
•Any alleged patentable contributions by Yeh were rejected by the PTO
or were in the prior art.
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Laches - § 256 Action
Hor v. Chu, 699 F.3d 1331 (Fed. Cir. 2012)
Held: § 256 claim for correction of inventorship does not
accrue until the patent issues
•

An individual who believes himself or herself to be an omitted inventor
has 6 years from the date that the patent issues to attempt to correct
the inventorship of that patent, or else presumption of laches will apply.
―

•
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even if the individual knows of the inventorship problem before
the patent issues.

Omitted inventor's failure to seek correction under 35 U.S.C. § 116 or
135 does not prevent the inventor from challenging inventorship under
§ 256.

Derivation Proceedings at USPTO
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Typical Derivation Fact Pattern

Inventor/Petitioner
• Discloses idea to
Alleged Deriver

Alleged Deriver
• Files patent application
without permission

Patent Office
• Publishes
application or
patent*

*Date of first publication of allegedly
derived claim starts 1 year time bar clock.
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Derivation Proceedings

•

AIA inventorship disputes where an applicant/patentee is alleged to have “derived”
the invention from a petitioning applicant.

•

Filed with Patent Trial & Appeal Board (PTAB).
•
•

•
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Procedural rules similar to IPR, PGR, & CBM.
Different substantive requirements.

Rarely filed and rarely instituted.

Institution and Beyond
Institution standard: whether the petition demonstrates substantial
evidence that, if unrebutted, would support the assertion of
derivation ( 37 C.F.R. § 42.405(c))
• discretionary and not appealable.
• requires showing of conception and communication of conception
― each corroborated by evidence, including at least one affidavit
supporting assertion of communication of the derived invention and
absence of authorization to file a patent application to the same.

See 77 FR 48766-67
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Remedies

• PTAB may:
― change inventorship,
― reject or cancel Respondent’s claims.

• Parties may:
― settle,

― submit to binding arbitration
35 U.S.C. §135
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Thank You!
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