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I. Landscape of 35 U.S.C. § 101: Statutory Text

“Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof, may
obtain a patent therefor, subject to the conditions and
requirements of this title.”
35 U.S.C. § 101 (emphasis added)
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I. Landscape of 35 U.S.C. § 101

A Brief History Of The Pre-1952 Jurisprudence In This Area

-Early
commentators
defined
“patentable
subject matter”
in terms of an
“inventive act.”
(I William C.
Robinson, “THE
LAW OF PATENTS
FOR USEFUL
INVENTIONS,” §
69 (1890))

©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

8

I. Landscape of 35 U.S.C. § 101

A Brief History Of The Pre-1952 Jurisprudence In This Area

•

Le Roy v. Tatham, 55 U.S. 156
(1852): Supreme Court
acknowledges that that there are
limits to patentability

•

Influential dissent by Justice Nelson
paved the way for the “practical
application” test

•

“Practical application” framework
distinguished claims that embodied
a principle in the abstract from
claims that employed a principle as
patentable

“… [A] principle is not
patentable. A principle, in the
abstract, is a fundamental truth;
an original cause; a motive;
these cannot be patented, as no
one can claim in either of them
an exclusive right… Through the
agency of machinery a new steam
power may be said to have been
generated. But no one can
appropriate this power exclusively
to himself, under the patent laws.”
Le Roy, 55 U.S. at 174-75 (majority opinion)
(emphasis added)
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I. Landscape of 35 U.S.C. § 101

A Brief History Of The Pre-1952 Jurisprudence In This Area
Slowly but surely, more precise judicially-established exceptions to
patent-eligibility emerged.

•

Laws of Nature

• O'Reilly v. Morse, 56 U.S. 62 (1854) initiated this exception to patentable
subject matter

•

Physical Phenomena

• Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948) declared a
mixture of naturally occurring bacteria unpatentable because it was a product
of nature

•

Abstract Ideas

• Rubber-Tip Pencil Co. v. Howard, 87 U.S. 498 (1874) found the only novel
aspect of the invention (small piece of rubber eraser attached to the blunt
end of a pencil) was the idea that a pencil would cling to an enclosed piece
of rubber. Patent protection was denied by the Court.
©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

10

I. Landscape of 35 U.S.C. § 101

The 1952 Act And Growth Of Business Method Patents

•

Case law continued to develop after some small amendments
were made to Section 101 as part of the 1952 Act (“art” changed
to “process”)

•

Paving the way for the proliferation of “business method patents”
• E-commerce, Insurance, Banking, Tax Compliance, etc.

•

Since the early 2000s, commentators have noted a “patent flood” in
this area.
• Michael J. Meurer, Business Method Patents and Patent Floods,
WASH. U. J.L. & POL’Y 309 (2002)

• John R. Allison and Emerson H. Tiller, The Business Method
Patent Myth, 18 BERKELEY TECH. L.J. 987 (2003)
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I. Landscape of 35 U.S.C. § 101

The State Of The Law Leading Up To Bilksi: Benson, Flook and Diehr

•

Business method patents are patent-eligible (assuming other criteria
for patentability, such as novelty and non-obviousness, have been
met)

• Post-1952 test for a §101 “process” required the process to be
tied to a machine or transform an article into a different state
or thing (Gottschalk v. Benson, S.Ct. 1972).

•

Math algorithm applied for a practical result is patentable (Diamond v.
Diehr, S.Ct. 1981).
…BUT!

• Math algorithm itself is an abstract idea unless put to use:
“useful, concrete and tangible result[.]” State Street (Fed. Cir.
1998); AT&T v. Excel (Fed. Cir. 1999).

• Unpatentable algorithm not patentable by adding minor postsolution use (Parker v. Flook, S.Ct. 1978).
©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

12

I. Landscape of 35 U.S.C. § 101
The Bilksi Decision: Case History

•

Bilski invention claimed “[a] method for managing the
consumption risk costs of a commodity sold by a commodity
provider at a fixed price[.]”

• i.e., predicting commodities prices using historical
price data or, “hedging”

•
•

Rejected during prosecution under §101, affirmed by BPAI
Rejection affirmed by CAFC on October 30, 2008

• State Street Bank test discarded by the Court
• “Machine or Transformation Test” adopted as
exclusive test for determining a § 101 “process”

©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

13

I. Landscape of 35 U.S.C. § 101

The Bilksi Decision: Awaiting The Supreme Court’s Highly Anticipated Opinion

•

Argued before the Supreme Court on November 9, 2009

•

Bilski contended at oral argument that “machine or
transformation” test too rigid, would exclude “innovations of
tomorrow”

•

“Expected outcome” was for the Court to affirm the “machine or
transformation” test

•

Usual patent decision from Supreme Court takes 90 days

•

Bilski decision not issued for 6 months, on last day of 2010
session.
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I. Landscape of 35 U.S.C. § 101
The Supreme Court Bilksi Opinion

•

Three separate opinions (Kennedy, Stevens, Breyer)
-Bilski invention was unpatentable abstract idea (9-0)
-Machine-or-transformation is the main test for statutory
process (9-0)
-Business methods are patent-eligible (5-4)

•

Eligibility for patenting is broadly construed under §101:

• No categorical exclusion for business methods or software
• Recognized exclusions are principles of nature, natural
phenomena, and abstract ideas.

• State Street/AT&T v. Excel test effectively overruled.
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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I. Landscape of 35 U.S.C. § 101
The Supreme Court Bilksi Opinion

•

“Machine or transformation” test applies to process
inventions.

•

But “machine or transformation” test is not sole test
(albeit a “useful and important clue, an investigative
tool” for §101 analysis)

•

Like the CAFC, the Supreme Court opinion also
relies on the Diehr-Flook-Benson cases
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I. Landscape of 35 U.S.C. § 101
A. Fallout Since Bilski

•

Remaining questions after Bilski:

• Has quest ended for a “business method” exclusion?
• Is machine or transformation a test for identifying an abstract idea?
• What is the abstract idea test? What is an abstract idea?
• Is machine-or-transformation a safe harbor? Is there still a separate
“preemption analysis” hurdle?

• What effect will this decision have on patent litigation? (e.g., will
§101 issues be litigated on summary judgment more frequently?)

• What will be effect on patent prosecution before PTO?
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I. Landscape of 35 U.S.C. § 101
B. PTO Approach and Guidance

The PTO has struggled to provide patent applicants with useful
patentable subject matter guidelines in light of the Court’s decision.

Factors Weighing
Toward Eligibility

Factors Weighing Against
Eligibility

“Machine implements the
claimed steps”

“Machine is merely an
object on which the
method operates”

“Claim is directed toward
applying a law of nature”

“Law of nature is applied
in a merely subjective
determination”

“The claim is more than a
mere statement of a
concept”

“The claim only states a
problem to be solved”

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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I. Landscape of 35 U.S.C. § 101
B. PTO Approach and Guidance

Additional “guidance” provided to patent examiners after Bilski:

June 28, 2010 Memorandum to the Examining Corps (Excerpts)
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

Post-Bilski, the Federal Circuit has struggled to make sense of the Court’s
opinion.

• Research Corp. Techs. Inc. v. Microsoft Corp. (Fed. Cir. 2010)
• Digital image “halftoning”
• Abstract Idea” exception – no rigid test
• Incorporation of algorithms and formulas does not preclude patent
eligibility, unless “manifestly abstract”

• Classen Immunotherapies, Inc v. Biogen IDEC (S. Ct. 2010)
• Vaccine immunization schedule
• Fed. Cir. determination of unpatentability reversed by S. Ct. in light
of Bilski

• On remand, Fed. Cir. decided that the claims achieved “[p]ragmatic
thoroughness,” and requirements of §101 had been met
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Cybersource Corp. v. Retail Decisions, Inc., 654 F.3d 1366 (Fed. Cir. 2011)

• United States Patent No. 6,029,154 - Method for verifying a valid
credit card transaction comprising the steps of:

• collecting information about previous credit card transactions
from IP addresses

• Generating a map of credit card numbers and IP addresses
• Using the generated map to determine if transaction is valid
• Dependent claim directed to computer readable medium containing
programming instructions for method

• District court granted summary judgment of invalidity under section
101 under “machine-or-transformation” test.

• In affirming the district court’s judgment, Federal Circuit noted the
Diehr-Flook-Benson trinity of ineligible subject matter

• Laws of nature, physical phenomena, and abstract ideas
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Cybersource Corp. v. Retail Decisions, Inc., 654 F.3d 1366 (Fed. Cir. 2011)
– Cont.

• Several factors as to why claims are not patent eligible
• Purely mental processes are ineligible for patent protection under
that precedent and all of the steps of the claimed method could be
performed entirely in the mind or on a piece of paper

• Application of only human intelligence to solution of practical
problem is a claim to a “fundamental principle”

• Method not limited to any specific formula or algorithm, but
encompasses any means for performing the method

• But isn’t this a “full scope of the claims” enablement issue under
section 112?

• Limitation to the Internet does not save claims, as it is described as
only source of data and “data-gathering steps cannot make an
otherwise nonstatutory claim statutory.”
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Cybersource Corp. v. Retail Decisions, Inc., 654 F.3d 1366 (Fed. Cir. 2011)
– Cont.

• Beauregard claim cannot survive either
• Federal Circuit rejects CyberSource’s argument that attaching an
unpatentable mental process with a machine or article renders a claim
patentable

• Looking at underlying purpose of claim, it is to patent credit verification
method, “not a manufacture for storing computer-readable information.”

• Further, a machine must play a significant part in permitting the claimed
invention to be performed and impart meaningful limitations on the
claim scope

• Here, appending a computer storage medium does not meaningfully
limit the scope of the claim

• “[M]erely claiming a software implementation of a purely mental process
that could otherwise be performed without the use of a computer does
not satisfy the machine prong of the machine-or-transformation test.”
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323 (Fed. Cir. 2011)

• United States Patent No. 7,346,545 – Method of distributing copyrighted
product over Internet for free in exchange for viewing ads.

• Claims directed to process of information exchange and content
distribution , including tracking of ad view counts

• District court granted Rule 12(b)(6) motion for lack of patentable subject
matter without benefit of claim construction. On appeal, Federal Circuit
reverse the district court and finds the invention patent eligible

• Federal Circuit refuses to require formal claim construction prior to
adjudicating patentability under section 101

• But Federal Circuit notes that claim construction “can enlighten, or
even answer, questions about subject matter abstractness” A mild
suggestion that claim construction should occur first?
• But see Fuzzysharp Tech. Inc. v. 3D Labs. Inc., 447 Fed. Appx. 182 (Fed. Cir.
2011) reversing and remanding for claim construction; In re: Certain Video Game
Machines and Related Three-Dimensional Pointing Devices, USITC Inv. No. 337TA-658 (2009) (refusing to address section 101 issue until after claim
construction)
Goodwin Procter LLP
©2012
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323 (Fed. Cir. 2011) – Cont.

• Federal Circuit notes that the scope of section 101 is broad and that it is
a coarse filter for patent eligibility

• While the machine-or-transformation is a useful tool, it has “less
application to inventions of the Information Age”

• Court notes the inherent difficulty of setting a test for the “abstract”
category

• “should exhibit itself so manifestly as to override the broad statutory
categories of eligible subject matter and the statutory context that
directs primary attention on the patentability criteria of the rest of the
Patent Act.”

• I know it when I see it?
• Here, the challenged claims are directed to an invention with a tangible
application of distributing and monetizing copyrighted content

• But don’t other claims that were found to be ineligible also have
specific application?
Goodwin Procter LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323 (Fed. Cir. 2011) – Cont.

• But don’t other claims that were found to be ineligible also have
specific application? Bilski – hedging risk; Cybersource –
clearinghouse for Internet credit transactions.

• How is this a principled distinction?
• Federal Circuit notes that using advertising as currency is an old and
abstract idea, but that the specific steps of the claimed method serve to
limits its application

• Notes that many steps will require complex computer coding,
extensive user interface, and require use over the Internet

• But how is that any different than Cybersource? Complexity?
• Indeed, the court notes that use of the Internet to practice a
method does not entail patentability

•

Court also distinguishes Cybersource by the level of human interaction
required to perform the method

©2012
Goodwin
Procter
Goodwin
Procter
LLP LLP and Winston & Strawn LLP

26

II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Dealertrack, Inc. v. Huber, 101 U.S.P.Q.2d 1325 (Fed. Cir. 2012)

• United States Patent No. 7,181,427 – Computer-aided method for
processing credit applications over electronic networks

• Claims directed to selecting and forwarding credit application data
to funding sources for automobile financing

• District court granted summary judgment that claims were not patent
eligible under machine-or-transformation test

• D. Ct. found that since only a general purpose computer
programmed in an unspecified manner was disclosed and claimed,
it did not meet the “machine” prong of the test

• On appeal, Dealertrack argues that claims are not abstract because the
address a long-felt problem in credit application processing and provide
a concrete and specific solution

• Huber counters that claims preempt all manner of sending information
back and forth and specific times and sequences from dealer to lender
or lender to lender, and are therefore abstract
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Dealertrack, Inc. v. Huber, 101 U.S.P.Q.2d 1325 (Fed. Cir. 2012) – Cont.

• Federal Circuit affirms district court and holds the claims are patent
ineligible

• The court again notes that abstractness should be manifestly exhibited
in the claims

• In this case, claims would preempt a fundamental concept
(information exchange between dealers and lenders) and would
foreclose further development in such technology

• Federal Circuit construes claims as three simple steps: 1) receiving
data from a source, 2) selectively forwarding data, and 3) returning
reply data to the initial source

• Sees this as an attempt to preempt the clearinghouse concept.
• Accord with Cybersource.

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Dealertrack, Inc. v. Huber, 101 U.S.P.Q.2d 1325 (Fed. Cir. 2012) – Cont.

• Computer-aided limitations or restrictions of field of use are not saving
of the claims

• Different than Ultramercial as no specific level of involvement or
detail is claimed and not extensive human interface required

• Idea is too broad for patent protection?
• Note J. Plager dissent, however
• Judge Plager asserts that section 101 should only be addressed as
a last resort and that courts, using their inherent powers to control
litigation to require parties to address section 102, 103, and 112
issues first

• Cautious to “not foray into the jurisprudential morass of section 101
unless absolutely necessary

• Theme repeated by practioners and in Prometheus – specific tests
for patentability should eliminate almost all of these types of patents
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Fort Properties, Inc. v. American Master Lease LLC, 671 F.3d 1317 (Fed.
Cir. 2012)

• United States Patent No. 6,292,788 – Investment tool method enabling
parties to buy and sell realty without incurring tax liability

• Claims directed at creating a real estate portfolio, encumbering the
portfolio property with a master agreement, and dividing the portfolio
properties into a plurality of tenant-in-common deeds subject to the
master agreement

• District court invalidated the claims under machine-or-transformation
test

• Claims not tied to specific machine, even a general purpose
computer

• No articles are transformed, only legal relationships and ownership
interests

• Federal Circuit affirms, although it notes that machine-or-transformation
test is no longer exclusive
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

Fort Properties, Inc. v. American Master Lease LLC, 671 F.3d 1317 (Fed.
Cir. 2012) – Cont.

• Federal Circuit starts with the Diehr-Flook-Benson trinity of ineligible
subject matter

• The claims disclose a method not tied to any particular instrumentality
• Ties to real world constructs such as deeds and contracts do not
transform an unpatentable abstract idea into a patentable invention

• Here, the base invention is an investment arrangement for avoid tax
liability

• The question is whether the claim as a whole recites sufficient physical
activity to constitute patentable subject matter

• Claims directed to post-solution activity of generating deedshares in
portfolio or those calling having computer-aided limit are also ineligible

• Post-solution activity must be meaningful and impart clear
limitations on scope of the patent claim. Here, computer-aided
limitation does not play a significant part of method
Goodwin
Procter
LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

MySpace, Inc. v. GraphOn Corp., 101 U.S.P.Q.2d 1873 (Fed. Cir. 2012)

• Declaratory judgment action
• Various patents directed to creation, modification and storage of
database records over a computer network

• District court invalidated claims for anticipation and obviousness
• Federal Circuit affirms that finding
• The argument between the majority (J. Plager) and the dissent (J.
Mayer) is whether section 101 should be addressed as a threshold
question

• Note J. Plager’s dissent in Dealertrack. We know how he feels.
• J. Mayer dissent asserts that section 101 is an antecedent question that
must be addressed prior to analyzing validity under the specific
patentability sections

• Views the GraphOn claims as broader and having more pernicious
effect that the Bilski claims, and would invalidate on that basis
Goodwin
Procter
LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

MySpace, Inc. v. GraphOn Corp., 101 U.S.P.Q.2d 1873 (Fed. Cir. 2012) –
Cont.

• Majority sees the difficulty in addressing section 101 as a initial question
is that “the answer in each case requires the search for a universal
truth: in the broad sweep of modern innovative technologies, does this
invention fall outside the breadth of human endeavor that possibly can
be patented under section 101.”

• Majority would rather focus on specific patentability sections first, and
then turn to section 101 only if the application of those sections does
not provide a clear answer

• Meaning, if we can invalidate under sections 102, 103 or 112, there
is no need to enter the “swamp of verbiage” and “murky morass” of
section 101 jurisprudence

• District courts have inherent authority to control the litigation
process and should require analysis of the specific patentability
sections first

• Supreme Court has adopted policy of not deciding cases on broad
grounds when more specific statutes can decide the matter
Goodwin
Procter
LLP LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Federal Circuit Decisions

•

MySpace, Inc. v. GraphOn Corp., 101 U.S.P.Q.2d 1873 (Fed. Cir. 2012) –
Cont.

• This process would avoid the section 101 toss-in in every defendant’s
response, much like pre-Therasense inequitable conduct allegations

• Majority recognizes, however, that there may be cases where the claim
is so far over the section 101 line that it may be resolved on that basis
as an initial matter

• Again, “I know it when I see it.”

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent International Trade Commission Decisions

The ITC has become an important venue for patent litigation due to its
compressed time limits and ability for a mandatory exclusion order.
Several cases post-Bilski have addressed the section 101 issue

•

In re: Certain GPS Devices, USITC Inv. No. 337-TA-602 (2009) – Patents
directed to locating and communicating between GPS receivers and
satellites

• Before ALJ, respondents argue that claims are directed to nothing more
than providing data inputs and carrying out a mathematical calculation
for determining GPS receiver locations

• ALJ disagrees, holding that under State Street Bank, a claim that
transforms data and presents a practical application of an algorithm is
patentable if it produces a tangible result

• ALJ finds further that because the claimed system is tied to specific
machines – GPS receivers – they also state eligible subject matter

• While Bilski isn’t cited in ALJ’s opinion, this looks a lot like a
machine-or-transformation test
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent International Trade Commission Decisions

•

SIRF Tech. v. ITC, 601 F.3d 1319 (Fed. Cir. 2010) – SIRF, respondent in
ITC, appeals to the Federal Circuit

• Commission refuses to overturn ALJ’s determination on this issue, even
under Bilski standard

• Federal Circuit Bilski comes out in the interim, but not the SCOTUS
opinion

• Federal Circuit affirms ALJ’s and Commission’s determination that
asserted patents recite eligible subject matter

• Federal Circuit finds requirement that system has GPS receives is
dispositive

• The use of GPS receivers provides meaningful limits on the scope
of the claims

• GPS receives play a significant part in permitting the claimed
method

• No evidence that claimed calculations can be performed in human
mind
Goodwin
Procter
LLP LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent International Trade Commission Decisions

•

In re: Certain Flash Memory, USITC Inv. No. 337-TA-685 (2010)

• Involves patents directed to method for manufacturing semiconductor
substrates, such as silicon wafers, where certain process variable used
during photolithography can be automatically set based on certain past
processing parameters

• Patents owned by Samsung
• Respondents Spansion argues on summary judgment that the claims
“constitute nothing more than an attempt to patent the absract idea of
applying a recursive mathematical function with an error correction step
to a non-specific method of semiconductor manufacture,” drawing an
analogy to Flook, and relying on SCOTUS’ Bilski opinion.

• ALJ finds that Spansion fails to meet its burden in showing the claims
are directed to unpatentable subject matter

• ALJ initial notes that Spansion failed to provide any expert testimony on
summary judgment supporting its position that the claims are directed to
no more than abstract ideas
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent International Trade Commission Decisions

•

In re: Certain Flash Memory, USITC Inv. No. 337-TA-685 (2010) – Cont.

• Spansion also fails to consider the invention as a whole, instead
focusing on a single claim element of mathematical averaging and
relying on the fact that semiconductor fabrication is well-known in the
prior art

• ALJ states that this argument fails to recognize that the invention as a
whole is directed to a “novel and useful industrial process for
manufacturing semiconductor devices, which was motivated by and
solved a real-world problem experienced by Samsung in its
semiconductor fabrication facilities: automatically controlling the
processing of semiconductor devices without using per-lot sampling”

• ALJ finds that the element direct to mathematical averaging does not
destroy patentability, relying on Diehr

• Otherwise statutory subject matter does not become nonstatutory by
the addition of a mathematical formula

• Further, post-solution activity is significant and provides real limitations
on the claims – the finishing of semiconductor devices
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent International Trade Commission Decisions

•

In re: Certain Machine Vision Software, USITC Inv. No. 337-TA-680 (2010)

• Investigation involves machine vision system patents that include
“pattern location” and “pattern inspection” methods

• Claims directed to method for determining the presence or absence
of certain patterns in an image and for determining the location of
identified patterns

• In earlier order, ALJ denies motion for summary judgment of invalidity
under section 101 for two reasons:

• ALJ would like the benefit of claim construction
• ALJ believes a more full development of the pertinent facts will
assist in the patent eligibility inquiry

• After further factual development, ALJ invalidates patents under section
101.

• ALJ finds that the claims are directed at “algorithms that perform
calculations on digital images without effecting any real-world result”
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent International Trade Commission Decisions

•

In re: Certain Machine Vision Software, USITC Inv. No. 337-TA-680 (2010)
– Cont.

• ALJ notes that claims are not tied to any particular article of
manufacture, such as a vision machine

• Claims are only directed to “abstract ideas for the processing and
calculation of data

• Claims fail machine-or-transformation test
• ALJ notes that test is non-exclusive and only a useful tool
• ALJ finds claims are analogous to those in Benson for converting
binary-coded decimal numbers to pure binary code

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Subsequent Supreme Court Decision

Recently, the Court attempted to clarify its position in Mayo Collaborative
Servs. v. Prometheus Labs. (S.Ct. 2012)

•

Patent-in-suit related to use of
thiopurine drugs in the treatment
of autoimmune diseases

• Complex Procedural History

6-thioguanine
(“6-TG”)

• District court found patent invalid for claiming natural phenomena
• Fed. Cir. reversed the lower court, remanded by the S.Ct. for
reconsideration under Bilski decision

• Fed. Cir. affirmed its earlier conclusion of validity
• Appealed back up to S. Ct.

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Supreme Court and Federal Circuit Decisions

The Prometheus Court found claims to be unpatentable

• Prometheus had not done “enough” to transform basic principle re:
relationship between concentrations of metabolites in the blood and
likelihood that the dosage will be ineffective.

• Continued reliance on Diehr, Benson, and Flook
• Does the Prometheus opinion signify the return of §101/ §103 “point
of novelty” inquiry (Freeman-Walker-Abele)?

“…Einstein, we assume, could not have patented his famous law by claiming a
process consisting of simply telling linear accelerator operators to refer to the
law to determine how much energy an amount of mass has produced (or vice
versa). Nor could Archimedes have secured a patent for his famous principle
of flotation by claiming a process consisting of simply telling boat builders to
refer to that principle in order to determine whether an object will float.”
©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

Prometheus at 1297.
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent Supreme Court and Federal Circuit Decisions

•

The Prometheus Court did not offer much guidance as to why what
the patent claims did was “enough” to constitute transformation.

•

Echoing Judge Rader’s concerns in the Federal Circuit Bilski dissent

“To put the matter more
precisely, do the patent claims
add
enough
to
their
statements of the correlations
to allow the processes they
describe…? We believe the
answer to this question is no.”

Justice Breyer in Prometheus
(majority opinion) (emphasis in
original)
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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“In sum, this court today invents
several
circuitous
and
unnecessary tests. It should
have merely noted that Bilski
attempts to patent an abstract
idea.
Nothing
more
was
needed. Instead this opinion
propagates
unanswerable
questions: What form or
amount of ‘transformation’
suffices? ”

Judge Rader in Bilski (dissenting opinion)
(emphasis added)
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent District Court Decisions

•

Every Penny Counts, Inc. v. Bank
of America Corp. (M.D. Fla. May
27, 2009)

• Decided between Federal Circuit
and S.Ct. opinions

• “Rounding program” concept for
rounding up transaction amounts
using charge card to fund a
savings account

• Apparatus claims invalidated under
the machine-or-transformation test

U.S. Pat. No. 6,112,191, Fig. 9B
©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

44

II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent District Court Decisions

•

H&R Block Tax Services,
Inc. v. Jackson Hewitt Tax
Service, Inc. (E.D. Tex. Feb
2, 2011)

• Tax refund system where
taxpayer receives $$ based
on estimated tax refund

• Magistrate
recommendation

• Applied machine-ortransformation test and
“meaningful limits” test

• Patent invalid in light of
the Bilski decision
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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U.S. Pat. No. 7,177,829, Fig. 2
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent District Court Decisions

•

Digitech Information
Services, Inc. v. BMW
Financial Services (M.D. Fla.
Mar. 30, 2012) (postPrometheus

• Two-tier investment strategy
where investors purchase
equipment leases expected
to generate high returns and
then invest those returns in
higher-risk investments

• Machine-or-Transformation
test applied, followed by
“abstract idea” inquiry

• Claims held unpatentable
©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

U.S. Pat. No. 7, 397,180, Cover Page
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent BPAI Decisions

•
•

Initial Impact of the Fed. Cir. decision
Between Oct. 2008 and May 2009, the BPAI mentioned Bilksi
in 44 cases (mostly related to software inventions).

• Board raised a new ground of rejection based on
patentable subject matter 20 times

• Board reversed an Examiner’s decision to reject a claim
under 35 U.S.C. §101 12 times.
Stephanie Fusco, In re Bilski: A Conversation With Judge Randall Rader And A
First Look At The BPAI’s Cases, 20.1 ALB. L.J. SCI. & TECH. 123, 147-48 (2010)

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent BPAI Decisions

•

The immediate impact of the Bilski decision: An anecdotal look
at the first ten Board opinions citing the S.Ct.’s Opinion
3 Board Opinions affirming the Examiner’s § 101 rejection
• Ex Parte Choo et. al., 2010 Pat. App. LEXIS 17366 (July 29, 2009); Ex Parte Johnson, 2010
Pat. App. LEXIS 17382 (Aug. 2, 2010); Ex Parte Ramanujam, 2010 Pat. App. LEXIS 16648
(Aug. 12, 2010)

4 new rejections of claims under § 101
• Ex Parte Elkins et al., 2010 Pat. App. LEXIS 17361 (July 30, 2010); Ex Parte Christian et al.,
2010 Pat. App. LEXIS 16785 (Aug. 25, 2010); Ex Parte Estrada, 2010 Pat. App. LEXIS 16978
(Aug. 27, 2010); Ex Parte Fatula et al., 2010 Pat. App. LEXIS 12833 (Sept. 10, 2010)

3 reversals of the Examiner’s § 101 rejection (in part)
• Ex Parte Russo et al., 2010 Pat. App. LEXIS 16785 (Aug. 30, 2010); Ex Parte Ulf et al., 2010
Pat. App. LEXIS 12891 (Sept. 9, 2010); Ex Parte Changwoo Jung et al., 2010 Pat. App. LEXIS
12933 (Sept. 20, 2010)

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent BPAI Decisions

More recent Board opinions on § 101: Exemplary claim language
found to constitute statutory subject matter
1. In a client-server environment, a method for facilitating the
management of human resources compliance efforts, the method
comprising:
generating a plurality of human resources compliance
forms that substantially conform to predetermined legal criteria;
making the plurality of human resources compliance forms
available to a client and in an order that is dynamically controlled at
least in part by the legal criteria and status data corresponding to
the client;
updating, as required, at least one of the plurality of
human resources compliance forms to conform with a change in the
legal criteria;
determining whether the change in the legal criteria
requires a corresponding change in the order in which an updated
human resources compliance form is presented to the client; and
making the updated human resources compliance form
available to the client.
Ex Parte Black et al., 2011 Pat. App. LEXIS 23576 (Nov. 28, 2011)
©2012
Goodwin
Procter
Goodwin
Procter
LLP LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent BPAI Decisions

Exemplary claim language causing the Board to uphold the
Examiner’s rejection under § 101
1. A method performed by a processor-based machine
comprising:
detecting a plurality of participants;
detecting a location of each of the plurality of
participants;
detecting a plurality of amenities preferences from the
plurality of participants;
identifying a plurality of possible meeting locations
based on at least the amenities preferences; and
selecting a meeting location from the plurality of
possible meeting locations based on at least the location of
each of the plurality of participants;
wherein the meeting location is displayed on a screen
Ex Parte Endler et al., 2012 Pat. App. LEXIS 1713 (Mar. 28, 2012)
Goodwin Procter LLP

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent BPAI Decisions

Claim language that has caused the Board to
institute its own § 101 rejection
1. In control framework having a plurality of nodes, a subset of said
plurality of nodes associated with a displayed portion of a graphical user
interface (GUI), a method for tracking said plurality of nodes comprising
the steps of:
maintaining a data structure which contains boundary
information associated with each of said subset of nodes;
changing said displayed portion of said GUI from a first portion
to a second portion;
evaluating said data structure based upon said changing step
to determine whether a node has moved into or out of said displayed
portion of said GUI; and
selectively notifying said node based on a result of said
evaluating step.
Ex Parte Hunleth et al., 2010 Pat. App. LEXIS 17747 (November 15, 2010)
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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II. Court and ITC Treatment post-Bilski and Lessons Learned
Impact on Subsequent BPAI Decisions

•

Lessons learned from BPAI decisions:

• Mere recitation of “processor based machine[s]” and “data
structure[s]” not always sufficient (see above)

• “Manipulation of data” using software may be disfavored. Ex
Parte Rosenthal, 2012 LEXIS 1379 (March 28, 2012)

•

One recent decision favors “web-based” methods. Ex Parte
Vogel, 2011 Pat. App. LEXIS 23486 (Nov. 23, 2011) (emphasis
added):

“We find in a web-based system you must have more
than software per se, because a web, upon which a
web-based system is based, is physical, in addition to
software, in that it requires computers and routers and
telecommunications equipment to operate.”
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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III. Best Practices For Patent Applicants (Prosecution)
B. Drafting New Patent Applications

Do…
•

Don’t…

draft “robust” claim sets

•

• include corresponding
system and apparatus
claims

• instead, show how the
computer actually
accomplishes the
invention.

• Beauregard claims

•

• applies to preamble as

draft similarly “robust”
specification

• describe the specific
machines/devices that
can perform the
operations of any
processes in the
specification.

• e.g., processors, routers,

just recite “computer” or
“processor” in the claim

•

well
draft any method steps that
can be performed by the
human mind

• even though “machine or
transformation” is not the
sole test, it is still a
helpful guideline

mobile devices
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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III. Best Practices For Patent Applicants (Prosecution)
B. Prosecuting Existing Applications

Do…
•

Don’t…

make sure all § 101
arguments/amendments are
fully supported by the
specification

•

• of particular importance

• unnecessarily limits the

for applications that may
have been undergoing
prosecution for several
years

•

request interviews with the
Examiner

• the number of recent,
(confusing) decisions is
likely to have left
different impressions on
various Examiners.
©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

amend and narrow claims if
all that is being added is
extraneous post-solution
activity
claims with no benefit to
applicant

•

be afraid to draft new claims
in a continuation application

• as long as they are
supported by the original
specification, this may be
the most expedient way
to move toward
allowance
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III. Best Litigation Practices

A. Attacking Process and Business Method Claims Under Section 101

Several Takeaways from Federal Circuit and ITC Jurisprudence
- Try to focus argument on the “abstract” nature of the embodied
invention
- Argue that claims merely describe relationships and interactions
between non-physical constructs
- such as clearinghouse concept for auto loans or diagnosing
patients with test data
- assert that the claims foreclose further development in the
field
- Convince your judge to do a claim construction in connection
with an early motion on patentability or that no claim construction is
necessary to address the patentability issue
- Argue that any post-solution activity is insignificant or only serves
to limit the invention to a field of use
©2012 Goodwin Procter LLP and Winston & Strawn LLP
Goodwin Procter LLP

-

- Get an expert!
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III. Best Litigation Practices

B. Defending Process and Business Method Claims Against Patentable Subject Matter
Attacks
- Try to focus argument on the concrete results and solutions
provided by the claimed invention
-show that post-solution activity is substantial and provides real
limits on claim scope
-argue that claim construction and validity under sections 102, 103,
and 112 should be addressed before reaching the “coarse eligibility
filter” of section 101
-cite the Plager Fed. Cir. opinions to this effect
-this should kick the can down the road for a bit and provide a
larger settlement window
-for computer/Internet based business method claims, show that
Internet or computer-aid is not merely an afterthought, but that
specific and definite articles of manufacture are required by the
claims
©2012 Goodwin Procter LLP and Winston & Strawn LLP
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Looking Ahead: The Future of Patentable Subject Matter…
• The S.Ct.’s open invitation to the Federal Circuit in Bilski
leaves some issues up in the air
• “In disapproving an exclusive machine-or-transformation test, we
by no means foreclose the Federal Circuit's development of
other limiting criteria that further the purposes of the Patent Act
and are not inconsistent with its text[.]” Bilski at 3231.

• Has quest ended for a “business method” exclusion?
• What about State Street?

• Death and taxes are certain, § 101 is not
• Plan for uncertainty

©2012 Goodwin Procter LLP and Winston & Strawn LLP
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Questions? Thank you.
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