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Introduction –
Overview of Trademark Process
• File application
• Examination by USPTO
– 3-4 months after application date

• Office Action or other USPTO communication (if
applicable)
– Non-Final Office Action
– Final Office Action
– Suspension Letter

• Publication
• Allowance (if applicable)
• Registration
ROPES & GRAY
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Office Actions
• Communication from the USPTO regarding
refusals or requirements that must be withdrawn
or satisfied in order for the mark to proceed to
registration
• Failure to respond could result in abandonment
of application

ROPES & GRAY
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Timing for Response
• Response due 6 months from issuance of Office
Action
– Response should address all issues raised

• If no response is filed within deadline to
respond, USPTO will issue Notice of
Abandonment

Trademark Manual of Examining Procedure (TMEP) § 711
ROPES & GRAY
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Petition to Revive
Abandoned Application
• If unintentional, applicant can revive application
within two months of date of Notice of
Abandonment for failure to respond by
submitting:
– Petition fee
– Statement signed by someone with firsthand
knowledge of the facts that delay was
unintentional
– Proposed response to the Office Action
TMEP § 1714; 37 C.F.R. § 2.66

ROPES & GRAY
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Responding to Office Actions
• Examiner’s Amendment
– Used most often for minor issues (disclaimer,
description of mark, etc.)

• Response to Non-Final Office Action
• Petition for Reconsideration after Final Action
• Ex Parte Appeal to TTAB
TMEP § § 715, 1501; 15 U.S.C. § 1070

ROPES & GRAY
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Formalities
• Goods / services description
• Payment of additional fees
• Description of mark / drawing / color claim

• Specimen refusal
• Translation and transliteration
• Other

ROPES & GRAY
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Goods / Services Description
TMEP § 1402.01:
• The description “should set forth common names, using
terminology that is generally understood.”

• If no common name, use “clear and succinct language to
describe or explain the item.”
• Should be “understandable to the average person and
should not require an in-depth knowledge of the relevant
field.”
• May include terms of art in a particular field or industry,
but may need to include an explanation of the
specialized terminology.
ROPES & GRAY
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Goods / Services Description
Filing Strategies
• Broad descriptions (to be narrowed later)
– But not too broad (e.g., “business services,” “personal services,” or
“Internet services”)
– Class heading ≠ every item in the class

• Acceptable Identification of Goods and Services Manual
• Fewer classes (save fees upfront / leave room to move)
– But not for Madrid filings under § 66(a)

• Confirm in-house vs. external services
– E.g., “marketing services” or “research services”

TMEP § § 1402.02, 1402.04, 1402.07(a), 1402.11(i)
ROPES & GRAY
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Goods / Services Description
Response Strategies
• Using examining attorney’s wording
– Watch for inconsistencies in multiple Office Actions to applicant

• Delete?
• Acceptable Identification of Goods and Services Manual
• Third party registrations
– Look for recent acceptances
– Even applicant’s own prior registrations may not be persuasive

• Dictionary definitions
• Press articles / third party websites
• Telephone call with examining attorney
ROPES & GRAY

TMEP § § 1402.14
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Payment of Additional Fees
• Minimum filing requirement: application fee for
at least a single class
• Filing fee ultimately due for each class

ROPES & GRAY

TMEP § 202; 37 CFR § 2.21(a)
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Description of Mark /
Drawing / Color Claim
• Description required for any mark containing nonstandard characters
– Must be accurate and concise
– Can’t be used to restrict likely public perception of the mark

• Clear drawing required to obtain filing date
• If mark includes color, application must include:
– Drawing showing the mark in color

– Name of the color(s)
– Description of where color(s) appears
– Color claim

TMEP § § 807, 808; 37 C.F.R. § § 2.37, 2.52(b)(1)
ROPES & GRAY
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Description of Mark

The following is suggested, if accurate:
The mark consists of a coat of arms with a stylized shield bearing flowers
and stars, flanked on the left by a lion and on the right by a unicorn, with
a stylized crown and flower above the shield, all atop an oval indented in
the areas where the shield, lion and unicorn rest. The wording
“SCHRODERS” in a stylized font appears to the right of this design.

USPTO serial no. 79/168,325
ROPES & GRAY
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Description of Mark
Filing and Response Strategies
• Very basic description (let examiner propose)?
• Examiner’s Amendment or Priority Action
• Usually just accept, unless:
– Likelihood of confusion concerns
– Descriptiveness concerns
– Conflicts with external company communications
– Other concerns re: public record statements

ROPES & GRAY
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Description of Mark
Filing and Response Strategies

Applicant described its mark in its initial application as “the Greek letter
Alpha nestled inside of the Greek letter Omega.” Applicant himself
considers the Greek letter “Ω” to be readily discernible within his mark.
If he articulates the “omega” component of his mark, as he does in his
description of the mark, it is likely that his customers will also articulate
the “omega” component of his mark”.

Omega SA (Omega AG) (Omega LTD.) v. Derral Leon Reynolds,
Opposition No. 91197643 (September 12, 2016) [not precedential]
ROPES & GRAY
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Specimen Refusal –
Does Not Show Use in Commerce
TMEP § 904.07(a):
• The applied-for mark does not appear on the specimen.
• The specimen does not show use of the applied-for mark
on or in connection with any of the relevant goods or in
the sale or advertising of the services.
• The specimen is a printer’s proof of an advertisement for
services.
• The specimen is a digitally created or altered image of
the goods.
• The specimen is altered/mutilated/unprintable or illegible.
ROPES & GRAY
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Specimen Refusal –
Does Not Show Use in Commerce
TMEP § 904.07(a) (cont.):
• The specimen is merely advertising material for goods.
• The specimen is merely a picture or drawing of the mark.
• The specimen is a photocopy of the drawing.
• The specimen is an electronic display associated with
the goods (e.g., an online catalog, or web page display
for goods), and fails to include ordering information or
pricing.
• The specimen is a non-electronic point of sale display
and fails to show use of the mark as a "display
associated with the goods."
ROPES & GRAY
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Specimen Refusal –
Does Not Show Use in Connection with Services

Here, the front door of Applicant’s business establishment that
displays its mark does not reference or create a direct association
with the services…Absent some reference to the nature of the
services on the front door, it does not associate the mark with the
applied for services and therefore is not sufficient to support the
application…

In re Republic National LLC, Serial No. 86513101 (February 23,
2017) [not precedential]
23

ROPES & GRAY

Specimen Refusal –
Digitally Created or Altered Image

Specifically, it appears in the specimen that the mark has been
digitally inserted into a photograph of the goods.

ROPES & GRAY

USPTO serial no. 86/769,925
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Specimen Refusal –
Digitally Created or Altered Image

In its request for reconsideration, applicant submitted a substitute
specimen of use…The substitute specimen, however, also shows
applicant’s mark digitally inserted onto the goods. The examining
attorney has attached evidence showing that the CD player
submitted by applicant as its specimen is in fact a Newman CDL00 CD player. It appears that applicant has digitally erased the
mark “Newsmy” from the front of the CD player and digitally
inserted its own mark.
ROPES & GRAY

USPTO serial no. 86/769,925
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Specimen Refusal –
Digitally Created or Altered Image

https://www.uspto.gov/sites/default/files/documents/Specimen%20Protests%20Email%20Pilot%20Program_0.pdf
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Specimen Refusal –
Does Not Show Use in Commerce

Registration is refused because the specimen appears to consist of a
mock-up of the intended depiction of the mark…for future use in
commerce. In this case, the various specimens simply depict the
proposed mark appearing on a cut-out piece of paper laid on top of the
various clothing items. The cut out is clearly not an actual label or tag
used on the listed goods.

ROPES & GRAY

USPTO serial no. 87/279,166
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Specimen Refusal –
Does Not Show Use in Commerce
• Rejected: Website page promoting software
with no means by which to order
• Rejected: Spec sheet for software distributed
at trade show booths (mere advertising
material)
• Accepted on appeal: Screenshots of the
login and search query pages displayed
when a customer uses the downloaded
software

In re Minerva Associates, Inc., Serial No. 86430215 (February 12,
2018) [precedential]; TMEP § 904.03(i)
28
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Specimen Refusal –
Does Not Show Use in Commerce

Because software providers have adopted the practice of applying
trademarks that are visible only when the software programs are
displayed on a screen, an acceptable specimen might be a…screenshot
of a computer screen displaying the identifying trademark while the
computer program is in use.
ROPES & GRAY
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Specimen Refusal –
Does Not Function as a Mark
TMEP § 904.07(b):
• Applied-for mark is used solely as a trade name.
• Applied-for mark is mere ornamentation.
• Applied-for mark is merely informational matter.
• Applied-for mark identifies the name or pseudonym of a
performing artist or author.

• Applied-for mark identifies the title of a single creative
work.
• Applied-for mark identifies a model number or grade
designation.
ROPES & GRAY
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Specimen Refusal –
Does Not Function as a Mark
TMEP § 904.07(b) (cont.):
• Applied-for mark is merely a background design or
shape that does not create a commercial impression
separable from the entire mark.
• Applied-for mark identifies a process, system, or method.
• Applied-for mark is used to refer to activities that are not
considered “services”.
• Applied-for mark is used solely as a domain name.
• Applied-for mark is used solely to identify a character.
ROPES & GRAY
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Specimen Refusal –
Used Solely to Identify a Character

In this case, the specimen shows the applied-for mark used only to identify
a character and not as a service mark for applicant’s services because the
shark does not identify and distinguish applicant’s musical and dance
performances…

USPTO serial no. 86/529,342
ROPES & GRAY
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Specimen Refusal –
Applied-For Mark Not in Specimen

Specifically, the specimen displays the mark as a stylized depiction of a forward leaning shark in
nearly a front profile with a portion of a dorsal fin, two pectoral fins and two legs and feet
substituted for the caudal fin on the tail; the shark has five gills, a full mouth with teeth and round
eyes with eyelids; however, the drawing displays the mark as a stylized depiction of an upright
shark in right profile with a dorsal fin, one pectoral fin and a portion of the caudal fin on the tail;
the shark has three gills and only a portion of the sharks mouth, without teeth, appears in the
drawing; the shark also has oval eyes without eyelids.

USPTO serial no. 86/529,342
ROPES & GRAY
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Specimen Refusal –
Filing Strategies
• Ask questions / investigate
– Reverse image searches

• Look for images of use in “real world”
– E.g., goods on a shelf in a store

• Insurance extensions for ITU applications
• Application vs. post-registration division
• Multiple specimens
ROPES & GRAY
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Specimen Refusal –
Response Strategies
• Substitute specimens
• Failure to reference services:
– Evidence of third party use of words / terms to
describe similar services

• Explanation
– See In re Pitney Bowes, Inc., Serial No. 86502157
(January 10, 2018) [precedential]

• Amendment to ITU
– But not for Supplemental Register
ROPES & GRAY
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Post Registration Proof of Use
Audit Program
• Candidates for audit:
– At least 1 class with 4 or more goods/services
– At least 2 classes with 2 or more goods/services in at least 2 classes

• Office Action specifies two additional goods or services
for each audited class
• “Proof of Use” stricter than specimen requirements for
goods
– Hang tag, label, or packaging by itself must identify the goods

• If audited items deleted, second Office Action requires
proof for remaining goods or services
https://www.uspto.gov/trademarks-maintaining-trademark-registration/post-registration-audit-program

ROPES & GRAY
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Translation and Transliteration
• Generally must include English translation for nonEnglish wording and transliterations and translation (if
applicable) for non-Latin characters
– Except for: foreign terms appearing in English dictionary, foreign
articles or prepositions combined with English terms, and words from
dead or obscure languages
– No translation if combination of English and foreign wording conveys a
commercial impression other than a mark comprised of two separate
words (e.g., FELIZCITY does not require translation but FELIZ
COMPUTERS does)
– Impacts likelihood of confusion analysis

TMEP § 809
ROPES & GRAY
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Examples of Other Formalities
• Identification of prior registrations
– Prior registrations of the same or similar marks
owned by the applicant, if owner of record differs

• Consent by living individual whose name or
likeness appears in the mark
– Obtain broad consent letter up front

• Request for additional information / significance
in the industry
• Priority claim issues
TMEP § § 812, 813, 814, 1000; 37 C.F.R. § 2.36
38
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Internet Evidence Requirements
• Date the evidence was published or accessed
from the Internet
• Complete URL address of website
• Information can be printed on webpage itself or
by providing the information in applicant’s
response

• Download and attach web page
In re Mueller Sports Medicine, Inc., Serial No. 87209946
(May 16, 2018) [precedential]
ROPES & GRAY
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Thank You

OVERCOMING REFUSALS BASED ON
SECTION 2(d) OF THE LANHAM ACT
(LIKELIHOOD OF CONFUSION)

Allison Strickland Ricketts
Fross Zelnick Lehrman & Zissu, P.C.

LANHAM ACT SECTION 2(d)
Trademark Act Section 2(d) bars registration of an
applied-for mark that so resembles a registered
mark that it is likely a potential consumer
would be confused, mistaken, or deceived as to the
source of the goods of the applicant and registrant.
See 15 U.S.C. §1052(d). Factors relevant to the
confusion analysis were established in In re E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 1361, 177
USPQ 563, 567 (C.C.P.A. 1973)
42

CONDUCT DUE DILIGENCE ON THE
CITED REGISTRATION (1 OF 2)

▪ Check status of the registration.
▪ Check ownership of the registration.

▪ Information provided with the Office
action about the cited registration
may not be up to date.
43

CHECK STATUS (1 OF 2)

➢ Check status of the registration
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CHECK STATUS (2 OF 2)

45

PRACTICE TIP
▪ If a registration is overdue for cancellation, send an email to:
TMFeedback@uspto.gov

Simply state that the registration is overdue for cancellation.
No further argument or information is needed. It will be
cancelled within a couple of days.
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CHECK OWNERSHIP
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CONDUCT DUE DILIGENCE ON THE
CITED REGISTRATION (2 OF 2)
▪
▪
▪
▪

▪
▪

Check prosecution history of the cited mark
Did it receive a refusal, and if so, how did it
overcome the refusal?
Check specimens of use filed to obtain and
maintain the cited registration
Check to see if the registrant owns other similar
marks
Is the mark in use?
Who has priority (either based on use or filing
date)?
48

EXAMPLES OF FAKE SPECIMENS
INSTAMARKET:
o U.S. App Serial No.: 87/355,377

o Applicant: UUT Trading Company Limited (Hong Kong)
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Notice the same Starbucks
and people in background

U.S. App Serial No.: 87/297,677
Applicant: Fujian Gospel Precision
Medicine Company Limited
(Fuzhou, Fujian China 350000)
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Stock photo of scientists to
which logo has been added

51

EXAMPLES OF DUPLICATIVE SPECIMENS

HOONAO

VALOURGO

ACEHOOM

U.S. App Serial No.:
87/355,377

U.S. App Serial No.:
87/293,287

U.S. App Serial No.:
87/300,601
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SPECIMEN PROTEST
EMAIL PILOT PROGRAM
oUSPTO seeing large increase in digitally created/altered specimens
oFake specimens are getting more sophisticated, with applicants
digitally applying their marks on products or services of others
oUSPTO is researching digital forensic software services to help weed
these out
oBut in the meantime, asking the public for help

53

HOW DOES THE PILOT PROGRAM WORK?
oTiming: Any time after a use-based application with a specimen is
filed until the 30th day after the application is published for
opposition, any member of the public may send an email reporting
that they think the specimen is improper
oProgram Announcement:
https://www.uspto.gov/sites/default/files/documents/Specimen%20
Protests%20Email%20Pilot%20Program.pdf
oEmail Address: TMSpecimen@uspto.gov
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CRITERIA FOR EMAIL SUBMISSION
oEmail must include either:

➢objective evidence of third-party use of the identical
image without the mark in question, such as the URL and
screenshot from an active website or a digital copy of a
photograph from a print advertisement and the publication
in which it was featured, or
➢the prior registration numbers and/or serial numbers of
applications in which identical images of objects, mock ups
of websites, etc., all bearing different marks have been
submitted to the USPTO.
55

REGISTRATION ENTITLED TO STATUTORY
PRESUMPTIONS
SECTION 7(B) OF THE LANHAM ACT
A certificate of registration of a mark upon the
principal register provided by this chapter shall be
prima facie evidence of the validity of the registered
mark and of the registration of the mark, of the
owner's ownership of the mark, and of the owner's
exclusive right to use the registered mark in commerce
on or in connection with the goods or services
specified in the certificate, subject to any conditions or
limitations stated in the certificate.
56

REGISTRATION ENTITLED TO STATUTORY
PRESUMPTIONS
Collateral Attack on Registration Not Permitted
▪ During ex parte prosecution, an applicant will not be
heard on matters that constitute a collateral attack on
the cited registration (e.g., a registrant’s nonuse of the
mark). See In re Dixie Rests., Inc., 105 F.3d 1405, 1408,
41 USPQ2d 1531, 1534-35 (Fed. Cir. 1997); TMEP
1207.01(d)(iv)
57

LANHAM ACT SECTION 2(D) REFUSAL
Registration of the applied-for mark is refused
because of a likelihood of confusion with the mark
in U.S. Registration No. *******. Trademark
Act Section 2(d), 15 U.S.C. §1052(d); see TMEP
§§1207.01 et seq.
“Likelihood of confusion” is a multi-factor analysis.
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APPLICANT’S MENU OF OPTIONS
▪ Amend/delete the goods/services that led to
the perception of likelihood of confusion
▪ Specify/narrow applicant’s trade channels.
▪ Obtain a coexistence agreement with the
prior registrant.
▪ Petition to cancel prior registration.
▪ Submit arguments and evidence.
▪ Abandon the application and use without reg.
59

INTERPRETATION RULES THAT BIND THE
EXAMINING ATTORNEY
Goods are considered to be offered to all ordinary
consumers of such goods in all ordinary channels of trade
for such goods, unless there is a restriction in the
identification. If the cited registration describes goods or
services broadly, and there is no limitation as to their
nature, type, channels of trade, or class of purchasers, it
is presumed that the registration encompasses all goods
or services of the type described, that they move in all
normal channels of trade, and that they are available to
all classes of purchasers. TMEP 1207.01(a)(iii).
60

INTERPRETATION RULES THAT BIND THE
EXAMINING ATTORNEY
The analysis is based on the marks as depicted in the
respective application and registration, without regard
to whether the marks will appear with other marks,
such as house marks, or other elements when
used. See In re Shell Oil Co., 992 F.2d 1204, 1207 n.4,
26 USPQ2d 1687, 1690 n.4 (Fed. Cir. 1993).
Adding a house mark to the registered mark of another
is usually not considered sufficient to avoid a likelihood
of confusion refusal. TMEP 1207.01(b)(iii)
61

SIMILARITY OF THE MARKS
▪ The first du Pont factor requires examination of "the
similarity or dissimilarity of the marks in their
entireties as to appearance, sound, connotation and
commercial impression."
▪ The test of likelihood of confusion is not whether
the marks can be distinguished when subjected to a
side-by-side comparison, but whether the marks are
sufficiently similar that there is a likelihood of
confusion as to the source of the goods or services.
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SIMILARITY OF THE MARKS
Connotation
A difference in connotation can be sufficient to prevent
likelihood of confusion even when the marks are pronounced
identically. See In re Strong Current, Ltd., Serial No. 86440263
(June 16, 2016) (not precedential) (finding no likelihood of
confusion between INDI and INDY for clothing since the marks
project separate meanings and distinct commercial
impressions).
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SIMILARITY OF THE MARKS
▪ Double entendre (“play on words”). TMEP
1213.05(c).
▪ Incongruity. TMEP 1213.05(d).
▪ Sound patterns (alliteration). TMEP 1213.05(e)
▪ Unitary mark. TMEP 1213.05(b)(iii) and 1213.05(h).
▪ Anti-dissection rule – mark cannot be divided into its
component parts and compared. 1207.01(b)(viii)
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RELATEDNESS OF GOODS/SERVICES
▪ Goods and/or services do not have to be identical or even
competitive. TMEP 1207.01(a)(vi).
▪ The issue is not whether the goods and/or services will be
confused with each other, but rather whether the public will
be confused as to their source.
▪ It is sufficient that the goods and/or services of the applicant
and the registrant are related in some manner or that the
conditions surrounding their marketing are such that they are
likely to be encountered by the same persons under
circumstances that, because of the marks used in connection
therewith, would lead to the mistaken belief that they
originate from the same source. In re Mucky Duck Mustard Co., 6
USPQ2d 1467, 1470 n.6 (TTAB), aff’d per curiam, 864 F.2d 149 (Fed. Cir. 1988);
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RELATEDNESS OF GOODS/SERVICES
Evidence of relatedness of goods/services might include:
▪ news articles;
▪ evidence from computer databases showing that the
relevant goods/services are used together or used by the
same purchasers;
▪ advertisements showing that the relevant g/s are
advertised together or sold by the same manufacturer or
dealer;
▪ evidence of prior use-based registrations of the same
mark for both applicant’s goods/services and the
goods/services listed in the cited registration.
TMEP 1207.01(a)(vi).
66

RELATEDNESS OF GOODS/SERVICES
PRACTICE TIP
Evaluating “Mucky Duck” Evidence
Evidence of prior use-based registrations of the same mark
for both applicant’s goods/services and the goods/services
listed in the cited registration. TMEP 1207.01(a)(vi).
▪ Do they actually cover both party’s goods/services?
▪ Are they use-based?
▪ Do they cover a wide and unrelated range of goods?
▪ Are they owned by different parties?
▪ How many are there?

67

STRENGTH OF THE MARK
▪ Merely descriptive and weak designations may be
entitled to a narrower scope of protection than an
entirely arbitrary or coined word. See Juice
Generation, Inc. v. GS Enters. LLC, 794 F.3d 1334,
1338-39, 115 USPQ2d 1671, 1674 (Fed. Cir. 2015).
TMEP 1207.01(b)(ix).
▪ If registrant submitted arguments or a coexistence
agreement in its own application, cite its same
arguments and include it as evidence in your
response.
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STRENGTH OF THE MARK –
THIRD PARTY USE AND REGISTRATION
▪ Evidence of third-party use falls under the sixth du
Pont factor – the "number and nature of similar
marks in use on similar goods."
▪ If the evidence establishes that the consuming
public is exposed to third-party use of similar marks
on similar goods, it "is relevant to show that a mark
is relatively weak and entitled to only a narrow
scope of protection." Palm Bay Imps., Inc. v. Veuve
Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369,
1373-74, 73 USPQ2d 1689, 1693 (Fed. Cir. 2005)
69

SUPPORT ARGUMENTS WITH EVIDENCE
If citing other registered marks in your argument, you
must submit the TESS records for the registrations.
Printouts from commercial search company reports are
not accepted as evidence. TMEP 1207.01(d)(iii).
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COEXISTENCE AGREEMENTS
▪ The USPTO accepts co-existence agreements as
sufficient to withdraw a 2(d) likelihood of confusion
refusal, provided that they meet certain
requirements
▪ Cannot be a “naked consent,” i.e., once that does
not address how the parties will avoid consumer
confusion
▪ TMEP Section 1207.01(d)(viii)
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COEXISTENCE GOAL IS TO AVOID
LIKELIHOOD OF CONSUMER CONFUSION
▪ Co-existence agreements set forth the reasons why the
parties think confusion between their respective marks is
not likely.
▪ They also usually set forth provisions that limit one or both
parties’ uses and/or registration.
▪ Agreements should have a provision that the parties will
work together to address any instances of actual confusion
and correct the circumstances that gave rise to consumer
confusion.
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CO-EXISTENCE AGREEMENT ACCEPTED TO
OVERCOME 2(D) REFUSAL
▪ In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) –
“[W]hen those most familiar with use in the marketplace and most interested in precluding
confusion enter agreements designed to avoid it, the scales of evidence are clearly tilted. It
is at least difficult to maintain a subjective view that confusion will occur when those
directly concerned say it won’t.”
▪ In re Four Seasons Hotels Ltd., 26 USPQ2d 1071 (Fed. Cir. 1993) - The Federal Circuit
accepted a coexistence agreement between the two hotels whose names and service
marks included the word BILTMORE as its dominant part, and reversed the Board’s refusal
to accept the consent. The Federal Circuit did not require any substantial confusion
safeguards at all, and reminded the Board and the PTO that consents are entitled to great
weight.

▪ In re Wacker Neuson SE, 97 USPQ2d 1408 (TTAB 2010) - Refusal of registration reversed
despite “thin” consent, in view of the relationship of the parties, the provisions of a
licensing agreement executed by the parties, and the fact that the goods and services
offered under both parties’ marks were manufactured and sold by applicant.
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CO-EXISTENCE AGREEMENT NOT
ACCEPTED TO OVERCOME 2(D) REFUSAL

➢ In re Bay State Brewing Company, Inc., 117 USPQ2d 1958 (TTAB 2016) - The parties’
agreement included customary types of confusion-avoiding provisions (use of house
marks and different trade dress), but the agreement was not accepted to overcome
refusal of registration of Applicant’s mark TIME TRAVELER BLONDE for beer
(“BLONDE” disclaimed) based on registrant’s mark TIME TRAVELER for beer, given the
near identity of the marks and identical nature of the goods, channels of trade,
purchasers, and that the goods are impulse purchases.

➢ In re Permagrain Prods., Inc., 223 USPQ 147 (TTAB 1984) - coexistence agreement
did not alter the conclusion that confusion was likely, because the agreement was
"naked" in that it merely indicated that each party would recognize, and refrain from
interfering with, the other’s use of their respective marks and that the applicant
would not advertise or promote its mark without its company name, but the
agreement did not restrict the markets or potential customers for their goods in such
a way as to avoid confusion.
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PRACTICE TIP
▪ Agreement filed with the USPTO is a public document.
▪ Create a stand-alone version of the co-existence agreement
that will be submitted to USPTO.
▪ Main agreement may include details of the parties’ business
dealings or other issues that do not pertain to the
trademark, or factors that are not relevant to the USPTO’s
analysis.
▪ It is OK to file a redacted version of a longer agreement, but
you do not have control over the other party’s decision
about which provisions to redact. It is better to have a
standalone document so there is no issue.
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Lanham Act Section 2(e)(1)

Trademark Act Section 2(e)(1) bars
registration of an applied-for mark that is
“merely descriptive or deceptively
misdescriptive of them.”
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Descriptiveness Refusals
• Determination must be made in relation to
the goods or services for which registration is
sought, not in the abstract
• “Any doubt on the question of mere
descriptiveness is resolved in favor of
publication.” In re LRC Prods., Ltd., 223
U.S.P.Q. 1250, 1252 (TTAB 1984)
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Descriptiveness Refusals
• Burden is on the Examining Attorney to prove
descriptiveness
• Scrutinize Examiner’s evidence
•
•
•
•

Foreign references
References to client’s own use
Irrelevant References
Minimal amount

• Focus on what evidence is lacking
– Is it frequently used by 3rd parties
– Does it deprive others of apt name
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Descriptiveness Refusals
The well-established test for determining whether a term is
merely descriptive or whether it is suggestive and therefore
deserving of trademark protection was set forth in Stix Products,
Inc. v. United Merchants & Mfrs., Inc., 160 USPQ 777 (SDNY
1968):
“A term is suggestive if it requires imagination, thought and
perception to reach a conclusion as to the nature of the goods. A
term is descriptive if it forthwith conveys an immediate idea of
the ingredients, qualities or characteristics of the goods.” Id. at
785 (emphasis added). See also In re Bed & Breakfast Registry,
229 USPQ 818 (Fed. Cir. 1987); In re Bright-Crest, Ltd., 204 USPQ
591 (TTAB 1979).
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Recent Fed. Cir. Decision
• In re Driven Innovations, 2017 WL 33574 (Fed. Cir. 2017)

“[I]f the mental leap between the word and the product
attributes is not almost instantaneous, this strongly indicates
suggestiveness, not direct descriptiveness.”
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May Be Sufficient to Overcome 2(e)(1) Refusal
• Mark is Suggestive as to Goods and Services
– No Immediate connection, requires mental leap

• Double Entendre
– THE FARMACY for retail store services and online
retail store services featuring natural herbs and
organic products
• In re Tea and Sympathy, Inc., 88 USPQ2d 1062 (TTAB 2008)

– YAK SAK for barf bags
• In re Madison Prods., LLC, Serial No. 78565462 (TTAB 2007)
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Descriptiveness Refusals
• Combined Terms
– Does combination evoke a new and unique
commercial impression?
• DOTBLOG

– Improper dissection
– Incongruous Combination
– “e” and “i” terms
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Descriptiveness Refusals
•

Can’t overcome?
– Supplemental Register
•
•
•
•

•

Mark must be in use
Can bar subsequent registration of a confusingly
similar mark;
Defensive benefit
Can be used as the basis for filing foreign trademark
applications; and
Can use the registration symbol "®"

– Acquired Distinctiveness under section 2(f)
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2(f) Acquired Distinctiveness
• Three types of evidence that may be used to
establish acquired distinctiveness under
§2(f):
– Ownership of prior registrations
– Use for five years
– Actual evidence of acquired distinctiveness
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Actual Evidence of Acquired Distinctiveness

•
•
•
•

Longstanding use
Advertising Expenditures
Sales figures
Declarations of recognition as
source indicator
• Survey evidence
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Deceptive Material
• Falsely describes the material content of a
product (SILKEASE, NIPPON)
• 2(e)(1): Deceptively misdescriptive
• 2(a): Deceptive
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Deceptive Material
• Test:
– (1) Is the term misdescriptive of the character,
quality, function, composition or use of the
goods?
– (2) If so, are prospective purchasers likely to
believe that the misdescription actually
describes the goods?
– (3) If so, is the misdescription likely to affect the
decision to purchase?
• No: 2(e)(i), deceptively misdescriptive, capable of registration
– Supplemental or Showing Acquired Distinctiveness

• Yes: 2(a), comprises deceptive matter, not registrable

90

Disclaimers
TMEP § 1213:
• A disclaimer is a statement that the applicant or
registrant does not claim the exclusive right to
use a specified element or elements of the mark
in a trademark application or registration.
• Does not apply to “UNITARY” marks
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Arguments Against Disclaimer Request
• Similar to arguments against descriptiveness refusal
• Suggestive as applied to goods/services
• Double Entendre
• Additional Arguments Available:
• Unitary Marks (TMEP §1213.05)
• Compound word marks – two words that are represented as one
word: BOOK CHOICE, PROSHOT
• Telescoped Words – marks that comprises two or more words
that share letters: HAMERICAN, SUPERINSE
• Compound words formed with Hyphen or other punctuation
• Unitary Phrases (USPTO Exam Guide 1-12)
• TIP YOUR HAT
• LANGUAGE OF LOLLIPOPS
• LET’S PUT YOU TO WORK!
• SEARS BLUE SERVICE CREW

92

Surname Refusal
2(e)(4)
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Surname Refusal
• “Primarily” merely a surname
• Test:
– Whether the surname is rare
– Whether the term is the surname of anyone connected
with the applicant;
– Whether the term has any recognized meaning other
than as a surname
– Whether it has the “look and feel” of a surname; and
– Whether the stylization of lettering is distinctive enough
to create a separate commercial impression
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Surname Refusal
• Burden is on Examining Attorney to establish
prima facie case that a mark is primarily
merely a surname
• Burden shifts to applicant to rebut
• Evidence:
– Telephone directory listings
– Articles from research databases
– Manner of use on specimens
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Surname Refusal
Recent Cases:

• Azeka’ Bldg. Corp. v. Azeka, 122 USPQ2d 1477, 1492 n. 9 (TTAB
2017)
• Azeka’s Ribs for “barbecue sauce” is primarily merely a
surname and not registrable on the Principal Register
absent a showing of acquired distinctiveness
• Earnhardt v. Kerry Earnhardt, Inc., 864 F.3d. 1374, 123 USPQ2d
1411 (Fed. Cir. 2017)
• EARNHARDT COLLECTION
• Addition of generic or descriptive term will not
overcome a primarily merely a surname refusal
• In re Carlo Ferrara SA, Serial No. 79162222 (Fed. Cir. Aug. 25,
2017)
• FERET is not primarily merely a surname.
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Matter That Does Not Function as a
Trademark
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Generic Matter
• Test:
– What is the class of goods or services at issue?
– Does the relevant public understand the designation
primarily to refer to that class of goods or services?

• Incapable of registration
• More than one word
• Burden is on Examining Attorney by “clear evidence”
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Mere Ornamentation
• Subject matter that is merely a decorative feature does not
identify and distinguish the applicant’s goods and, thus, does
not function as a trademark.
– Ornamental matter that serves as an identifier of a “secondary
source” is registrable on the Principal Register (For example,
ornamental matter on a T-shirt (e.g., the designation “NEW YORK
UNIVERSITY”) can convey to the purchasing public the “secondary
source” of the T-shirt (rather than the manufacturing source).
– Ornamental matter that is neither inherently distinctive nor a
secondary source indicator may be registered on the Principal Register
under §2(f)
– Ornamental matter that is neither inherently distinctive nor an
indicator of secondary source, and has not acquired distinctiveness,
but is capable of attaining trademark significance, may be registered
on the Supplemental Register
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Model or Grade Designations

• Use solely as a model, style or grade
designation does not function as
trademark
• Must show that through use and
promotion, is perceived as indicating
origin
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Merely Informational Matter
Examination Guide 2-17 – July 2017- Clarified Failure-to-Function
Refusals (incorporated into TMEP 1202.19(e))
• General information about the goods/services
• FRAGILE for labels and bumper stickers
• SPECTRUM for illuminated pushbuttons
• Widely used message or expression
• DRIVE SAFELY
• BOSTON STRONG
• THINK GREEN
• Direct quotation, passage, and/or citation from a religious text
• EYE FOR AN EYE – warrant a refusal
• BUDDHA IS MY CO-PILOT – religious connotation but not direct
quotation – analyze based on consumer perception
• Acquired Distinctiveness/Supplemental Register not available
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