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These materials are public information and have been prepared solely for
educational and entertainment purposes to contribute to the understanding
of U.S. intellectual property law and practice. These materials reflect only
the personal views of the joint authors and are not individualized legal
advice. It is understood that each case is fact-specific, and that the
appropriate solution in any case will vary. Therefore, these materials may or
may not be relevant to any particular situation. And not all views expressed
herein are subscribed to by each joint author. Thus, the joint authors and
FINNEGAN (including Finnegan Europe LLP, and Fei Han Foreign Legal Affairs
Law Firm) cannot be bound either philosophically or as representatives of
various present and future clients to the comments expressed in these
materials. The presentation of these materials does not establish any form
of attorney-client relationship with the joint authors or FINNEGAN (including
Finnegan Europe LLP, and Fei Han Foreign Legal Affairs Law Firm). While
every attempt was made to insure that these materials are accurate, errors or
omissions may be contained therein, for which any liability is disclaimed.
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Section 103 and non-obviousness
Recent court and PTAB treatment
Best practices for meeting the non-obviousness
requirement

How has the AIA impacted the determination of
obviousness?
How has the Federal Circuit treated the issue of
non-obviousness?
How has PTAB treated obviousness issues?
What practices should counsel employ in order to
meet the non-obviousness requirement?
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USPTO recognizes: “The Office appreciates that the
courts may ultimately address questions concerning
the meaning of AIA 35 U.S.C. 102 and 103. However,
as a practical matter, the Office needs to provide
examination guidelines so that the public is aware of
how the Office will apply AIA 35 U.S.C. 102 and 103.
The Office considers its interpretation of AIA 35 U.S.C.
102 and 103 as set forth in these examination
guidelines to be the correct interpretation of AIA 35
U.S.C. 102 and 103 based upon the statutory
language of the AIA and its legislative history.”
See Examination Guidelines, 78 Fed.Reg. 11,061 (Feb. 14, 2013)
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Expansions:

◦ “Otherwise publicly accessible”

 According to PTO, private sales, anywhere, are not an
impediment to patentability/validity

◦ On-sale, public use: any country
◦ Hilmer is gone so more art under AIA §102(a)(2)
◦ Common ownership under AIA as a defense under §
102(b)(2)(C)


Contractions:

◦ But Metallizing Engineering is gone, according to
the PTO.

9

“effective filing date” is
the key to navigating the
road-map of the AIA and
the applicability of
AIA §103!
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AIA SEC. 3(n)(1) Except as otherwise provided in this section, the
amendments made by this section shall take effect upon the
expiration of the 18-month period beginning on the date of the
enactment of this Act, [March 16, 2013] and shall apply to any
application for patent …that contains or contained at any time:
A.

a claim to a claimed invention that has an effective filing date as
defined in section 100(i) [remember: “entitled to”] …, that is on or
after the effective date described in this paragraph [March 16, 2013];
or

B.

a specific reference under §§ 120, 121, 365(c) to any patent or
application that contains or contained at any time such claim.
[antecedent for “such claim” has to be sub.para. (A)?]
11

SEC. 3(n)(2): The provisions of sections 102(g), 135,
and 291 of title 35, United States Code, as in effect on
[March 15, 2013], shall apply to each claim of an
application for patent, and any patent issued thereon,
for which the amendments made by this section also
apply, if such application or patent contains or
contained at any time—



◦

(A) a claim to an invention having an EFD as defined in section
100(i) of title 35, United States Code, that occurs before [March
16, 2013]; or

◦

(B) a specific reference under section 120, 121, or 365(c) of title
35, United States Code, to any patent or application that contains
or contained at any time such a claim.
12

Straddling March 15/16, 2013
First to Invent System Applies
Pre-AIA § 103 Applies To All Claims

PCT
Filing
Enactment:
Sept. 16, 2011

Priority
Date

PCT Filing

Scenario 1: no claims entitled to priority date; AIA §103 Applies
To All Claims
Scenario 2: all claims entitled to priority date; Pre-AIA §103
Generally Applies To All Claims
Scenario:3: mixed EFD claims March 15/16, 2003; AIA §103
Applies To All Claims; pre-AIA §103 Applies To No Claims

Enactment:
Sept. 16, 2011

Priority PCT
Date Filing

Enactment:
Sept. 16, 2011

“FITF” System Applies
AIA §103 Applies To All Claims

Effective Date:
March 16,
2013
13



Pre-AIA law:



AIA law:

◦ EFD of a claimed invention is determined
on
a
claim-by-claim
basis,
not
application-by-application.

◦ Retains the principle that different claims
in the same application may be entitled to
different EFDs.
See Examination Guidelines, 78 Fed.Reg. 11,073 (Feb. 14, 2013)
14





Prior art is applied on a claim-byclaim basis
BUT whether pre-AIA §§ 102 and
103 or AIA §§ 102 and 103 apply is
on an application-by-application
basis, explaining answer to Scenario
3 in slide 9.
See Examination Guidelines, 78 Fed.Reg. 11,073 (Feb. 14, 2013)
15



“Because the changes to 35 U.S.C. 102 and 103
in the AIA apply only to specific applications
filed on or after March 16, 2013, determining
the effective filing date of a claimed invention
for purposes of applying AIA 35 U.S.C. 102 and
103 provisions or pre-AIA 35 U.S.C. 102 and
103 provisions is critical.”

See pp. 11083 of Examination Guidelines (2/14/13)
16

AIA §103






Applicable to
patents/applications
with all claims with
effective filing date
before March 16, 2013.
Pre-AIA §102
definitions of prior art.
As of date of invention

• Applicable to
patents/applications with
at least one claim with an
effective filing date after
March 15, 2013 (includes
JMM applications!)
• AIA §102 definitions of
prior art.

• As of effective filing date
of invention.
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(a)(1): A public disclosure ANYWHERE in the world before the
EFD of the claimed invention; OR
(a)(2): Patent filing disclosures (in the U.S. or PCT designating
the U.S.) that later become public, that name another
inventor, and were effectively filed before the EFD of the
claimed invention.
b)

Exceptions from prior art

c)

Expands exceptions subject to CREATE Act (joint
research agreements/mergers); and

d)

new definition of “effectively filed” for §102(a)(2) (sort of
like old §102(e))

18


ANYWHERE
IN THE
WORLD

“grace period”

§102 (b)(1) EXCEPTIONS.
(1) DISCLOSURES MADE 1 YEAR OR LESS BEFORE THE EFFECTIVE
FILING DATE OF THE CLAIMED INVENTION.—A disclosure made
1 year or less before the effective filing date of a claimed
invention shall not be prior art to the claimed invention under
subsection (a)(1) if—
(A) the disclosure was made by the inventor or joint inventor or by
another who obtained the subject matter disclosed directly or
indirectly from the inventor or a joint inventor; or
(B) the subject matter [independently?] disclosed had, before such
disclosure, been publicly disclosed by the inventor or a joint inventor
or another who obtained the subject matter disclosed directly or
indirectly from the inventor or a joint inventor.
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§102 (b)(2) EXCEPTIONS – …
(2) DISCLOSURES APPEARING IN APPLICATIONS AND
PATENTS.—A disclosure shall not be prior art to a claimed
invention under subsection (a)(2) if(A) the subject matter disclosed was obtained directly or
indirectly from the inventor or a joint inventor;
(B) the subject matter disclosed had, before such subject matter
was effectively filed under subsection (a)(2), been publicly
disclosed by the inventor or a joint inventor or another who
obtained the subject matter disclosed directly or indirectly from
the inventor or a joint inventor; or
(C) the subject matter disclosed and the claimed invention, not
later than the effective filing date of the claimed invention, were
owned by the same person or subject to an obligation of
assignment to the same person.

No “grace period”
20

§102(b)(1) Exception ONLY for the same
subject matter earlier disclosed; “related”
subject matter could still be used against
the patentee under AIA §103 and MIGHT
even preclude the claimed invention from
being patentable at all because of §103 !!!
What if inventor discloses X and the
disclosee discloses X and Y?
See USPTO Examination Guidelines 78 Fed.Reg. 11,061 (Feb. 14, 2013)
The same argument regarding disclosed vs. related subject matter is also
made regarding §102(b)(2), which is the exception to §102(a)(2).
21



“AIA 35 U.S.C. 102(b)(2)(C) provides that certain prior patents and
published patent applications of co-workers and collaborators are
not prior art either for purposes of determining novelty (35 U.S.C.
102) or nonobviousness (35 U.S.C. 103). This exception, however,
applies only to prior art under AIA 35 U.S.C. 102(a)(2), namely, U.S.
patents, U.S. patent application publications, or WIPO published
applications effectively filed, but not published, before the effective
filing date of the claimed invention. This exception does not apply to
prior art that is available under 35 U.S.C. 102(a)(1)…. A prior
disclosure, as defined in AIA 35 U.S.C. 102(a)(1), by a co-worker or
collaborator is prior art under AIA 35 U.S.C. 102(a)(1) unless it falls
within an exception under AIA 35 U.S.C. 102(b)(1), regardless of
whether the subject matter of the prior disclosure and the claimed
invention was commonly owned not later than the effective filing
date of the claimed invention.”

See pp. 11072 of Examination Guidelines (2/14/13).
22



“To provide support for a
claim under 35 U.S.C.
112(a), it is necessary that
the specification describe

and enable the entire scope
of the claimed invention.
[...continued...]

See pp. 11074 of Examination
Guidelines (2/14/13)



…However, in order for a prior art
document to describe a claimed
invention under AIA 35 U.S.C. 102(a)(1)
or (a)(2), the prior art document need

only describe and enable one skilled in
the art to make a single species or
embodiment of the claimed
invention…the disclosure may be cited

for all that it would reasonably have
made known to a person of ordinary
skill…the description requirement of AIA
35 U.S.C. 102(a)(1) and (a)(2) does not
preclude an examiner from applying a
disclosure in an obviousness rejection
under AIA 35 U.S.C. 103 simply because
the disclosure is not adequate to
anticipate the claimed invention under
AIA 35 U.S.C. 102(a)(1) or (a)(2).”
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KSR Intern. Co. v. Teleflex, Inc., 127 S.Ct.
1727 (2007)
◦ DC: SJ of obviousness under Graham and
teaching-suggestion-motivation (“T-S-M”) test.
◦ FC: Reversed. “T-S-M” analysis not strict
enough.
◦ At issue: Federal Circuit's ruling that a patent
may not be found invalid for obviousness unless
the prior art sets forth a “teaching, suggestion,
or motivation” to combine the prior art
teachings in the manner claimed in the patent.
◦ USSC: Claim obvious. Reverse and remand.
 Graham analysis reaffirmed.
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Graham v. John Deere Co., 383 U.S. 1 (U.S. 1966)
◦ “[if] the difference between the subject matter sought to be
patented and the prior art… would have been obvious at
the time to a person skilled in the art, then the subject
matter cannot be patented.”
◦ Satisfying §103 is legal question with factual
underpinnings:





the scope and content of the prior art;
differences between the prior art and the claims at issue; and
the level of ordinary skill in the pertinent art.
And “[s]uch secondary considerations as commercial success,
long felt but unsolved needs, failure of others, etc., … may
have relevancy.”
25



Autel U.S. Inc. v. Bosch Automotive Service Solutions LLC,
IPR2014-00183, Paper 59 at 11 (PTAB May 5, 2015)
◦ PTAB:
 “A claim is unpatentable under 35 U.S .C. § 103(a) if the differences
between the claimed subject matter and the prior art are such that the
subject matter, as a whole, would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which
said subject matter pertains. KSR Int’l Co. v. Teleflex Inc. , 550 U.S.
398, 406 (2007). The question of obviousness is resolved on the basis
of underlying factual determinations including: (1) the scope and
content of the prior art; (2) any differences between the claimed subject
matter and the prior art; (3) the level of skill in the art; and, (4) where in
evidence, so-called secondary onsiderations, including commercial
success, long-felt but unsolved needs, failure of others, and unexpected
results. Graham v. John Deere Co., 383 U.S. 1, 17–18 (1966) (“the
Graham factors”).”
26

§103 in Court Compared to
§103 in USPTO
•Claim construction determined by the judge in litigation (Phillips) may
be narrower than that accorded the claims in the USPTO (BRI).

•Patent upheld in litigation as valid may be later found
unpatentable by the USPTO.
•See In re Baxter Int’l, Inc., 678 F.3d 1357 (Fed. Cir. 2012).
•Alleged infringer lost a DJ in federal district court requesting a
declaration of invalidity.
•failed to prove invalidity by clear and convincing evidence in the
face of the presumption of validity enjoyed by the patent.
•While the litigation ongoing, alleged infringer filed reexamination
request and the claims were canceled
•no presumption of validity, lower evidentiary standard of
preponderance of the evidence, and in view of the standard of the
broadest reasonable claim construction.
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§103 in Court Compared to
§103 in USPTO (con’t)
•FC in Baxter: “Congress has provided for a
reexamination system that permits challenges to
patents by third parties, even those who have lost in
prior judicial proceedings.”
•FC expressed the hope that the court and USPTO
would come to the same conclusion on same patent
with same evidence and same arguments, but
different burdens of proof, presumption/no
presumption of validity, and different claimconstruction standards -> may arrive at different
conclusions.
28

Recent §103 Caselaw
• Insite v Sandoz, 783 F.3d 853 (Fed. Cir. 2015)
• FC affirmed that Sandoz failed to show
claims obvious.
•

Claim: A method of treating an ocular infection, comprising
topically administering to an eye of an animal in need of such
treatment an ocular infection-treating amount of azithromycin.
•

•

Also process of treating and composition claims.

Dispute over characterization over the problem faced by POSITA.
•

FC: District court did not clearly err in finding that the problem faced
by one skilled in the art was broader than merely seeking to use
azithromycin to treat conjunctivitis.

29

Recent §103 Caselaw
• Insite v Sandoz (con’t)
• FC affirmed that Sandoz failed to show
claims obvious.
•

“’In considering motivation in the obviousness analysis, the
problem examined is not the specific problem solved by the
invention.’ …’Defining the problem in terms of its solution
reveals improper hindsight in the selection of the prior art
relevant to obviousness.’…And, here, the district court
recognized that an overly narrow ‘statement of the problem [can]
represent[] a form of prohibited reliance on hindsight,[because]
[o]ften the inventive contribution lies in defining the problem in a
new revelatory way.’… Whether a person of ordinary skill in the
art would narrow the research focus to lead to the invention
depends on the facts.”
30

Recent §103 Caselaw
•

Insite v Sandoz (con’t)
•

FC affirmed that Sandoz failed to show claims obvious.
•

District court did not clearly err in finding
•

“innumerable” options for ophthalmic treatments;

•

POSITA would have been concerned that claimed compound might not be an
effective treatment because of its properties;

•

crediting Patent Owner’s expert that a POSITA would not assume that delivering
drug topically would be successful simply because the drug was successful
when administered systemically.

•

discounting the relevance of Ilotycin®, given that there was conflicting expert
testimony on whether it had fallen out of favor by 1996; and

•

discounting accused infringer’s expert’s testimony that erythromycin
formulations would make azithromycin formulations obvious, given that
expert’s own 1994 patent for topical ophthalmic treatments listed 24 potential
antibiotics, including erythromycin, but did not list azithromycin.
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In re Cuozzo Speed Technologies, LLC, 778 F.3d 1271
(Fed. Cir. 2015)

◦ No jurisdiction to review PTAB’s IPR institution
decision (See 35 U.S.C. § 314(d)).

◦ Affirm PTAB’s Final Written Decision in full (all
instituted claims unpatentable as obvious)

 No error in PTAB’s application of BRI claim
construction standard;
 No error in obviousness determination; and
 No error in denial of Cuozzo’s motion to amend.
 Lack of written description support;
 Improper broadening

32

Rule 36 non-precedential decisions affirming PTAB decisions:


•

Softview LLC v. Kyocera Corp., 592 Fed.Appx. 949 (Fed. Cir. Feb. 9, 2015) (same) (IPR2013-00004)

•

Softview LLC v. Kyocera Corp., 592 Fed.Appx. 949 (Fed. Cir. Feb. 9, 2015) (same) (IPR2013-00257)

•

Softview LLC v. Kyocera Corp., 592 Fed.Appx. 947 (Fed. Cir. Feb. 9, 2015) (same) (IPR2013-00007)

•

Softview LLC v. Kyocera Corp., 592 Fed.Appx. 947 (Fed. Cir. Feb. 9, 2015) (same) (IPR2013-00256)

•

Board Of Trustees Of The University Of Illinois v. Micron Technology, Inc., __Fed. Appx. __ (Fed. Cir.

•

Board Of Trustees Of The University Of Illinois v. Micron Technology, Inc., __Fed. Appx. __ (Fed. Cir.

•

Board Of Trustees Of The University Of Illinois v. Micron Technology, Inc., __Fed. Appx. __ (Fed. Cir.

(joined)
(joined)
(joined)

(joined)

March 12, 2015) (same) (IPR2013-00005)
March 12, 2015) (same) (IPR2013-00006)

March 12, 2015) (same) (IPR2013-00008)
Clearlamp, LLC v. LKQ Corp., 594 Fed.Appx. 687 (Fed. Cir. Feb. 18, 2015)
In re Zillow, Inc., --Fed. Appx. __ (Fed. Cir. March 12, 2015)
Helferich Patent Licensing, LLC v. CBS Interactive, Inc., --Fed. Appx. __ (Fed. Cir. April 8, 2015)
Bernina Int’l AG v. Handi Quilter, Inc., --Fed. Appx.__ (Fed. Cir. June 5, 2015)(IPR2013-00364)
Prolitec, Inc. v. ScentAir Technologies, Inc., --Fed. Appx. __ (Fed. Cir. June 9, 2015)(IPR2013-00180)

•
•
•
•
•



Also written decisions affirming PTAB decisions:
•
•
•

In re Cuozzo Speed Technologies, LLC, 778 F.3d 1271 (Fed. Cir. 2015)
Belden Inc. v. Berk-Tek LLC, 2015 WL 1781484 (Fed. Cir. Apr. 17, 2015) (affirmed in written
decision) (IPR2013-00058)(non-precedential)
Belden Inc. v. Berk-Tek LLC, 2015 WL 1781484 (Fed. Cir. Apr. 17, 2015) (affirmed in written
decision) (IPR2013-00069)(non-precedential)
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Microsoft Corp. v. Proxyconn, Inc., --F.3d__ (Fed. Cir. June 16, 2015)
◦

PTAB: all of the challenged claims except claim 24 unpatentable (IPR2012-00026 and
IPR2013-00109)

◦

Microsoft appealed determination that claim 24 is patentable.

◦

Proxyconn cross-appealed, challenging PTAB’s use of the BRI and unpatentability
determinations.

◦

Fed. Cir.:


De novo review because “the intrinsic record fully determines the proper construction[.]”



Cuozzo controls.




“Because we are bound by the decision in Cuozzo, we must therefore reject Proxyconn’s argument that the
Board legally erred in using the broadest reasonable interpretation standard during IPRs.”

Concluded that PTAB’s unpatentability determinations were based on an unreasonably broad
construction - vacate and remand.


“That is not to say, however, that the Board may construe claims during IPR so broadly that its constructions
are unreasonable under general claim construction principles. As we have explained in other contexts, “[t]he
protocol of giving claims their broadest reasonable interpretation . . . does not include giving claims a legally
incorrect interpretation.” In re Skvorecz, 580 F.3d 1262,”

34



The Federal Circuit has broadly applied KSR.



KSR most significantly impacts factually similar cases.
◦ Inventions combining known elements yielding predictable results.
◦ Finite number of identified, predictable solutions (obvious to try).



Obviousness may be avoided when:
Prior art missing one or more claim elements
High level of unpredictability
Prior art teaches away
Prior art is vague or suggests many possible choices with little
guidance toward the claimed invention
◦ Unexpected results
◦
◦
◦
◦

35

Try to establish no finite number of
predictable solutions with
anticipated success.
For well-recognized unpredictable art
such as chemistry/biotechnology,
still a lot of ammunition, including
no “reasonable expectation of
success.”

36










Graham remains the basic test for AIA obviousness.
Reasonable expectation of success still required for
obviousness.
Teaching away by the prior art may support a finding of
non-obviousness.
Objective evidence of non-obviousness such as unexpected
results, failures of others, long-felt but unmet need, or
commercial success may be important although may not
overcome a strong prima facie case of obviousness.
Hindsight analysis is improper.
37



Pre-KSR, not creative
•



“is presumed to be aware of all the pertinent prior art” in an
obviousness analysis. … “is also presumed to be one who thinks
along the line of conventional wisdom in the art and is not one
who undertakes to innovate, whether by patient, and often
expensive, systematic research or by extraordinary insights, it
makes no difference which.” Standard Oil Co. v. American
Cyanamid Co., 774 F.2d 448, 454 (Fed. Cir. 1985).

Post-KSR and AIA, creative
•

“The person of ordinary skill in the art has creativity, and uses
common sense, and therefore the legal standard of obviousness
should not diminish these attributes. A demonstration of an
express teaching, suggestion or motivation is not required to
show obviousness…. A person of ordinary skill is also a person of
ordinary creativity, not an automaton.” USSC, KSR.
38



Post-KSR cases have held such combinations to be nonobvious
“when the combination requires a greater expenditure of time,
effort, or resources than the prior art teachings.”
Case

Cite

Notes

In re Omeprazole
Patent Litigation

536 F.3d 1361
(Fed. Cir. 2008)

Even where a general method that could have been applied to make the claimed
product was known and within the level of skill of the ordinary artisan, the claim
may nevertheless be nonobvious if the problem which had suggested use of the
method had been previously unknown.

Crocs Inc. v.
International Trade
Commission

598 F.3d 1294
(Fed. Cir. 2010)

“[M]erely pointing to the presence of all claim elements in the prior art is not a
complete statement of a rejection for obviousness.”

Sundance Inc. v.
DeMonte Fabricating
Ltd.

550 F.3d 1356
(Fed. Cir. 2008)

A claimed combination of prior art elements may be nonobvious where the prior art
teaches away from the claimed combination and the combination yields more than
predictable results.

Ecolab Inc. v. FMC
Corp.

569 F.3d 1335
(Fed Cir. 2009)

A combination of known elements would have been prima facie obvious if an
ordinarily skilled artisan would have recognized an apparent reason to combine
those elements and would have known how to do so.

Wyers v. Master
Lock Co.

No. 20091412—F.3d-(Fed. Cir. July 22,
2010)

The scope of analogous art is to be construed broadly and includes references that
are reasonably pertinent to the problem that the inventor was trying to solve.
Common sense may be used to support a legal conclusion of obviousness so long
as it is explained with sufficient reasoning.

DePuy Spine Inc. v.
Medtronic Sofamor
Danek Inc.

567 F.3d 1314
(Fed. Cir. 2009)

Predictability as discussed in KSR encompasses the expectation that prior art
elements are capable of being combined, as well as the expectation that the
combination would have worked for its intended purpose. An inference that a
claimed combination would not have been obvious is especially strong where the
prior art’s teachings undermine the very reason being proffered as to why a person
of ordinary skill would have combined the known elements.
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“applies when the claimed invention can be viewed as resulting from substituting
a known element for an element of a prior art invention”
Case

Cite

Notes

In re ICON Health
& Fitness Inc.,

496 F.3d 1374
(Fed. Cir. 2007)

When determining whether a reference in a different field of endeavor may be used to support a case of
obviousness (i.e., is analogous), it is necessary to consider the problem to be solved.

Agrizap v.
Woodstream

520 F.3d 1337
(Fed. Cir. 2008)

Analogous art is not limited to references in the field of endeavor of the invention, but also includes
references that would have been recognized by those of ordinary skill in the art as useful for applicant’s
purpose.

Muniauction Inc.
v. Thomson Corp.

532 F.3d 1318
(Fed. Cir. 2008)

Because Internet and Web browser technologies had become commonplace for communicating and
displaying information, it would have been obvious to adapt existing processes to incorporate them for
those functions.

Aventis Pharma
Deutschland v.
Lupin Ltd.

499 F.3d 1293
(Fed. Cir. 2007)

A chemical compound would have been obvious over a mixture containing that compound as well as
other compounds where it was known or the skilled artisan had reason to believe that some desirable
property of the mixture was derived in whole or in part from the claimed compound, and separating the
claimed compound from the mixture was routine in the art.

Eisai Co. Ltd. v.
Dr. Reddy's
Laboratories Ltd.

533 F.3d 1353
(Fed. Cir. 2008)

A claimed compound would not have been obvious where there was no reason to modify the closest prior
art lead compound to obtain the claimed compound and the prior art taught that modifying the lead
compound would destroy its advantageous property. Any known compound may serve as a lead
compound when there is some reason for starting with that lead compound and modifying it to obtain the
claimed compound.

Procter & Gamble
Co. v. Teva
Pharmaceuticals
USA Inc.

566 F.3d 989
(Fed. Cir. 2009)

It is not necessary to select a single compound as a ‘‘lead compound’’ in order to support an obviousness
rejection. However, where there was reason to select and modify the lead compound to obtain the claimed
compound, but no reasonable expectation of success, the claimed compound would not have been
obvious.

Altana Pharma AG
v. Teva
Pharmaceuticals
USA Inc.

566 F.3d 999
(Fed. Cir. 2009)

Obviousness of a chemical compound in view of its structural similarity to a prior art compound may be
shown by identifying some line of reasoning that would have led one of ordinary skill in the art to select
and modify a prior art lead compound in a particular way to produce the claimed compound. It is not
necessary for the reasoning to be explicitly found in the prior art of record, nor is it necessary for the
prior art to point to only a single lead compound.
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Applies when “there is a recognized problem or need in the art; there are a finite
number of identified, predictable solutions to the recognized need or problem; and
one of ordinary skill in the art could have pursued these known potential solutions
with a reasonable expectation of success.”
Case

Cite

Notes

In re Kubin

561 F.3d 1351
(Fed. Cir. 2009)

A claimed polynucleotide would have been obvious over the known protein that it encodes where the
skilled artisan would have had a reasonable expectation of success in deriving the claimed
polynucleotide using standard biochemical techniques, and the skilled artisan would have had a reason
to try to isolate the claimed polynucleotide. KSR applies to all technologies, rather than just the
‘‘predictable’’ arts.

Takeda Chemical
Industries Ltd. v.
Alphapharm Pty. Ltd.

492 F.3d 1350
(Fed. Cir. 2007)

A claimed compound would not have been obvious where it was not obvious to try to obtain it from a
broad range of compounds, any one of which could have been selected as the lead compound for
further investigation, and the prior art taught away from using a particular lead compound, and there
was no predictability or reasonable expectation of success in making the particular modifications
necessary to transform the lead compound into the claimed compound.

Ortho-McNeil
Pharmaceutical Inc. v.
Mylan Laboratories Inc.,

520 F.3d 1358
(Fed. Cir. 2008)

Where the claimed anti-convulsant drug had been discovered somewhat serendipitously in the course
of research aimed at finding a new anti-diabetic drug, it would not have been obvious to try to obtain a
claimed compound where the prior art did not present a finite and easily traversed number of potential
starting compounds, and there was no apparent reason for selecting a particular starting compound
from among a number of unpredictable alternatives.

Bayer Schering Pharma
A.G. v. Barr Laboratories
Inc.

575 F.3d 1341
(Fed. Cir. 2009)

A claimed compound would have been obvious where it was obvious to try to obtain it from a finite and
easily traversed number of options that was narrowed down from a larger set of possibilities by the
prior art, and the outcome of obtaining the claimed compound was reasonably predictable.

Sanofi-Synthelabo v.
Apotex Inc.

550 F.3d 1075
(Fed. Cir. 2008)

A claimed isolated stereoisomer would not have been obvious where the claimed stereoisomer exhibits
unexpectedly strong therapeutic advantages over the prior art racemic mixture without the
correspondingly expected toxicity, and the resulting properties of the enantiomers separated from the
racemic mixture were unpredictable.

Rolls-Royce PLC v.
United Technologies
Corp.

603 F.3d 1325
(Fed. Cir. 2010)

An obvious to try rationale may be proper when the possible options for solving a problem were known
and finite. However, if the possible options were not either known or finite, then an obvious to try
rationale cannot be used to support a conclusion of obviousness.

Perfect Web
Technologies Inc. v.
InfoUSA Inc.

587 F.3d 1324,
1328-29 (Fed.
Cir. 2009)

Where there were a finite number of identified, predictable solutions and there is no evidence of
unexpected results, an obvious to try inquiry may properly lead to a legal conclusion of obviousness.
Common sense may be used to support a legal conclusion of obviousness so long as it is explained
with sufficient reasoning.
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Case

Cite

Notes

PharmaStem
Therapeutics Inc. v.
Viacell Inc.

491 F.3d 1342
(Fed. Cir. 2007)

Even though all evidence must be considered in an
obviousness analysis, evidence of nonobviousness may
be outweighed by contradictory evidence in the record
or by what is in the specification. Although a
reasonable expectation of success is needed to support
a case of obviousness, absolute predictability is not
required.

In re Sullivan

498 F.3d 1345
(Fed. Cir. 2007)

All evidence, including evidence rebutting a prima facie
case of obviousness, must be considered when
properly presented.

Hearing Components
Inc. v. Shure Inc.

600 F.3d 1357
(Fed. Cir. 2010)

Evidence that has been properly presented in a timely
manner must be considered on the record. Evidence of
commercial success is pertinent where a nexus
between the success of the product and the claimed
invention has been demonstrated.

Asyst Technologies
Inc. v. Emtrak Inc.

544 F.3d 1310
(Fed. Cir. 2008)

Evidence of secondary considerations of obviousness
such as commercial success and long-felt need may be
insufficient to overcome a prima facie case of
obviousness if the prima facie case is strong. An
argument for nonobviousness based on commercial
success or long-felt need is undermined when there is
a failure to link the commercial success or long-felt
need to a claimed feature that distinguishes over the
prior art.
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Use “Lead Compound” Case Law Rationale for
“Lead Prior Art” Argument


Multiple choices faced inventors;


Not one with “a finite number of identified, predictable solutions”



Unpredictable result when combining elements;
Properties do not teach process;
Unpredictable nature;
Unique nature;
No reasonable expectation of success
No reason to select “lead prior art” for testing or modification.



Cases








 Sanofi-Synthelabo v. Apotex, Inc., 550 F.3d 1075 (Fed. Cir. 2008)
 Takeda Chemical Industries, Ltd. v. Alphapharm Pty., Ltd., 492 F.3d 1350 (Fed. Cir.
2007)
 Procter & Gamble Co. v. Teva Pharms. USA, Inc., 566 F.3d 989 (Fed. Cir. 2009)
 Daiichi Sankyo Co., Ltd. v. Matrix Laboratories, Ltd., 619 F.3d 1346 (Fed. Cir. 2010)
 Eisai Co. Ltd. v. Dr. Reddy’s Labs., Ltd., 533 F.3d 1353 (Fed. Cir. 2008)
 Ortho-McNeil Pharms. Inc. v. Mylan Labs., Inc., 520 F.3d 1358 (Fed. Cir. 2008)
 Otsuka Pharmaceutical Co., Ltd. v. Sandoz, Inc., 678 F.3d 1280 (Fed. Cir. 2012)
 Genetics Institute, LLC v. Novartis Vaccines and Diagnostics, Inc., 655 F.3d 1291 (Fed.
Cir. 2011)
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“Lead Compound” Case Law
Relevant in IPRs Too
• Apotex Inc. v. Merck Sharp & Dohme Corp. , IPR2015-00419, Paper
14 (PTAB June 25, 2015)
• PTAB: "Even 'post-KSR, a prima facie case of obviousness for a
chemical compound still, in general, begins with the reasoned
identification of a lead compound' Eisai Co. Ltd. v. Dr. Reddy’s
Labs., Ltd., 533 F.3d 1353 (Fed. Cir. 2008]. Petitioner is correct
that [a prior art U.S. patent] identifies compound 96 as a specific
compound within the scope of its invention. Petitioner, however,
neglects to mention that [the patent] also discloses a laundry list
of 600 other specific compounds by their chemical names as
specific compounds within the scope of its invention. Petitioner
does not explain, and we do not find any reason, why a skilled
artisan, having no reported activity data on any of the 601
enumerated compounds, would have picked compound 96 for
further development. See Otsuka [Pharm. Co. v. Sandoz, Inc.,
678 F.3d 1280 (Fed. Cir. 2012)]."
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Is there a reasoned identification of a lead
candidate in the prior art? Or might
multiple candidates be possible?
◦ Must be more than an unsupported assertion.



Any reason a skilled artisan would have
considered modification of the prior art and
expected the invention as an identifiable,
predictable solution?
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Example: The examiner, by hindsight, picks the closest
prior art and states that a prima facie case of AIA
obviousness has been made, and you now have to show
unexpected results to overcome the rejection
Conclusion: It is unacceptable for USPTO to pick closest
prior art in hindsight.
◦ Use “no lead compound/prior art” rationale to attack
rejection.
◦ No acceptable reasoning for picking applied prior art out of
“scope and content of the prior art.” Graham
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No reasonable expectation of success.



Argue lack of predictability (i.e. invention not
“predictable”).



Teaching away



Prior art (particularly file history) may support lack of
predictability argument(s) and teaching away arguments.



Consider level of ordinary skill in art evidence; what was
the direction of the art as a whole? Remember duty of
candor.



Consider arguing missing claim limitations.
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Consider submitting comparative data—i.e.
determine closest prior art, and compare against it.



Property or result not “predictable.”



Unpredictability commensurate in scope.
• Consider interview with examiner to agree on testing
compounds.



Commercial success: commensurate in scope and
nexus with the claimed invention: harder for genus.
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Watch out for duty of candor (Rule 56); Danger:
inconsistent, non-disclosed data.



Watch out for effect on enablement, even if not
legally correct.
• Consider claiming species in a continuation.
• If species not claimed, consider narrowing reissue.



If can’t rescue genus, try techniques for
subgenus/species.
• Commercial success may be easier, particularly for species.

• Nexus: was success because of marketing?
49

Obviousness and IPRs:
PTAB Applying Obviousness
Principles from Caselaw
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Microsoft Corporation v. B.E. Technology, L.L.C.,
IPR2014-00040 (PTAB April 6, 2015)
◦ PTAB Final Written Decision
 “In determining whether a prior art reference discloses the
claimed subject matter under 35 U.S.C. § 102, “it is proper
to take into account not only specific teachings of the
reference but also the inferences which one skilled in the art
would reasonably be expected to draw therefrom.” In re
Preda, 401 F.2d 825, 826 (CCPA 1968). …Based on the
evidence and arguments, Petitioner has demonstrated by a
preponderance of the evidence that claims 1-3 of the '290
patent are anticipated by Kikinis under 35 U.S.C. § 102(b).”
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Medtronic, Inc. v. Nuvasive, Inc., IPR201400075 (PTAB April 5, 2015)

◦ PTAB Final Written Decision holding all instituted
claims unpatentable for obviousness.
 “It is well settled that “all disclosures of the prior art,
including unpreferred embodiments, must be
considered.” Merck & Co. Inc. v. Biocraft Laboratories
Inc., 874 F.2d 804, 807 (Fed. Cir. 1989) (quoting In re
Lamberti, 545 F.2d 747, 750 (CCPA 1976)).”
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Medtronic, Inc. v. Nuvasive, Inc., IPR2014-00034 (PTAB April 3,
2015)

◦ PTAB Final Written Decision holding all instituted claims unpatentable for
obviousness.
 “because Patent Owner points out deficiencies of individual references without
addressing their combined teachings. See In re Keller, 642 F.2d 413, 426 (CCPA
1981) (“[O]ne cannot show non-obviousness by attacking references individually
where, as here, the rejections are based on combinations of references.”).”


Also cited in Medtronic, Inc. v. Nuvasive, Inc., IPR2014-00073 and IPR2014-00081 (PTAB
April 3, 2015).

 No proof of long-felt but unmet need: “In re Allen, 324 F.2d 993, 997 (CCPA
1963) (An allegation of a long-felt but unsolved problem in the art “is not
evidence of unobviousness unless it is shown . . . that the widespread efforts of
skilled workers having knowledge of the prior art had failed to find a solution to
the problem.”).”


Also cited in Medtronic, Inc. v. Nuvasive, Inc., IPR2014-00073, IPR2014-00074, IPR201400087 (PTAB April 3, 2015).
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Amazon.Com, Inc. v. Personalized Media Communications, LLC,
IPR2014-01533 (PTAB March 26, 2015)
◦ PTAB instituting IPR.


“Petitioner has shown sufficiently that one of skill in the art would have had the ability to apply
the teachings of Guillou to Powell…. Petitioner's position is supported further by the fact that the
“test for obviousness is not whether the features of a secondary reference may be bodily
incorporated into the structure of the primary reference; nor is it that the claimed invention
must be expressly suggested in any one or all of the references. Rather, the test is what the
combined teachings of the references would have suggested to those of ordinary skill in the art.”
In re Keller, 642 F.2d 413 (CCPA 1981). Thus, we are unpersuaded by Patent Owner's
contentions that technical difficulties in combining Guillou, a broadcast system, with Powell, a
point-to-point system would hinder a skilled artisan from combining the teachings of the cited
references. Additionally, the arguments presented by Patent Owner appear to attack the
references individually, rather than in combination. …Nonobviousness cannot be established by
attacking the references individually when a challenge is predicated upon a combination of prior
art disclosures. See In re Merck & Co., Inc., 800 F.2d 1091, 1097 (Fed. Cir. 1986). In attacking
the references individually, Patent Owner both fails to address Petitioner's actual challenges and
neglects to establish an insufficiency in the combined teachings of the references, especially
given the knowledge of a skilled artisan as indicated by the disclosures ….”
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Hulu, LLC v. Intertainer, Inc., IPR2014-01455 (PTAB March 6,
2015)
◦ PTAB decision instituting IPR.
 “For an obviousness analysis, prior art references must be “considered together
with the knowledge of one of ordinary skill in the pertinent art.” In re Paulsen, 30
F.3d at 1480 (quoting In re Samour, 571 F.2d 559, 562 (CCPA 1978)). Moreover,
“it is proper to take into account not only specific teachings of the reference but
also the inferences which one skilled in the art would reasonably be expected to
draw therefrom.” In re Preda, 401 F.2d 825, 826 (CCPA 1968). That is because
an obviousness analysis “need not seek out precise teachings directed to the
specific subject matter of the challenged claim, for a court can take account of
the inferences and creative steps that a person of ordinary skill in the art would
employ.” KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007); see In re
Translogic Tech., Inc., 504 F.3d. at 1259. Accordingly, on the present record,
Patent Owner's arguments are not persuasive.”
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Toyota Motor Corp. v. Leroy G. Hagenbuch, IPR201400123 and IPR2014-00124 (PTAB March 3, 2015)

◦ PTAB Final Written Decisions holding all instituted claims
unpatentable.
 “Objective evidence of nonobviousness must be commensurate in
scope with the claims with which the evidence is offered to support.
In re Kulling, 897 F.2d 1147, 1149 (Fed. Cir. 1990); In re Lintner,
458 F.2d 1013, 1015 (CCPA 1972); In re Tiffin, 448 F.2d 791, 792
(CCPA 1971)…. Information based solely on numbers of units sold
is insufficient to establish commercial success. In re Baxter Travenol
Labs, 952 F.2d 388, 392 (Fed. Cir. 1991). Absent comparative sales
data such as market share, absolute numbers are not meaningful.
See Vandenberg v. Dairy Equip. Co., 740 F.2d 1560, 1567 (Fed. Cir.
1984); In re Noznick, 478 F.2d 1260, 1264 (CCPA 1973).”
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Garmin Int’l, Inc., v. MSPBO, LLC, IPR201401379 (PTAB March 3, 2015)
◦ PTAB decision instituting IPR.
 “A prima facie case of obviousness is established when
the prior art itself would appear to have suggested the
claimed subject matter to a person of ordinary skill in
the art. In re Rinehart, 531 F.2d 1048, 1051 (CCPA
1976).”
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Saint-Gobain Abrasives, Inc. v. 3M Innovative Properties
Co., IPR2014-01280 (PTAB Feb. 26, 2015)
◦ PTAB denying institution of IPR.
 “Petitioner improperly relies on the disclosure of the '026 patent
itself to justify its obviousness theory. …It is simply impermissible
to use the disclosure of the '026 patent as a basis for what would
have been known to those of ordinary skill in the art at the time of
the invention. See In re Shuman, 361 F.2d 1008, 1012 (C.C.P.A.
1966) (“It is impermissible to first ascertain factually what
appellants did and then view the prior art in such a manner as to
select from the random facts of that art only those which may be
modified and then utilized to reconstruct appellants' invention from
such prior art.”).”
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Mexichem Amanco Holdings S.A. v. Honeywell Int’l, Inc., IPR2013-00576
(PTAB Feb. 26, 2015)

◦ PTAB Final Written Decision holding all but one of instituted claim
unpatentable.


“As discussed in our Decision to Institute, In re Aller [220 F.2d 454, 456 (CCPA 1955)]
and other case law sets out the general rule that discovery of an optimum value of a
variable in a known process is normally obvious. In re Aller, 220 F.2d at 456; …This
general rule is not limited to prior art that discloses ‘amounts that bracket the ranges
recited in the claims,’ as asserted by Patent Owner. …Rather, exceptions to the general
rule exist where: (1) the variable to be optimized was not recognized as a ‘resulteffective” variable; or (2) results of optimizing the variable, even if known to be resulteffective, produced a new and unexpected result. In re Antonie, 559 F.2d 618, 620
(CCPA 1977); In re Boesch, 617 F.2d 272, 276 (CCPA1980) …; In re Luck, 476 F.2d 650,
652-53 (CCPA 1973) …Here, as discussed above, we agree with Petitioner that Inagaki
and Bivens indicate that an ordinary artisan would have known that the recited HFO and
POE lubricant would be useful components in a refrigerant composition…Thus, the
absence or presence of the recited HFO and POE lubricant in at least some amounts was
known to be a result-effective variable in relation to the function of a refrigerant.
…Petitioner contends that the '874 patent indicates no criticality of the recited weight
percentages. …We agree.”
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Medtronic, Inc. v. Mark A. Barry, IPR2014-01212
(PTAB Feb. 10, 2015)

◦ PTAB denying institution of IPR.
 “To establish obviousness of a claimed invention, all the
claim limitations must be taught or suggested by the prior
art. See CFMT, Inc. v. Yieldup Int'l Corp., 349 F.3d 1333,
1342 (Fed. Cir. 2003); In re Royka, 490 F.2d 981, 985 (CCPA
1974). A patent claim composed of several elements,
however, is not proved obvious merely by demonstrating
that each of its elements was known, independently, in the
prior art. KSR Int'l Co., 550 U.S. at 419.”
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Example: Proving Obviousness
• Purdue Pharma L.P. v. Depomed, Inc., IPR2014-00379, Paper 72, at
24-25 (PTAB July 8, 2015)

• Final Written Decision holding Petitioner did not show claims
were unpatentable.
•

We are persuaded, therefore, that Petitioner has established that
each limitation of claim 43 was known in the art, …A patent,
however, “is not proved obvious merely by demonstrating that each
of its elements was, independently, known in the prior art.” KSR, 550
U.S. at 418. Petitioner must also show that there was a reason to
combine those elements to achieve the claimed invention with a
reasonable expectation of success. …After considering the parties’
arguments and evidence, however, we are not persuaded that
Petitioner has established that a person of ordinary skill would have
combined the teachings in the manner contended by Petitioner.”
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“Don’t give away the farm!” Consider this from KSR:
“One of the ways in which a patent’s subject matter can be proved
obvious is by noting that there existed at the time of invention a
known problem for which there was an obvious solution
encompassed by the patent’s claims.”





Don’t give away “starting point” prior art from which one could
argue a POSITA may identify a problem and pursue potential
solutions.
Avoid reciting “problems” in the Background when drafting patent
application
◦ KSR allows a connection between the stated “problem” and a skilled
person motivated by that problem to find an “obvious to try” solution



Note: Applicant may have discovered a “problem” that differs from
any problems suggested by the prior art.
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Hold the Examiner to requirements:
◦ “There must be some articulated reasoning with some
rational underpinning to support the legal conclusion
of obviousness.”



Argue against combination:
◦ Not combinable by known methods
◦ Elements in combination do not perform the function
that each performs separately (not predictable)
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Unpredictability can be important: show that invention was not
predictable.
◦ Show no reasonable expectation of success.
◦ Show there was not a “finite number of identified, predictable
solutions.”
◦ Show unexpected results ??
◦ Other objective indicia of nonobviousnes??







Show teaching away, particularly in so-called predictable results.
Showing lack of predictability or expectation of success may
require submitting data and/or declarations earlier in
prosecution; evidence to destroy, not rebut, the prima facie
case.
Interview Examiner!
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 Consider

carefully considered strong
arguments and/or declarations supporting
§112 positions (written description and
enablement) and §103 positions
(nonobviousness)



Consider Therasense
 Careful thought and planning.
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Declarations need to be as solid as possible. PTAB has found
that defective declarations relied on for patentability during
prosecution can form an independent basis for instituting an
IPR.



K-40 Electronics, LLC v. Escort, Inc., IPR2013-00203, Paper 6

◦

(PTAB Aug. 29, 2013)

PTAB reviewed a § 1.131 declaration from the prosecution,
found it deficient, and reapplied the prior art the
declaration had antedated, instituting the IPR.


Case also had live testimony from inventor at oral hearing.


One might want declarations from the inventor during
prosecution that can then by referred to by the Patent Owner in
the optional Preliminary Response to try to ward off institution.
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Considerations (cont'd)

Why? Because in the Patent Owner’s Preliminary Response (POPR)
before institution of the post-grant proceeding, the Patent Owner,
at least up to now, cannot file a declaration relying on newly
developed evidence and attacking the petitioner’s declaration.
But, the Patent Owner can rely on public records. If there are good
declarations in prosecution, those can be submitted by the Patent
Owner before institution (Patent Owner’s Preliminary Response) in
an effort to persuade PTAB that there is not a substantial
likelihood that at least one claim will be unpatentable.
Remember: Patent Owner’s goal is to avoid institution of an IPR/PGR.
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◦

37 C.F.R. §42.107(c): No new testimonial evidence. The
preliminary response shall not present new testimony evidence
beyond that already of record, except as authorized by the
Board.
But the specification, file history, evidence from other
proceedings are fair game for presenting in the POPR.

Anova Food, LLC. v. Leo Sandau and William R. Kowalski,

IPR2013-00114, Paper 11 (PTAB June 25, 2014): “37 C.F. R §
42.107(c) applies only to ‘new’ testimony that was taken
specifically for the purpose of the inter partes review proceeding
at issue, as supported by the discussion and the comments that
accompanied the rule. For example, a party submitting the
prosecution history for the challenged patent may include a copy
of the declarations contained therein.”
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Director's Forum: A Blog from USPTO's
Leadership, Friday Mar 27, 2015

◦

“quick fix” rules packages

◦

Second proposed-rule package may contain adjustments to
the evidence that can be provided in the patent owner
preliminary response and adjustments to the scope of
additional discovery.
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If objective evidence of nonobviousness requires
additional discovery, have to request authorization to
file a motion requesting additional discovery.
◦ Garmin Factors







More than a possibility and mere allegation.
Litigation position and underlying basis.
Ability to generate equivalent information by other means.
Easily understandable instructions.
Requests not overly burdensome to answer.
Garmin Int'l, Inc. v. Cuozzo Speed Techs., LLC, IPR2012–00001,
Paper No. 26 (P.T.A.B. Mar. 5, 2013).
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Objective evidence of nonobviousness must
have nexus.

Patent Owners not much success so far with
objective evidence of nonobviousness - not
showing nexus (linking the objective
evidence of obviousness to the merits of the
claimed invention).
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Tandus Flooring, Inc. v. Interface, Inc., IPR2013-00527, Paper 48
(PTAB Feb. 12, 2015)


PTAB:
 “Before delving into the specific arguments and evidence of secondary
considerations, we note that it is not sufficient that a product or its use
merely be within the scope of a claim in order for objective evidence of
nonobviousness tied to that product to be given substantial weight. There
must also be a causal relationship, termed a “nexus,” between the
evidence and the claimed invention. …A nexus is required in order to
establish that the evidence relied upon traces its basis to a novel element
in the claim, not to something in the prior art. …Objective evidence that
results from something that is not “both claimed and novel in the claim,”
lacks a nexus to the merits of the invention. … All types of objective
evidence of nonobviousness must be shown to have nexus. …The
stronger the showing of nexus, the greater the weight accorded the
objective evidence of nonobviousness.”
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Cardiocom, LLC v. Robert Bosch Healthcare Systems, Inc.,
IPR2013-00468. Paper 72 (PTAB Jan. 27, 2015)

◦ Patent Owner failed to establish nexus between the claimed invention and
the objective evidence.

◦ PTAB:

 “Any commercial success of the Health Buddy is only relevant if the Health
Buddy actually was the claimed monitoring system or apparatus, or
actually was used to practice the methods, recited in the challenged
claims. Patent Owner has not provided sufficient evidence to show that
was the case.”
 “Patent Owner does not show sufficiently that the '192 patent actually
satisfied the alleged need. …Thus, Patent Owner's evidence of long-felt
need is not persuasive.”
 “evidence of industry praise is only relevant when it is directed to the
merits of the invention claimed. …Patent Owner has not established a
sufficient nexus with the claimed methods, and industry praise of the
Health Buddy does not support a conclusion of nonobviousness of the
claims.”
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Smith & Nephew, Inc. v. Convatec Tech., Inc., IPR2013-00102, Paper
87 (PTAB May 29, 2014)

◦ All challenged claims unpatentable.
◦ Patent Owner’s objective evidence insufficient.


“ConvaTec has not shown, however, that the sales of the AQUACEL® Ag product line are a
result of the claimed invention.”



“no details of the manufacturing process for AQUACEL® Ag products as supporting evidence
that the products are manufactured using the steps recited in the claims.”



No explanation:


“how such praise is directed to any particular feature of the method recited in the claims.”



“that advantages of the claimed invention are not met by silverized hydrogels of the prior
art[.]”



“that the evidence of long-felt and unmet need is solved by the particular steps recited in
the claims, or to the photostability of the product, to the extent they are distinguishable
from the prior art of record.”
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Kamada, Ltd. v. Grifols Therapeutics Inc., IPR2014-00899,
Paper 22 (PTAB March 4, 2015)

◦ Patent Owner request for additional discovery: “the existence
and timing of Petitioner’s ‘800 Patent and the competing
commercial product… and the unprovoked filing of the Petition,
make clear that this allegation of copying is much higher than a
‘possibility or mere allegation.’”
◦ PTAB: Denied Patent Owner’s request for additional discovery
relating to objective evidence of copying.
 “Patent Owner has not provided any authority to support its argument that
copying claims into another patent application constitutes proof of copying for
purposes of secondary considerations of nonobviousness. Nor are we aware of
any such authority. Patent Owner has also failed to present any evidence or
reasoning tending to show beyond speculation that, even if there were evidence
of copying, a nexus exists between Petitioner’s alleged copying and the claimed
invention [.]”
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Shire Development LLC v. LCS Group, LLC, IPR2014-00739,
Paper 23 (PTAB March 12, 2015)

◦ Patent Owner filed motion to submit supplemental information.
 FDA and Petitioner information released after it had filed its Patent
Owner Response relevant to objective evidence of nonobviousness,
particularly long-felt but unmet need.
 Petitioner statements in media contradict position in IPR, contradict
Petitioner’s argument that other, non-pharmacological treatments
were available and sufficient
 FDA announcement of first FDA-approved medication for the
treatment of BED.

◦ PTAB: “the interests of justice are served by permitting entry of
[the FDA approval announcement only] as supplemental
information.”
 Could not have been earlier submitted because the press release was
issued by the FDA after the filing of the Patent Owner Response.
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Omron Oilfield & Marine, Inc. v. Md/Totco, A Division Of Varco,
L.P., IPR2013-00265, Paper 11 (PTAB Oct. 31, 2013)


Patent Owner requested PTAB exercise its discretion to deny
the petition because of the same art/arguments before the
Office during reexamination.
 Patent Owner was able to rely on evidence in the record in a
reexamination of the patent of commercial success.



PTAB: Petition denied.


Found Petitioner established a prima facie case of obviousness, and then reviewed
the objective evidence of nonobviousness provided to the examiner during a
reexamination, and agreed that it was persuasive.




“we determine that Patent Owner has presented sufficient evidence to establish a prima facie
case of nexus.”
No rebuttal by Petitioner.
“We find that the ’142 Patent had significant commercial success, which, here, overcomes the
prima facie case of obviousness.”
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Intri–Plex Technologies, Inc. v. Saint–Gobain Performance
Plastics Rencol Ltd., IPR2014–00309, Paper 83 (PTAB March
23, 2014)

◦ Patent Owner submitted objective evidence of nonobviousness via a
declaration (prepared for the IPR) supporting the Patent Owner
Response.
◦ PTAB: Final Written Decision that Intri-Plex did not meet its burden
of showing challenged claims unpatentable.
 “we determine that the first three Graham factors favor a determination
that the challenged claims are obvious. However, a proper obviousness
determination requires a consideration of all factors, and we determine
that Saint-Gobain’s case for nonobviousness based on secondary
considerations is particularly strong, and outweighs the other three
factors. In particular, we are persuaded that our finding of commercial
success is particularly strong, …. Indeed, we determine that commercial
success alone sufficiently outweighs the other three factors, and that our
finding of copying merely strengthens further our finding that secondary
considerations weigh in favor of Saint-Gobain.”
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Acceptable to claim invention by what it does rather
than by what it is.
◦ In re Caldwell, 319 F.2d 254 (C.C.P.A. 1963)



Even if USPTO initially considers that a claim limitation
is not supported in specification, it cannot disregard
the limitation in evaluating the patentability of the
claimed invention as a whole over the prior art.
◦ In re Grasselli, 231 U.S.P.Q. 393, 394 (Bd. Pat. App. 1983)



Consider inherent properties of invention.
◦ In re Antonie, 559 F.2d 618 (C.C.P.A. 1977)
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A hypothetical person of ordinary skill in the art at
the time of the effective date of the invention.



Actual inventor’s skill is irrelevant.



Factors (probably psychological re trier of fact):
◦
◦
◦
◦
◦
◦

Educational level of the inventor;
Type of problems encountered in the art;
Prior art solutions to those problems;
Rapidity with which innovations are made;
Sophistication of the technology; and
Educational level of active workers in the field
81

• Merely stating that level of skill in the art is high is
insufficient to show requisite motivation to combine
 In re Rouffet, 149 F.3d 1350 (Fed. Cir. 1998)
• With evidentiary support, however, what is known in
the art may inform an obviousness inquiry
 Riverwood Int'l Corp. v. The Mead Corp., 212 F.3d 1365

(Fed. Cir. 2000)
 Including motivation to combine and expectation of
success, see Allergan v. Sandoz, 726 F.3d 1286 (Fed. Cir.
2013)
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In re Klein, 647 F.3d 1343 (Fed. Cir. 2011)
◦ Board: Upheld rejection of claims as obvious.

◦ FC: Reversed.
 “A reference qualifies as prior art for an
obviousness determination under §103 only
when it is analogous to the claimed invention.”

 Test from Clay: same field of endeavor or
“reasonably pertinent.”
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Klein (con’t)
◦ FC: (con’t)
 Correctly identified problem the inventor faced, but
invalidating references were directed to different
problem, and no finding of fact as to why a POSITA would
look to those references to solve the problem faced by
the inventor.
 “An inventor considering the [inventor’s] problem …would
not have been motivated to consider any of these
references when making his invention[.]”
PTAB cited and applied in Klein in Euro-Pro Operating LLC v. Acorne
Enterprises, LLC, IPR2014-00351, Paper 38, at 32 (PTAB July 9, 2015), in
finding a reference was appropriately relied upon unpatentablity of claims.
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A prior art reference cannot be properly modified or combined
with other references.
◦ No suggestion or motivation to modify/combine; or
◦ No reasonable expectation of success.





Even if modified or combined as proposed, the resultant
modification or combination would still fall short of yielding the
claimed invention, i.e., failure to satisfy all of the claim
limitations.
Attacking premise rather than amending claim important in view
of prosecution history estoppel implications.
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Rationale supplying the motivation to modify the
prior art to arrive at the claimed invention can differ
from that relied on by the inventor.

◦ In re Fulton, 391 F.3d 1195, 1202 (Fed. Cir. 2004)(“the
Board need not have found the combination of
Bowerman and Pope to be desirable for the reason stated
in the [applicant’s] application.”).



If prior art suggests what inventor ultimately did ->
obvious.
◦ In re Dillon, 919 F.2d 688 (Fed. Cir. 1990).
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“The mere fact that the prior art could be so
modified would not have made the modification
obvious unless the prior art suggested the
desirability of the modification." In re Gordon, 733
F.2d 900 (Fed. Cir. 1984).
Simply being capable of modifying is not enough.
◦ In re Mills, 916 F.2d 680, 682 (Fed. Cir. 1990).



Beware of hindsight reconstruction, especially in
simple technologies.
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If prior art has not recognized the “result-effective”
capability of a particular invention parameter, no
expectation would exist that optimizing the parameter
would successfully yield the desired improvement.
◦ In re Antonie, 559 F.2d 618, 619 (C.C.P.A. 1977)

◦ Look at invention as a whole.
◦ In re Applied Materials, Inc., 692 F.3d 1289 (Fed. Cir. 2012): FC
upheld Board decision of obviousness because the inventor
merely optimized result-effective variables, which is within the
routine experimentation of one of ordinary skill in the art.
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Renders prior art reference inoperable;
Renders prior art unfit for intended purpose; or
Changes the principle of operation of the prior
art reference
Useful in the context of combatting a prima
facie case of obviousness that is based on
“element shopping.”
Refer Examiner to MPEP §2143.01
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Unexpected results
◦ Must compare to closest prior art.
◦ Must compare to closest example within closest prior art.
◦ Showing must be commensurate in scope with the claims.



Objective indicia of unobviousness/secondary
considerations
◦
◦
◦
◦
◦
◦

commercial success
long-felt need
failure by others
copying
teaching away
initial disbelief and subsequent acclaim by experts
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TriMed v. Stryker, 608 F.3d 1333 (Fed. Cir. 2010)
◦ DC: Granted summary judgment of invalidity for obviousness
by signing Stryker’s “Uncontroverted Statement of Facts and
Conclusions of Law” without any changes.
◦ TriMed presented evidence of secondary considerations of
nonobviousness that showed that the orthopedic industry was
initially skeptical of the invention but later praised it.

◦ FC: Reverse and remand.
 “Common sense” without any reasoning is insufficient.
 Must consider objective indicia if in evidence.
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