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I. What is Trade Dress and
Requirements for Trade
Dress Protection
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What is Trade Dress?
 Not Specifically Defined in the Lanham Act

 A distinctive, nonfunctional feature to distinguish a
merchant or ones goods or services from another
 “Trade dress involves the total image of a product and
may include features such as size, shape, color or color
combinations, texture, graphics, or even particular sales
techniques.” Two Pesos, Inc. v. Taco Cabana, Inc., 505
U.S. 763, 765 (1992)
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Forms of Trade Dress
 Look or Total Image of the products or packaging

 Look or Total Image of the Services
 Graphics, Textures, Colors, Color Combinations, Shapes,
Configurations
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Trade Dress Examples
 Product Labels,
 Product Design &
Wrapper, Packaging & Configuration
Containers
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Trade Dress Examples
 Product Shape

 Color
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Trade Dress Examples
 Building Designs
 Sound
(interior and exterior)
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Trade Dress vs. Trademark
 Trademarks generally involve words or a logo or
combination thereof
 Trade Dress focuses on certain features such as shape,
color, color combination, size, or graphics
 Both serve the same function – to identify a single source
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Trade Dress vs. Copyright
 Copyright Act – “original works of authorship,” including
“pictorial, graphic and sculptural works.” 17 U.S.C. § 101,
102
 Copyright NOT apply to “useful” articles unless the design
is conceptually separable from the product

 Infringement – Copyright simply show copying (access
and substantial similarity)
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Trade Dress vs. Design Patent
Trade Dress

Design Patent

A distinctive and nonfunctional feature
used to distinguish a merchant or one’s
goods or services from another

Protection of a non-functional
“ornamental design for an article of
manufacture.” 35 U.S.C. § 171

Infringement – prove a likelihood of
confusion in the minds of consumers

Infringement – prove that the accused
designs “substantially the same as the
claimed design.” 35 U.S.C. § 289
“Ordinary Observer” test. Egyptian
Goddess, Inc. v. Swisa, Inc., 543 F.3d
665 (Fed. Cir. 2008)

Duration – potentially unlimited lifespan.
However, secondary meaning acquired
only after several years

Duration – 14 years
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Trade Dress Value
 Conveys Single Source Identifier – e.g., high quality,
trusted source, familiar taste, or good reputation
 Affects Consumer Recognition
 Influence Purchasing Decisions

 Easily Recognizable
 Competitive Advantage
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How to Protect Trade Dress
 Non-Functional

 Distinctive
• Registered
• Common Law Rights – Must prove acquired distinctiveness
or Secondary Meaning
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Non-Functional




Functional trademarks can not be registered or protected.
•

See, 15 U.S.C. § 1052(e)(5)

•

Why – anti-monopolistic, anti-competiveness

•

If Registered, then the burden to prove functionality
rest with the Defendant

Trade Dress is Functional if:
•

Essential to the use or purpose of the product

•

Affects the quality or cost

•

Exclusive use puts competitors a significant (non-reputation) disadvantage

•

Is there a utility patent, or advertising touting utilitarian advantages
of the design

•

See, TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23 (2001)

•

In determining functionality, a product’s trade dress must be analyzed as
a whole.” First Brands Corp. v. Fred Meyer, Inc., 809 F.2d 1378, 1381 (9th Cir.
1987)

18

Establishing Distinctiveness
 Automatically or inherently distinctive
 Acquired distinctiveness or proof of
Secondary Meaning
• Product shapes, design and
configuration and color – must show
Secondary Meaning. See, Wal-Mart
Stores, Inc. v. Samara Bros., Inc., 529
U.S. 205 (2000). Can never be
inherently distinctive
• Product label, wrapper, packaging may
be inherently distinctive
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Proving Secondary Meaning
 If the trade dress is not inherently
distinctive, then to enforce rights
you must establish Secondary
Meaning
 In the Consumer’s mind, the trade
dress identifies the source of the
product, rather than merely the
product itself. See, Inwood Labs,
Inc. v. Ives Labs, Inc., 456 U.S.
844, 851 (1982)
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Factors to Prove Secondary Meaning
 Consumer testimony
 Surveys
 Exclusivity, length and manner of use
 Amount and manner of advertising
 Amount of sales and numbers of customers
 Established presence in marketplace
 Proof of intentional copying
 No single factor is determinative, however intent may play a
role in proof
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Registering A Trade Dress
 Principal Registration

 Supplemental Registration
• Quicker, cheaper and easier
• No presumption of validity

• Not eligible to become incontestable
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II. Enforcement of Trade
Dress
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Trade Dress Infringement
 A federal claim for trade dress infringement may be
brought under Section 43(a) of the Lanham Act, which
provides, in relevant part, that:
“Any person who, on or in connection with any goods or services, ... uses
in commerce any word, term, name, symbol, or device, or combination
thereof, or any false designation of origin, ... , which –
(A) is likely to cause confusion or to cause mistake, or to deceive as
to the affiliation, connection or association of such person with
another person, or as to the origin, sponsorship, or approval of his or
her goods, services, or commercial activities by another person ...
shall be liable in a civil action by any person who believes that he or she
is likely to be damaged by such act.” (15 U.S.C. § 1125(a)(1); see John
H. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966, 980 (11th Cir. 1983)
(“§ 43(a) creates a federal cause of action for trade dress infringement.”)
(citations omitted).)
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Trade Dress Infringement
 If a trade dress is federally registered, then a plaintiff can
also assert a claim for infringement of a registered
mark/trade dress under Section 32 of the Lanham Act,
which prohibits use in commerce of
“any reproduction, counterfeit, copy, or colorable imitation of a registered
mark in connection with the sale, offering for sale, distribution, or advertising
of any goods or services on or in connection with which such use is likely to
cause confusion or to cause mistake, or to deceive ... .” (15 U.S.C. § 1114)

 Trade dress infringement claims also can be asserted
under state law, as a species of unfair competition or of
unfair and deceptive trade practices. (McCarthy, supra, §
7:53)
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Proving Trade Dress Infringement
 Plaintiff must establish:
1. that it owns protectable rights in and to clearly defined
trade dress, including that the trade dress

(a) is inherently distinctive or has acquired
distinctiveness through secondary meaning,
and
(b) is not functional;


Note: Benefit of Federal Registration – A federal registration is
presumptive evidence of non-functionality; therefore, the burden is on the
defendant to prove functionality. If there is no registration, the Lanham
Act requires that the Plaintiff prove non-functionality. (Sec. 43(a)(3))
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Proving Trade Dress Infringement
 Plaintiff must establish (cont’d):
2. that it began use of its trade dress prior to the defendant's
use of its similar trade dress (or, if the trade dress is not
inherently distinctive, that its trade dress acquired
secondary meaning before defendant's trade dress did);
and
3. that the defendant's use of its trade dress creates a
likelihood of confusion as to source, or as to sponsorship,
affiliation or connection.
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Defining Trade Dress
 Plaintiff must identify the specific elements that comprise
the “trade dress”
 Courts require this in order to determine whether the trade
dress is protectable, and whether the accused trade dress
infringes plaintiff’s trade dress
 See Planet Hollywood, Inc. v. Hollywood Casino Corp., 80 F.
Supp. 2d 815 (N.D. Ill. 1999) (unfair to defendant to define the
plaintiff’s trade dress as a general “Hollywood theme”).
 See Sleep Science Partners v. Lieberman, 2010 WL 1881770
(N.D. Cal. 2010) (overall “look and feel” of a website is too
indefinite; the plaintiff needed to define the elements of the
website that it sought to protect)
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Likelihood of Confusion
 Likelihood of confusion exists “when consumers
viewing the defendant’s trade dress probably
would assume that the product it represents is
associated with the source of a different product
identified by the plaintiff’s similar trade dress.”
McNeil Nutritionals, LLC v. Heartland
Sweeteners, LLC, 511 F.3d 350 (3d Cir. 2007)
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Likelihood of Confusion
 Likelihood of Confusion Factors (factors vary by circuit)
 Strength of the plaintiff’s trade dress
 Similarity of the parties’ trade dress
 Relatedness of the parties’ goods or services
 Evidence of actual confusion
 Marketing channels used
 Likely degree of purchaser care/cost of goods or services
 Sophistication of purchasers
 Defendant’s intent in selecting its mark
 Likelihood of expansion of the product lines
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Likelihood of Confusion
 Analysis of Likelihood of Confusion Factors
 No single factor is considered dispositive and the weight
given to each factor can vary on a case to case basis and
by Circuit
 When considering these factors, courts should compare the
trade dresses “in light of what happens in the marketplace,
not merely by looking at the two…side-by-side.” Thomas &
Betts Corp. v. Panduit Corp., 138 F.3d 277, 296 (7th Cir.
1998)
 What is the impression created by the accused trade dress?
 Viewed from the perspective of the eye and mind of an
ordinary purchaser
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Strength of Plaintiff’s Trade Dress
 Strength of Plaintiff’s trade dress generally considered
one of the most important factors
 Considerations:
 Is the design/motif in common use by several competitors?
 Are the features shared by the conflicting trade dresses
functional?
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Similarity of the Parties’ Trade Dress
 Considered another important factor in trade dress cases

 Consideration of similarities v. differences?
 3rd Circuit rejected the argument that similarities in trade dress should
weigh more heavily than differences. Rather, “forceful and distinctive
design features should be weighed more heavily because they are more
likely to impact the overall impression, . . . Regardless of whether they
happen to be differences or similarities.” (McNeil Nutritionals, LLC v.
Heartland Sweeteners, LLC, 511 F.3d 350, 85 U.S.P.Q.2d 1545 (3d Cir.
2007) (no likelihood of confusion was found by Safeway and Food Lion
store brand sweetener that was packaged similar to the market leader
SPLENDA))

33

McNeil Nutritionals, LLC v. Heartland Sweeteners, LLC
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Evidence of Actual Confusion
 Not necessary to show actual confusion – but it is
persuasive
 Investigate whether there are any instances of actual
confusion. For example:
• E-mails from consumers admitting to or otherwise evidencing confusion
• Blog entries or product reviews indicating confusion
• Company phone records
• Product returns as a result of confusion

 Consider a likelihood of confusion survey (must focus on
trade dress/non-functional elements)
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Can defendant’s mark on a look-alike
prevent confusion?
 Majority of cases hold that labeling an otherwise infringing
look-alike product does not prevent infringement
 Exceptions (e.g., Conopco, Inc. v. May Dept Stores Co.,
46 F.3d 1556, 32 U.S.P.Q.2d 1225 (Fed. Cir. 1994), cert.
denied, 514 U.S. 1078, 131 L. Ed. 2d 582, 115 S. Ct.
1724 (1995))
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Likelihood of Infringement - Shown
 Example: Maker’s Mark Distillery, Inc. v. Diageo North
America, Inc., 679 F.3d 410 (6th Cir. 2012)

 Trade Dress Defined: “The mark consists of a wax-like
coating covering the cap of the bottle and trickling down
the neck of the bottle in a freeform irregular pattern.”
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Maker’s Mark Distillery, Inc. v. Diageo North
America, Inc.
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Maker’s Mark Distillery, Inc. v. Diageo North
America, Inc.
 Analysis of Likelihood of Confusion Factors
 Strength of Trade Dress: conceptually and commercially
strong*
 Similarity of Trade Dress: facially similar seals, although
there were other different designs on the bottles*

 Relatedness of goods: “somewhat” related
 Marketing channels: some similar; some different
 Degree of purchaser care: high (cost of tequila)

 Actual confusion: none presented (neutral)
 Likelihood of expanding product lines: (neutral)
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Defenses to Claim of Trade Dress Infringement
 Non-distinctiveness of trade dress/lack of
secondary meaning
 Functionality
 Laches or Acquiescence
 Fair Use Defense
 “Brand Name” Defense
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Trade Dress Dilution
 In addition to a claim of trade dress infringement, in limited
situations, a plaintiff might be able to assert a claim for
trade dress dilution pursuant to Section 43(c) of the
Lanham Act. 15 U.S.C. § 1125(c)
 Dilution protects against the “weakening or reduction in
the ability of a mark to clearly distinguish only one
source.” McCarthy, § 24.67
 Dilution can be by “tarnishment,” i.e. degrading the
reputation of the mark through negative associations (e.g.,
pornography or unwholesome activities) or by “blurring,”
i.e., impairing the distinctiveness of the mark
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Trade Dress Dilution
 Elements of a Prima Facie Case for Trade Dress Dilution:
1) the plaintiff’s trade dress is not functional and is both
distinctive and famous;
2) the defendant is using the trade dress in interstate
commerce;

3) the defendant’s use occurred after the plaintiff’s trade dress
became famous; and
4) The defendant’s use is likely to cause dilution by blurring or
dilution by tarnishment of the plaintiff’s famous trade dress
15 U.S.C. § 1125(c)(1) and (4)
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Trade Dress Dilution
 Dilution differs from infringement in that it does not require proof of
likelihood of confusion. For this reason, a federal dilution claim is only
granted to “famous” trade dress
 A trade dress is famous “if it is widely recognized by the general
consuming public of the United States as a designation of source of
the goods or services of the mark’s [or trade dress’] owner.” 15 U.S.C.
§ 1125(c)(2)(H)
 However, some state trademark dilution statutes do not require that
the plaintiff’s trade dress be famous. See McCarthy, § 24.78

 Examples: Goldfish® crackers (famous design) / Hershey’s
Reese’s® trade dress (not famous/distinctive color)
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III. Remedies for
Infringement/Dilution
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Remedies for Infringement
 Injunction
• “The purpose of a preliminary injunction is merely to preserve
the relative positions of the parties until a trial on the merits can
be held.” Univ. of Texas v. Camenisch, 451 U.S. 390, 395
(1981)
• Lanham Act empowers a court to issue injunctive relief within
the principles of equity and as the court deems reasonable. 15
U.S.C. § 1116
• Relief may include corrective advertisement, product
destruction, delivery of infringing goods
• Injunctive relief is “an extraordinary remedy that may only be
awarded upon a clear showing that the plaintiff is entitled to
such relief.” Mazurek v. Armstrong, 520 U.S. 968, 972 (1997)
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Remedies for Infringement
 Standard
• Likelihood of Success on the merits
• Irreparable harm. No longer a presumption. See, , 547 U.S.
388 (2006)
• Balance of hardships

• Public Interest
• See, Winter v. Natural Res. Def. Council, Inc., 555 U.S. 7
(2008)
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Remedies for Infringement


Monetary Relief
• Actual damages sustained by the Plaintiff. Lost profits do not have to be
proven with specificity. Joint Stock Soc. V. UDV North Am., 266 F.3d 164
(3d Cir. 2001)
• Accounting and recovery of Defendant’s profits
• 15 U.S.C. § 1117(a) states “any damages sustained by the plaintiff. This
may include harm to reputation or goodwill associated with the Trade
Dress.
• Can not recovery both lost profits and defendant’s profits. Nintendo of
Am. V. Dragon Pac. Int’l, 40 F.3d 1007 (9th Cir. 1994)
• Treble damages
• Punitive damages are not permitted under the Lanham Act. Caesars
World, Inc. v. Venus Lounge, Inc., 520 F.2d 269 (3d Cir. 1975).
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Remedies for Infringement
 Attorneys’ Fees. See, Octane Fitness, LLC v. ICON
Health & Fitness, Inc., 134 S.Ct. 1749 (2014) (Court has
discretion – is it a case that “stands out from others”).
 Cost of the action
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IV. Keys to Developing
Protectable Trade
Dress
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Keys to Developing Protectable Trade Dress
 Identify the specific elements of trade dress (narrowly
defined is best)
 Use trade dress consistently in marketplace

 Obtain a federal registration (particularly where the design
may qualify as inherently distinctive)
 In advertising, avoid references to utilitarian features –
instead, tout distinctive ornamental appearance of trade
dress (“look for ____” advertising)
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Keys to Developing Protectable Trade Dress
(cont’d)
 Collect unsolicited media coverage that focuses on trade
dress (e.g., unsolicited product placement, reviews,
commentary)
 Ensure any utility patents are crafted such that the claims
do not cover the trade dress

 Keep track of advertising expenditures and sales success
 Enforce against parties that copy or are close to your
trade dress (and collect this evidence, as courts can view
this as evidence of secondary meaning)
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+1.312.902.5296 | kristin.achterhof@kattenlaw.com

Ms. Achterhof counsels clients on a wide variety of complex IP litigation,
including the prosecution and defense of claims involving copyright,
trademark, trade dress and patent infringement, trade secret
misappropriation, right of personality, false advertising, and a range of
unfair competition claims. She is a first-chair trial attorney in matters
pending in federal and state courts across the country and before the
TTAB. Ms. Achterhof is a frequent speaker and panel member and has
served as a guest lecturer at Northwestern University School of Law,
DePaul University College of Law and Chicago-Kent College of Law.
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Mr. Cohen is a leading commercial and intellectual property litigator, with
a practice increasingly national in scope. He concentrates his practice in
the areas of business and intellectual property litigation, including
employment and trade secret litigation. He regularly represents clients in
the protection of their intellectual property rights and negotiation of
licensing rights. Mr. Cohen is Co-Chair of the International Trademark
Association’s 2016 Leadership Meeting. Mr. Cohen is past Chair of the
ABA’s Intellectual Property Law Section Trial and Appellate Rules
Committee, and Past Chair of the ABA’s Intellectual Property Law
Section, Trade Secrets Committee. Mr. Cohen has also been called
upon by CNBC to offer commentary on cutting edge IP issues and
Supreme Court updates.
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