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Agenda
• History of Dilution Concept and State and Federal Law
• The Dilution Track Record
• Emerging Legal Issues:
– What is Nationwide Fame?
– Substantial Similarity
– Is Association Enough?
• How Do You Prove Impairment of Mark’s Distinctiveness?
– How Do You Prove Tarnishment?
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Agenda (cont)
• Tips for Plaintiffs
• Tips for Defendants
• Conclusion: The Dilution Wild Card (State
Dilution Claims)
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HISTORY OF CONCEPT AND STATUTORY
STATE AND FEDERAL LAW
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DILUTION:
The Only Rational Basis For Trademark Protection

"that the preservation of the uniqueness of
a trademark should constitute the only
rational basis for its protection.”

Frank I. Schechter, The Rational Basis of Trademark Protection, 40 HARV. L. REV. 813, 825 (1927).
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What is trademark dilution?
“The gradual whittling away or dispersion of
the identity and hold upon the public mind of
[a] mark or name by its use upon noncompeting goods.”
- Frank Schechter

Frank I. Schechter, The Rational Basis of Trademark Protection, 40 HARV. L. REV. 813, 825 (1927).
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A Dormant Theory
• After his article published in 1927, Schechter
did little to promote this concept and it was
rarely mentioned in court cases.
• During the enactment of the Lanham Act, the
focus was protection of descriptive marks with
secondary meaning and recognition of the
“related goods” doctrine.
• Dilution got no attention at all.
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The States Take Statutory Action
• Massachusetts passed the first dilution statute
in 1947, followed by Illinois and New York in
the 1950s.
• In 1964, the U.S. Trademark Association
(USTA)* included a dilution provision in its
Model State Trademark Bill, which was later
passed in approximately 30 states.
*predecessor in name to INTA
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The Model State Statute
• “Likelihood of injury to business reputation or
of dilution of the distinctive quality of a mark
or trade name shall be a ground for injunctive
relief in cases of infringement of a mark
registered or not registered or in cases of
unfair competition, notwithstanding the
absence of confusion as to the source of
goods or services.”
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Federal Trademark Dilution Act (FTDA)
• Enacted in 1995, effective in 1996, it applies to
“Famous Marks”
–
–
–
–
–

Allowed for “Niche Fame” (per the courts)
Factors for Defining “fame”
No definition or factors for dilution
No reference to tarnishment
Did not mention “likelihood of dilution.”
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How Did “Uniqueness” Become
“Distinctiveness” And Then “Fame”?
• There does not appear to be any legislative
history for modifying eligibility for dilution
protection from unique marks to famous
marks.
• Not all famous marks are unique.
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Examples That Show
Fame Can Be Highly Subjective (Pre 2006)

TELE TECH
GAZETTE
INTERMATIC
NAILTIQUES
PAPAL VISIT 1999
WA-WA
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More Recent Examples of Trademarks Protected
Under Federal Dilution Law (TDRA)

ROLLS ROYCE
AUNT JEMIMA’S
KODAK
MAZDA
CORONA
NUJOL
BLUE GOOSE
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Other Issues aka
Courts Tried to Find Limiting Principles
• Did law require actual or likelihood of
dilution? (Ringling Brothers)
• Geographic Niche Fame (The Wa-Wa case)
• Did dilution only apply to inherently
distinctive marks? (Children’s Place)
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Moseley v. V Secret Catalogue
Victoria’s Secret

Tower Place Mall, Cincinnati, OH
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Moseley v. V Secret Catalogue

A Strip Mall in Elizabethtown, KY
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Moseley v. V Secret Catalogue
Victoria’s Secret

Victor’s Little Secret
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Moseley v. V Secret Catalog
(US 2003)
• “at least where the marks at issue are not
identical, the mere fact that consumers
mentally associate the junior user’s mark with
a famous mark is not sufficient to establish
actionable dilution.”
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Moseley v. V Secret Catalogue
(US 2003)
• respondents and their amici argue that evidence
of an actual “lessening of the capacity of a
famous mark to identify and distinguish goods or
services,” § 1127, may be difficult to obtain. It
may well be, however, that direct evidence of
dilution such as consumer surveys will not be
necessary if actual dilution can reliably be proven
through circumstantial evidence–the obvious
case is one where the junior and senior marks are
identical.
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Trademark Dilution Revision Act
(TDRA) 2006
• Adopted Likelihood Of Dilution (overturning
Moseley on that point)
• Adopted tarnishment (overturning Mosley on
that point)
• Rejected Niche Fame of any kind
• Defined factors showing tarnishment and
blurring
– While not explicit, seems to encourage finding
that mere association is sufficient to find blurring.
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TDRA
•

•

“Subject to the principles of equity, the owner of a famous mark that is distinctive, inherently or
through acquired distinctiveness, shall be entitled to an injunction against another person who, at
any time after the owner’s mark has become famous, commences use of a mark or trade name in
commerce that is likely to cause dilution by blurring or dilution by tarnishment of the famous
mark, regardless of the presence or absence of actual or likely confusion, of competition, or of
actual economic injury.”
For purposes of paragraph (1), a mark is famous if it is widely recognized by the general
consuming public of the United States as a designation of source of the goods or services of the
mark’s owner. In determining whether a mark possesses the requisite degree of recognition, the
court may consider all relevant factors, including the following:
–
–
–
–

(i)The duration, extent, and geographic reach of advertising and publicity of the mark, whether advertised
or publicized by the owner or third parties.
(ii)The amount, volume, and geographic extent of sales of goods or services offered under the mark.
(iii)The extent of actual recognition of the mark.
(iv)Whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 1905, or
on the principal register
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TDRA Definitions
• “Dilution by blurring” is association arising from the similarity between a mark
or trade name and a famous mark that impairs the distinctiveness of the
famous mark. In determining whether a mark or trade name is likely to cause
dilution by blurring, the court may consider all relevant factors, including the
following:
– (i) The degree of similarity between the mark or trade name and the famous mark.
– (ii) The degree of inherent or acquired distinctiveness of the famous mark.
– (iii) The extent to which the owner of the famous mark is engaging in substantially exclusive
use of the mark.
– (iv) The degree of recognition of the famous mark.
– (v) Whether the user of the mark or trade name intended to create an association with the
famous mark.
– (vi) Any actual association between the mark or trade name and the famous mark.

• “Dilution by tarnishment” is association arising from the similarity between a
mark or trade name and a famous mark that harms the reputation of the
famous mark.
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THE DILUTION REPORT CARD
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Findings By Professor Barton Beebe
2006 - 2011
Venues (and Dilution Win Rates)
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Outcomes by Procedural Posture
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Correlation of Infringement and
Dilution Outcomes
Seven opinions in
which court found
dilution and did not
consider dilution

Two opinions in which
court found no
confusion, but did find
dilution
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Example One
Infringement? No
Dilution? Yes
Hershey Co. v. Art Van Furniture, Inc., 2008 WL
4724756 (E.D.Mich. Oct. 24, 2008)
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Example One and a Half
Infringement? No
Dilution? Yes
American Century Proprietary Holdings, Inc. v. American Century Casualty Co.,
2008 U.S. App. LEXIS 21045 (5th Cir. Oct. 3, 2008) (Garwood, J., concurring in
part, dissenting in part)
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Findings- Dilution Only Changed
Outcome in 7 Cases
• 7 opinions found dilution without making any finding
on infringement
– 2 opinions in which court declined to consider the
infringement claim
• Qwest Communications (W.D. Wash. 2006)
• Nike v. Nikepal (E.D. Cal. 2007)
– 3 Visa v JSL opinions
• (D. Nev. 2007), (D. Nev. 2008), and (9th Cir. 2010)
– 2 V Secret Catalogue opinions, no infringement, but dilution
• (W.D. Ky. 2008) and (6th Cir. 2010)
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Dilution Tip Number One
• WILL TRDA Dilution Claim Improve Your
Chances of Success?
– Dilution claims are half as likely to prevail as a
traditional trademark claim. Very few cases where
plaintiff won only on dilution and not confusion.

• A TRDA Dilution Claim Will Significantly
Increase Your Litigation Budget
– Do you have proof of fame? Often requires
survey evidence
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THE FAME REQUIREMENT
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Proving Nationwide Fame
• Truly famous brands such as NIKE or
MOTOWN easily established by showing long
use, extensive press coverage, and other
indicia.
• VISA found famous even though it is common
word because in “commercial” context it is not
common.
– eVISA conceded VISA was famous. What if they
had not conceded?
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Findings- What is Fame?
• FLORIDA - Rain Bird Corp. v. Taylor,*
– RAIN BIRD word and design marks
– “The undisputed facts establish a violation of the antidilution provision of
the Lanham Act, 15 U.S.C. § 1125(c). First, it is undisputed that the Rain
Bird Marks are famous in the State of Florida.”
• KANSAS - Univ. of Kansas v. Sinks**
– crimson and blue color scheme, Jayhawk mascot, “the Phog”
• LOUSIANA - Shreveport La. Hayride Co., L.L.C. v. Kent***
– LOUISIANA HAYRIDE
• TEXAS - Rhino Membranes & Coatings Inc. v. Rhino Seamless****
– RHINO

*665 F. Supp. 2d 1258, 1270 (N.D. Fla. Sept. 10, 2009)
**2009 U.S. Dist. LEXIS 65207 (D. Kan. July 28, 2009)
***2009 U.S. Dist. LEXIS 41411 (W.D. La. May 14, 2009)
****2008 U.S. Dist. LEXIS 79491 (S.D. Tex. Sept. 30, 2008)
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Courts Continue To Misapply Fame
Requirement
• JACK THE RAPPER for music convention
services. (Bell v. Foster, 109 U.S.P.Q.2d 1249
(N.D. Ga. 2013).
• JAMES VAN PRAAGH for spirtual medium
services. (Van Praagh v. Gratton, 993 F.Supp.
2d 293 (E.D.N.Y. 2014).
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Successful Strategies for Borderline
Fame
• THE OTHER WHITE MEAT
– Survey Phase One: Identifying 125 slogans
– Narrow down to 25
– Telephone interviews showed it was one of top
five slogans known to adult Americans.
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Grounds for Finding No Dilution
• 98 of the 195 opinions that considered a federal
dilution claim found no dilution. The leading
grounds for these findings:
–
–
–
–
–
–

43 (43.9% of 98) found that the mark was not famous
10 found no commercial use
6 found the marks not to be similar
6 found nominative fair use
5 found association but no dilution
5 found no association
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Tip No. Two
• Defendant’s best argument may be that the
mark is not truly famous on motion to dismiss
before plaintiff can do survey.
– Astute Plaintiffs will do survey before complaint
and plead it as part of foundation to claim.
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Tip No. 3
• Remember that under new test for sufficiency
of pleading you must plead facts that show
fame and not merely plead the conclusoin
that “Mark is Famous.”
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Proving Blurring
• Actual Blurring
• Likelihood of Blurring
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Findings- Modes of Dilution
• 53 of the 184 opinions that considered a federal
antidilution claim found dilution
–
–
–
–

17 explicitly found only blurring
9 explicitly found only tarnishment
5 explicitly found both
the remaining 22 did not specify a mode of dilution
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Actual Dilution
• Days Inn Worldwide, Inc. v. Adrian Motel Co., LLC*
(quoting Moseley v. V Secret Catalogue, Inc., 537 U.S.
418, 434 (2003)):
– “As to the fifth element, the U.S. Supreme Court has noted
that ‘direct evidence of dilution . . . will not be necessary if
actual dilution can reliably be proven through circumstantial
evidence-the obvious case is one where the junior and
senior marks are identical.’”

*2009 U.S. Dist. LEXIS 90393, at *31 (E.D. Mich. Sept. 30, 2009)
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Savin Corp v. Savin Group, 391 F.3d
431 (2d. Cir. 2004).
• Identity of marks creates presumption that
junior use is creating actual dilution.
– On what scientific evidence did Supreme Court
make this finding?
– What about Domino Pizza and Domino Sugar?
– United Airlines and United Vans?
– Apple Computer and Apple Bank or Apple Records
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How Would One Rebut
Presumption?
• Audi Cars vs. Bank Audi
– Bank Audi is 3rd largest bank in Middle East with
history back to 1800s. Opened in NY in 1970s.
– Audi Cars sued in 1997 for dilution.
– Survey:
• Group 1: Random. “What do you think of when
you think of Audi?” Answer: Car
• Group 2: Random. “What do you think of when
you think of Bank Audi?” Answer: not sure but
must be credit card of Audi.
Sued in 1999 for dilution.
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‒ Survey (cont):
• Group 3: Bank Audi Customers. “What do you
think of when you hear of Audi?” Answer: Car
• Group 4: Bank Audi Customers. “What do you
think of when you hear Bank Audi?” Answer: Bank
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HOW DO YOU PROVE LIKELY DILUTION?
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Assocation
• What does “association” prove and when?
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Starbucks v. Wolfe’s Borough Coffee
(2d Cir. 2009)

V.
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Starbucks v. Wolfe’s Borough Coffee
(2d Cir. 2009)
The post-TDRA federal dilution statute ... provides us with a
compelling reason to discard the “substantially similar”
requirement for federal trademark dilution actions. The current
federal statute defines dilution by blurring as an “association
arising from the similarity between a mark ... and a famous
mark that impairs the distinctiveness of the famous mark,” and
the statute lists six non-exhaustive factors for the existence of
an actionable claim for blurring. ... Although “similarity” is an
integral element in the definition of “blurring,” we find it
significant that the federal dilution statute does not use the
words “very’ or “substantial” in connection with the similarity
factor to be considered in examining a federal dilution claim.
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Starbucks v. Wolfe’s Borough Coffee
(2d Cir. 2009)
The determination of an “intent to associate” ... does not
require the additional consideration of whether bad faith
corresponded with that intent. The plain language of
section 1125(c) requires only the consideration of
“[w]hether the user of the mark or trade name intended
to create an association with the famous mark.” See 15
U.S.C. §1125(c)(2)(B)(v) ... Thus, where, as here, the
allegedly diluting mark was created with an intent to
associate with the famous mark, this factor favors a finding
of a likelihood of dilution.
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Starbucks v. Wolfe’s Borough Coffee
(2d Cir. 2009)
That a consumer may associate a negative-sounding junior
mark with a famous mark says little of whether the consumer
views the junior mark as harming the reputation of the famous
mark. The more relevant question, for purposes of
tarnishment, would have been how a hypothetical coffee
named either “Mister Charbucks” or “Charbucks Blend” would
affect the positive impressions about the coffee sold by
Starbucks. We will not assume that a purportedly nagativesounding junior mark will likely harm the reputation of the
famous mark by mere association when the survey conducted
by the party claiming dilution could have easily enlightened us
on the matter.
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Starbucks v. Wolfe’s Borough Coffee
(2d Cir. 2013)

V.
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Starbucks v. Wolfe’s Borough Coffee
(2d Cir. 2013)
The final, disputed factor, actual association, is highly
relevant to likelihood of association. In the analogous
context of determining the “likelihood of confusion” for
trademark infringement claims, we have noted that
“[t]here can be no more positive or substantial proof of
the likelihood of confusion than proof of actual confusion,”
even though a showing of actual confusion is not
necessary to prevail on such a claim.
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Swatch v. Beehive Wholesale
(4th Cir. 2014)

V.
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Swatch v. Beehive Wholesale
(4th Cir. 2014)
In the SWATCH v. SWAP watch case, the Fourth Circuit stated:
“We have yet to provide definitive guidance as to how
dilution claims should be reviewed because the TDRA is a
recent enactment. However, likelihood of dilution, like
likelihood of confusion, is a fact-intensive inquiry, so the
appropriate standard of review is clear error.”
Additionally, the “association [that] arose from the similarity
of the marks” dilution factor was denied in this case because
“the two marks are not confusingly similar.”
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HOW TO PROVE LIKELIHOOD OF
TARNISHMENT
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V Secret Catalogue v. Moseley
(6th Cir. 2010)
The majority opinion (by Judge Gilbert Merritt) reached
this position:
We conclude that the new Act [i.e., TDRA] creates a kind
of rebuttable presumption, or at least a very strong
inference, that a new mark used to sell sex related
products is likely to tarnish a famous mark if there is a
clear semantic association between the two. That
presumption has not been rebutted in this case.
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V Secret Catalogue v. Moseley
(6th Cir. 2010)
The majority soon stated the question presented in
somewhat more substantive terms:
The specific question in this case is whether, without
consumer surveys or polls or other evidence, a semantic
“association” is equivalent to a liability-creating mental
“association” of a junior mark like “Victor’s Little Secret”
with a famous mark like “Victoria’s Secret” that constitutes
dilution by tarnishment when the junior mark is used to
sell sexual toys, videos and similar soft-core pornographic
products.
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V Secret Catalogue v. Moseley
(6th Cir. 2010)
The majority concluded with this pseudo-sexually explicit
statement:
The new law seems designed to protect trademarks from
any unfavorable sexual associations. Thus, any new mark
with a lewd or offensive-to-some sexual association raises
a strong inference of tarnishment. The inference must be
overcome by evidence that rebuts the probability that
some consumers will find the new mark both offensive
and harmful to the reputation and the favorable
symbolism of the famous mark.
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V Secret Catalogue v. Moseley
(6th Cir. 2010)
The dissent (by Judge Karen Nelson Moore), acknowledged
“[a] clear association between the two marks,” but qualified:
That a consumer may associate a negative-sounding junior
mark with a famous mark says little of whether the
consumer views the junior mark as harming the reputation
of the famous mark. The more relevant question, for
purposes of tarnishment, would have been how a
hypothetical coffee [with a negative-sounding name] would
affect the positive impressions about the coffee sold by
Starbucks.
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V Secret Catalogue v. Moseley
(6th Cir. 2010)
The dissent concluded:

Certainly, it is possible that the Moseley’s use of “Victor’s
Little Secret” to sell adult-oriented material and other
novelties could reflect poorly on the VICTORIA’S SECRET
mark and could cause Victoria’s Secret to suffer damage to
its “sexy and playful” reputation, but the evidentiary
standard set forth in the statute is one of likelihood not
mere possibility. Likelihood is based on probable
consequence and amounts to more than simple
speculation as to what might possibly happen.
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The Real Danger
• New York, Georgia, Massachusetts, and
California have not revised their state dilution
laws to dovetail with FTDA.
– Under these laws no requirement of fame; just
distinctiveness.
(Though they must still be “strong” marks.)
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