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Tips for Optimal Quality

FOR LIVE EVENT ONLY

Sound Quality
If you are listening via your computer speakers, please note that the quality
of your sound will vary depending on the speed and quality of your internet
connection.
If the sound quality is not satisfactory, you may listen via the phone: dial
1-866-819-0113 and enter your PIN when prompted. Otherwise, please
send us a chat or e-mail sound@straffordpub.com immediately so we can address
the problem.
If you dialed in and have any difficulties during the call, press *0 for assistance.
Viewing Quality
To maximize your screen, press the F11 key on your keyboard. To exit full screen,
press the F11 key again.

Continuing Education Credits

FOR LIVE EVENT ONLY

In order for us to process your continuing education credit, you must confirm your
participation in this webinar by completing and submitting the Attendance
Affirmation/Evaluation after the webinar.
A link to the Attendance Affirmation/Evaluation will be in the thank you email
that you will receive immediately following the program.
For additional information about CLE credit processing call us at 1-800-926-7926
ext. 35.

Disclaimer
These materials have been prepared solely for educational and entertainment
purposes to contribute to the understanding of U.S. intellectual property law.
These materials reflect only the personal views of the authors and are not
individualized legal advice. It is understood that each case is fact specific, and
that the appropriate solution in any case will vary. Therefore, these materials
may or may not be relevant to any particular situation. Thus, the authors and
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP (including Finnegan Europe
LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be bound either
philosophically or as representatives of their various present and future clients to
the comments expressed in these materials. The presentation of these materials
does not establish any form of attorney-client relationship with these authors.
While every attempt was made to ensure that these materials are accurate,
errors or omissions may be contained therein, for which any liability is
disclaimed.
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IPR Filings Have Risen Quickly

As of Aug. 31, 2015. Total IPR petitions filed since Sept. 16, 2012 is 3442.
Source: http://www.uspto.gov/sites/default/files/documents/2015-08-31%20PTAB.pdf
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Petition Grant Rate is High!
Institution Decisions

Denied, 27%
602/2193

Granted +
joinder = 72%

Joinder, 6%
134/2193

Granted, 66%
1457/2193

PTAB IPR Institution Decisions, Sept. 16, 2012 – Aug. 31, 2015. Adding institutions to joinder grants means that 72% of petitions have
resulted in an IPR. Source: http://www.uspto.gov/sites/default/files/documents/2015-08-31%20PTAB.pdf
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But Petition Grant Rate Has Dropped
From Early Days
Institution rate
85%
80%

80%
5/29/2014

75%

77%
6/26/2014

70%

70%

70%

68%
1/15/2015

5/21/2015

65%

68%

2/12/2015

67%

66%

6/11/2015
7/16/2015

63%

8/31/2015

7/31/2015

60%
Number of petitions granted as the nominator and petitions granted + petitions denied + decisions granting joinder as the
denominator. Source: http://www.uspto.gov/sites/default/files/documents/2015-08-31%20PTAB.pdf
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And If IPR Instituted,
Cancellation Rate is High!
IPR Outcomes by Case
58
14%

316
6%

IPR Outcomes by Claim

1144
20%

55
14%
292
72%

4264
74%

No instituted claims survived

All instituted claims unpatentable

All instituted claims survived

All instituted claims survived

Mixed

Instituted claims conceded

“Mixed outcome”: at least one instituted claims survived and at least one instituted
claim was canceled.

As of Aug. 1, 2015. Source: Finnegan research, with thanks to Dan Klodowski, Kai Rajan, Elliot Cook, and Joe Schaffner.
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Feedback to USPTO
from patent
community:
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“IPRs too heavily
weighted in favor
of petitioners”

USPTO Response to
Comments/Feedback at Roadshows/
Listening Tour
•

Director's Forum: A Blog from USPTO's Leadership,
Friday Mar 27, 2015: Announced plan for rule
changes, including some “quick fix” changes
effective immediately, such as motion to amend
and reply page limits increased and allowing a
claims appendix for a motion to amend.

• Indicated second proposed-rule package may
contain adjustments to the evidence that can be
provided in the patent owner preliminary response
and adjustments to the scope of additional
discovery.
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Proposed Rules Release Aug. 19, 2015
Comments Due Oct. 19, 2015
•
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Highlights
1.

Allow patent owners to submit new testimonial evidence with a
preliminary response and permit petitioners to seek authorization to file
a reply to a patent owner’s preliminary response;

2.

Obligate practitioners to provide a “Rule-11” type certification for all
papers filed with PTAB;

3.

Confirm that the broadest reasonable interpretation (BRI) standard will
apply to claims that will not expire before a final written decision, and
clarify that a Phillips-type claim-construction standard will apply to
claims that will expire before a final written decision;

4.

Change from page limits to word-court limits for some documents.

Proposed Rules are Second Part of
Three-Part Roll-Out Plan
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Currently, Patent Owner Cannot "Present
New Testimony Evidence Beyond That
Already Of Record” In POPR
37 C.F.R. §42.107(c): No new testimonial evidence.
The preliminary response shall not present new
testimony evidence beyond that already of record,
except as authorized by the Board.
Significant tactical advantage for Petitioner.
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Currently, Patent Owner Cannot "Present
New Testimony Evidence Beyond That
Already Of Record” In POPR
But the specification, file history, evidence from other
proceedings are fair game for presenting in the POPR.
• Anova Food, LLC. v. Leo Sandau and William R. Kowalski,
IPR2013-00114, Paper 11 (PTAB June 25, 2014): “37 C.F. R
§ 42.107(c) applies only to ‘new’ testimony that was
taken specifically for the purpose of the inter partes
review proceeding at issue, as supported by the discussion
and the comments that accompanied the rule. For
example, a party submitting the prosecution history for
the challenged patent may include a copy of the
declarations contained therein.”
14

Proposed Rule Change
§ 42.107 Preliminary response to petition.

•

still
optional

(a) The patent owner may file a preliminary response to the petition. The response
may set forth the reasons why no inter partes review should be instituted under 35
U.S.C. 314 and can include supporting evidence. The preliminary response is
subject to the word count under §42.24.

§ 42.108 Institution of inter partes review.
•

15

(c) Sufficient grounds. Inter partes review shall not be instituted for a ground of
unpatentability unless the Board decides that the petition supporting the ground
would demonstrate that there is a reasonable likelihood that at least one of the
claims challenged in the petition is unpatentable. The Board’s decision will take
into account a patent owner preliminary response where such a response is filed,
but supporting evidence concerning disputed material facts will be viewed in the
light most favorable to the petitioner for purposes of deciding whether to institute
an inter partes review. If the patent owner submits supporting evidence with its
preliminary response, the petitioner may seek leave to file a reply to the
preliminary response in accordance with § 42.24(c).

Some Commentators are Negative
New direct testimony won’t help the patent owner in the preliminary
response because there won’t be a chance for the Petitioner to crossexamine the testimony prior to the institution decision.
Factors:

• 12-month timeline from institution to final written decision.
• Institution is non-appealable (35 U.S.C. § 314(d)).
USPTO noted in Commentary that lack of cross-examination was reason for
adding rule change that “any factual dispute that is material to the
institution decision will be resolved in favor of the petitioner solely for
purposes of making a determination about whether to institute.”
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Until Rule Changes, Consider
Proactive Use of Substantive
Declarations in Prosecution
Patent Owner can rely on public records. If there are good
declarations in prosecution, those can be submitted by the
Patent Owner before institution (Patent Owner’s Preliminary
Response) in an effort to persuade PTAB that there is not a
substantial likelihood that at least one claim will be
unpatentable.
Remember: Patent Owner’s goal is to avoid institution of an
IPR/PGR.
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Example Where Objective Evidence Already in
“Record” Successfully Used by Patent Owner to
Get Petition Denied
Omron Oilfield & Marine, Inc. v. Md/Totco, A Division Of Varco, L.P.,
IPR2013-00265, Paper 11 (PTAB Oct. 31, 2013)
― Patent Owner requested PTAB exercise its discretion to deny the petition
because of the same art/arguments before the Office during reexamination.
― Patent Owner was able to rely on evidence in the record in a
reexamination of the patent of commercial success.
― PTAB: Petition denied.
―
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Found Petitioner established a prima facie case of obviousness, and then reviewed
the objective evidence of nonobviousness provided to the examiner during a
reexamination, and agreed that it was persuasive.
―

“we determine that Patent Owner has presented sufficient evidence to establish a prima
facie case of nexus.”

―

No rebuttal by Petitioner.

―

“We find that the ’142 Patent had significant commercial success, which, here, overcomes
the prima facie case of obviousness.”

Rule-11 Type Considerations
§ 42.11 Duty of candor; signing papers; representations to the
Board; sanctions.
•
•

•

(a) Duty of candor. Parties and individuals involved in the proceeding
have a duty of candor and good faith to the Office during the course of a
proceeding.
***

(c) Representations to the Board. …—an attorney… certifies that to the
best of the person’s knowledge, information, and belief, formed after an
inquiry reasonable under the circumstances:
― (1) It is not being presented for any improper purpose, such as to harass,
cause unnecessary delay, or needlessly increase the cost of the
proceeding;
― (2) The claims, defenses, and other legal contentions are warranted by
existing law or by a non-frivolous argument for extending, modifying, or
reversing existing law or for establishing new law;
― (3) The factual contentions have evidentiary support; and
― (4) The denials of factual contentions are warranted on the evidence.
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Rule-11 Type Considerations
(con’t)
• Violation of (c) may lead to imposition of sanctions by PTAB on
attorney, registered practitioner, law firm, patent agent, or
party. “Absent exceptional circumstances, a law firm must be
held jointly responsible for a violation committed by its partner,
associate, or employee.”
• Party may request sanctions by written notice to other party,
then requesting authorization to file motion and then, if
authorization granted, file motion.
• Or PTAB may, on its own, order to show cause why conduct
specifically described in the order has not violated paragraph (c).
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Rule-11 Type Considerations
(con’t)
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Rule-11 Type Considerations
(con’t)
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BRI Standard for Unexpired
Claims Codified
§ 42.100 Procedure; pendency.
*****
(b) A claim in an unexpired patent that will not expire
before a final written decision is issued shall be given
its broadest reasonable construction in light of the
specification of the patent in which it appears.
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Confirmation of BRI Standard
at PTAB
• BRI standard will be retained for claims in an unexpired patent at
issue in an AIA proceeding.
• In In re Cuozzo, the Federal Circuit recognized that because an IPR
provides opportunity to amend claims, “use of the broadest
reasonable interpretation approach is appropriate[.]”
• Phillips-type claim construction standard for claims of a patent
that will expire prior to the issuance of a final decision is
appropriate.
•

Proposed changes to 37 CFR 42.100(b), 42.200(b), and 42.300(b) to reflect this.

Comments invited as to what to do if patent owner foregoes the
right to amend claims.
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Reminder of Burdens Unfavorable to
Patent Owner
ISSUE

CBM/PGR/IPR

DISTRICT COURT

Burden of proof

Preponderance of the
evidence

Clear and convincing
evidence

Presumption of
Validity?

No

Yes

Claim construction

Broadest reasonable
Interpretation (BRI)*

Phillips/Markman framework:
analyze claims, specification,
and prosecution history to
determine how claims would
be understood by one of
ordinary skill in the art

Decision maker

Patent Trial and
Appeal Board (APJs)

District court judge or jury

* and no attempt to preserve patentability; also not bound to follow district court’s construction, if it exists.
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Federal Circuit Agrees with
BRI at PTAB
In re Cuozzo Speed Technologies, LLC, 793 F.3d 1268
(Fed. Cir. 2015)
•

No jurisdiction to review PTAB’s IPR institution
decision (See 35 U.S.C. § 314(d)).

•

Affirm PTAB’s Final Written Decision in full (all
instituted claims unpatentable as obvious)

― No error in PTAB’s application of BRI
claim construction standard;
― No error in obviousness determination;
and
― No error in denial of Cuozzo’s motion to
amend.
― Lack of written description support;
― Improper broadening
26

Word Count
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Word Count (con’t)

28

More in the Proposed Rules
Package
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Additional Discovery
PTAB will “continue to apply the Garmin factors on a
case-by-case basis when considering whether
additional discovery in an inter partes review is necessary
in the interest of justice” and Garmin list not exhaustive.
1.

More Than A Possibility And Mere Allegation.
―
Show something useful will be uncovered. “’Useful’ does not mean
merely ‘relevant’ or ‘admissible,’ but rather means favorable in
substantive value to a contention of the party moving for discovery.”

2.
3.
4.
5.

Litigation Positions And Underlying Basis.
Ability To Generate Equivalent Information By Other Means.
Easily Understandable Instructions.
Requests Not Overly Burdensome To Answer.

See Garmin Int’l, Inc. v. Cuozzo Speed Techs. LLC, Case IPR201200001, slip op. at 6–7 (PTAB Mar. 5, 2013) (Paper 26) (informative).
30

Additional Discovery (con’t)
• Part of determining whether the discovery requests
are overly burdensome to answer will be the
schedule of the proceeding – the sooner raised, the
better
.
• “the Scheduling Order of each trial utilizes sequenced
discovery, whereby parties can conduct meaningful discovery
before they are required to submit their respective motions
and oppositions, taking into account the complexity of the
proceeding, while ensuring that the trial is completed within
one year of institution. Parties are encouraged to raise
discovery issues, and confer with each other regarding such
issues, as soon as they arise in a proceeding.”
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Commentary on Additional Discovery
With Respect to Objective Evidence of
Nonobviousness
“The Office, therefore, agrees that a conclusive showing of nexus
between the claimed invention and the information being sought
through discovery is not required at the time the patent owner
requests additional discovery. Nonetheless, some showing of nexus is
required to ensure that additional discovery is necessary in the
interest of justice, in an inter partes review, or is supported by a
good cause showing, in a post-grant review. See 35 U.S.C. 316(a)(5)
and 326(a)(5); 37 CFR 42.51(b)(2) and 42.224. . . . A patent owner
seeking secondary consideration evidence from a petitioner should
present a threshold amount of evidence or reasoning tending to show
beyond speculation that something useful will be uncovered. A mere
infringement contention or allegation that the claims reasonably
could be read to cover the petitioner’s product is generally
insufficient, . . . The Office plans to add further discussion on this
issue to the Office Patent Trial Practice Guide.”
32

Additional Discovery (con’t)
• Real-party-in-interest (RPI) is an area where PTAB has been granting
requests for additional discovery.
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•

Generally allowed to raise at any time, but best if raised earlier in proceeding
rather than later.

•

Note, First Quality Baby Products, LLC v. Kimberly-Clark Worldwide, Inc.,
IPR2014-01023, Paper 41 (P.T.A.B. July 16, 2015), where Patent Owner did not
raise challenge to RPI in POPR or Patent Owner Response, but only raised in
Motion to Vacate Decision Instituting IPR based on Petitioner’s failure to identify
all RPI, after Petitioner’s Reply filed and oral hearing scheduled:
―

“Patent Owner must establish that it is entitled to the relief requested in its Motion
to Vacate, including that its challenge to the Petition’s listing of real parties in
interest was timely raised.”

―

“Patent Owner does not, however, dispute that it has been aware of most of the
facts and evidence on which its Motion to Vacate is based for nearly a year or
more, or that it was capable of raising the real parties in interest issue before trial
was instituted.”

―

PTAB decided that motion, even if timely, did not sufficiently show that RPI listing
was deficient.

Real-Party-In-Interest
“Additional discovery may be authorized where patent
owner raises sufficient concerns regarding the
petitioner’s identification of real parties-in-interest.”
“[T]he ultimate burden of proof on the issue lies
with the petitioner. . . .This allocation of the burden
acknowledges that a petitioner is more likely than a
patent owner to be in possession of, or have access to,
evidence relevant to the issue. . . . The Office plans to
add further discussion on this issue to the Office
Patent Trial Practice Guide.”
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Multiple Proceedings
“The Board will continue to take into account the interests of justice
and fairness to both petitioners and patent owners where multiple
proceedings involving the same patent claims are before the Office.”
“The Board agrees with the commenters that the timing of the
patent owner’s preliminary response may be altered, when helpful
and fair in an appropriate case.”
“The Board agrees with the commenters that a factor which may be
relevant in appropriate cases is whether the petitioner in a laterfiled proceeding is amenable to joinder with an earlier-filed
proceeding involving the same patent claims[,]” but for now no rule
change and expect further discussion in the Office Patent Trial
Practice Guide.
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Multiple Proceedings (con’t)
No guidance or rule changes “regarding the timing on
lifting a stay or how to proceed in a copending
reexamination or reissue that is not stayed. These
determinations have been proceeding appropriately on
a case-by-case basis, noting, among many factors, the
impact of the concurrent reexamination on the trial
and whether the trial has concluded.”
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Live Testimony at Oral Hearing
• Will remain discretionary and determined on caseby-case basis.
• So far, PTAB authorized and granted one motion
requesting oral testimony.
•

37

K-40 Electronics, LLC v. Escort, Inc., IPR2013-00203, Paper 34
(P.T.A.B. May 21, 2014)

More on Oral Hearings
• USPTO will “clarify whether the parties are limited to
presenting argument on issues specified in the oral hearing
request” via the FAQs on the PTAB Trials web site and in the
Office Patent Trial Practice Guide.
• Plan to upgrade ability to hold hearings in regional offices.
• Modified rules to require the exchange of demonstratives
seven business days before the final hearing date.
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•

§ 42.70. Oral argument.

•

*****

•

(b) Demonstrative exhibits must be served at least seven business days
before oral argument and filed no later than the time of the oral
argument.

Institution on Some But Not All
Grounds
• Concern is that, because the decision on institution is not
appealable, and any ground on a challenged claim that is not
instituted is not reflected in the final, appealable decision, a
petitioner has no redress for grounds on which the Office chooses
to not institute.
• “Office uses partial institution as one tool to manage effectively
AIA reviews. The Office is cognizant of the ramifications of
partial institution …and strives to strike an appropriate balance
between what can be accomplished during the finite time frame
for a trial and fairness to the parties in fully vetting patentability
issues on challenged claims. The Office will continue to assess
whether such balance is appropriately struck.”
39

PTAB Does Not Have to
Decide Every Asserted Ground
In re Schott Gemtron Corp., No. 2015-133 (Fed. Cir. Aug. 11, 2015)(nonprecedential)
•

IPR instituted on two of the nine grounds asserted.

•

IPR FWD – all instituted claims survived.

•

Federal Circuit – Rule 36 affirmance of IPR FWD.

•

Petitioner filed petition for writ of mandamus that would direct the PTAB to
grant IPR on two of the seven denied grounds.

•

Federal Circuit: denied.
― PTAB does not have to consider every unpatentability argument raised by a
petitioner in an America Invents Act review.
― “…the denial of a petition cannot be reviewed under any circumstances. . . .
This case is no different.”
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Earlier USPTO Indicated Possible Rule
Change for Motions to Amend
•

Director's Forum: A Blog from USPTO's Leadership, Friday Mar 27, 2015
• Announced new rules will raise the page limits for motions to
amend and petitioner’s reply from 15 pages to 25 pages, effective
immediately.

• Second rule package may include further modifications to the
motion to amend process:
― "a patent owner will not be required to make a prior art
representation as to the patentability of the narrowed
amended claims beyond the art of record before the office.“
Did not
happen in
2nd rules
package
released
Aug. 19,
2015
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― Although “the duty of candor and good faith [still] requires the
patent owner to make of record any additional prior art material
to patentability known by the patent owner.”

But Proposed Rules Did Not Address
Motions to Amend;
USPTO Says PTAB Case Law Enough
MasterImage 3D, Inc. v. RealD Inc., IPR2015-00040,
Paper 42 (PTAB July 15, 2015)(representative)
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•

Expanded panel of 6 judges.

•

Burden on Patent Owner to set forth a prima facie case of
patentability of narrower substitute claims in a motion to amend over
the “prior art of record and also prior art known to the patent
owner.

•

Follow Idle Free, but 3 points of clarification.

Representative Decision
(con’t)
MasterImage (con’t)
1. “prior art of record” means:
a) any material art in the prosecution history of the patent;
b) any material art of record in the current proceeding, including art
asserted in grounds on which the Board did not institute review; and
c) any material art of record in any other proceeding before the Office
involving the patent.

2. “prior art known to the patent owner” means “no more than the
material prior art that Patent Owner makes of record in the
current proceeding pursuant to its duty of candor and good faith
to the Office under 37 C.F.R. § 42.11, in light of a Motion to
Amend.
― “initial emphasis on each added limitation”
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Representative Decision
(con’t)
MasterImage (con’t)
3. “once Patent Owner has set forth a prima facie case
of patentability of narrower substitute claims over the
prior art of record, the burden of production shifts to
Petitioner…[but] the ultimate burden of persuasion
remains with Patent Owner, the movant, to
demonstrate the patentability of the amended
claims.”

44

Federal Circuit Affirms PTAB’s Denial of
Motion to Amend Proposing Substitute
Claims
Microsoft Corp. v. Proxyconn, Inc., 789 F.3d 1292 (Fed. Cir. 2015)
•

Proxyconn’s motion to amend requested replacing challenged claims 1 and 3 with
substitute claims 35 and 36.

•

PTAB denied for failure to establish patentability of the substitute claims over a
prior art reference that was not relied upon for institution of the IPR.

•

PTAB argued reference proper basis for denial under § 42.20(c), “as it has been
interpreted in Idle Free—namely, as requiring the patentee ‘to show patentable
distinction [of the substitute claims] over the prior art of record.’”

•

Fed. Cir.:
― Affirmed PTAB’s denial of motion to substitute proposed claims.
― Agreed that 37 C.F.R. § 42.121(a)(2) “is not an exhaustive list of grounds
upon which the Board can deny a motion to amend.”
― 37 C.F.R. § 42.20 and § 42.121 also apply; PTAB’s interpretation according to
Idle Free is not erroneous or inconsistent with statute.
― “nothing in the statute or regulations precludes the Board from rejecting a
substitute claim on the basis of prior art that is of record, but was not cited
against the original claim in the institution decision.”
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Note: Federal Circuit Did Not
Rule on Idle Free
Footnote 4: “Importantly, this case does not call on us to decide
whether every requirement announced by the Board in Idle Free
constitutes a permissible interpretation of the PTO’s regulations.
The Idle Free decision is not itself before us, and we resolve this
case only with respect to the Board’s having faulted Proxyconn for
“attempt[ing] to distinguish claims [35 and 36] only from the prior
art for which we instituted review of corresponding claims [1 and
3]” and, ultimately, for “fail[ing] to establish by a preponderance
of evidence that [claims 35 and 36] are patentable over DRP.”
Board Decision at 55–56. We do not address the other
requirements of Idle Free that the Board relied upon. Nor do we
address, for example, Idle Free’s requirement that the patentee
to show patentable distinction over all “prior art known to the
patent owner.” Idle Free, 2013 WL 5947697, at *4.”
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Proposed Rules Commentary on
Motions to Amend
“The Board currently does not contemplate a change in
rules or practice to shift the ultimate burden of
persuasion on patentability of proposed substitute
claims from the patent owner to the petitioner.
Depending on the amendment, a petitioner may not
have an interest in challenging patentability of any
substitute claims…. At this time, the Office does not
contemplate seeking assistance from the Examining
Corps for review of motions to amend.”
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Proposed Rules Commentary on
Motions to Amend
“Therefore, the ultimate burden of persuasion on patent
owner’s motion to amend remains best situated with the
patent owner, to ensure that there is a clear representation
on the record that the proposed substitute claims are
patentable, given that there is no opportunity for separate
examination of these newly proposed substitute claims in
these adjudicatory-style AIA proceedings. See Microsoft Corp.
v. Proxyconn, Inc., Nos. 2014-1542, 2014-1543, 2015 WL
3747257, at *12 (Fed. Cir. June 16, 2015) (stating ultimate
burden of persuasion remains with the patent owner, the
movant, to demonstrate the patentability of the substitute
claims).”
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Proposed Rules Commentary on
Motions to Amend
“’With respect to a motion to amend, once Patent Owner has set
forth a prima facie case of patentability of narrower substitute
claims over the prior art of record, the burden of production shifts
to the petitioner. In its opposition, the petitioner may explain why
the patent owner did not make out a prima facie case of
patentability, or attempt to rebut that prima facie case, by
addressing Patent Owner’s evidence and arguments and/or by
identifying and applying additional prior art against proposed
substitute claims. Patent Owner has an opportunity to respond in its
reply. The ultimate burden of persuasion remains with Patent
Owner, the movant, to demonstrate the patentability of the
amended claims.’ MasterImage, slip op. at 2 (citing Microsoft, 2015
WL 3747257, at *12).”
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Proposed Rules Commentary on
Motions to Amend
“the Office does recognize a clarification of
amendment practice that affirmatively states that a
patent owner must argue for the patentability of the
proposed substitute claims over the prior art of
record, including art provided in light of a patent
owner’s duty of candor and any other prior art or
arguments supplied by the petitioner, in conjunction
with the statutory requirement that the proposed
substitute claims be narrower than the claims that are
being replaced.”
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Filing Motion to Amend is
Statutory Right
“the patent owner has a statutory right to file a
motion to amend under 35 U.S.C. 316(d) and 326(d).
Thus, there is no burden of persuasion for permitting
the Board to consider a motion to amend, as the Board
must consider a motion to amend that is filed in a
proceeding.”
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Cannot Rely on Being
Able to Amend Claims in IPR
4
Motion to amend
proposing
substitute claims
denied
Motion to amend
proposing
substitute claims
granted

69
Finnegan research of 73 IPRs in which substitute claims were considered; allowed 4 times (5%) (as of
June 8, 2015).
There is an additional CBM case, Chicago Mercantile Exchange Inc., v. 5th Market Inc., CBM2013-00027,
Paper 38 (PTAB March 23, 2015), granting-in-part Patent Owner’s Request for Rehearing and modifying
the Final Written Decision to grant 5th Market’s motion to amend proposed substitute claim 54.
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Motions-to-Amend Practice Discussed
in Proposed Rules
10 additional pages for patent owner’s motion to amend,
claims appendix allowed, and 10 additional pages for a
petitioner’s reply brief.
“At this time, the Office does not contemplate seeking
assistance from the Examining Corps for review of motions
to amend.”
Using PTAB opinions to shape motions-to-amend practice.

53

Other Designated PTAB Decisions
Relating To Motions To Amend
Idle Free Systems, Inc. v Bergstrom, Inc., IPR2012-00027, Paper 26
(P.T.A.B. June 11, 2013)(informative)
Nichia Corp. v. Emcore Corp., IPR2012-00005, Paper 27, (P.T.A.B. June 3,
2013)

Int'l Flavors & Fragrances Inc. v. The United States of America, IPR201300124, Paper 12 (P.T.A.B. May 20, 2014)(informative)
Corning Optical Communications RF, LLC v. PPC Broadband, Inc.,
IPR2014-00441, Paper 19, (P.T.A.B. October 30, 2014)
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Successful Motions to Amend
Int’l Flavors & Fragrances Inc. v. U.S.A., as represented
by the Secretary Of Agriculture, IPR2013-00124
Riverbed Tech. Inc. v. Silver Peak Systems, Inc.,
IPR2013-00402 and IPR2013-00403
Syntroleum Corp. v. Neste Oil, Oyj, IPR2014-00192
Plus Chicago Mercantile Exchange Inc., v. 5th Market Inc., CBM2013-00027,
Paper 38 (PTAB March 23, 2015), granting-in-part Patent Owner’s
Request for Rehearing and modifying the Final Written Decision to
grant 5th Market’s motion to amend proposed substitute claim 54.
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Looking Ahead
• Revised Office Patent Trial Practice Guide published with the
final rulemaking for these proposed rules.
• Likelihood of the rules being adopted?

• Do proposed changes address the perceived imbalance
between petitioners and patent owners?
• What counsel needs to do now regarding matters that could be
impacted if/when the rules are adopted.
•
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If new testimony allowed with POPR, time/money spent on POPR will
likely increase -> a lot of pressure on patent owners if 3-month time frame
does not increase also.

Looking Ahead (con’t)
USPTO accepting comments until Oct. 26, 2015, on a
proposed pilot program under which the determination of
whether to institute an IPR will be made by a single APJ,
with two additional APJs being assigned to the IPR if a
trial is instituted.
80 Fed. Reg. 51,540 (Aug. 25, 2015)(“Request for
Comments on a Proposed Pilot Program Exploring an
Alternative Approach to Institution Decisions in Post
Grant Administrative Reviews”)
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Pilot Program Questions
1. Should the USPTO conduct the single-APJ institution pilot program
as proposed herein to explore changes to the current panel
assignment practice in determining whether to institute review in
a post grant proceeding?
2. What are the advantages or disadvantages of the proposed singleAPJ institution pilot program?
3. How should the USPTO handle a request for rehearing of a
decision on whether to institute trial made by a single APJ?
4. What information would the USPTO include in reporting the
outcome of the proposed single-APJ institution pilot program?
5. Are there any other suggestions for conservation and more
efficient use of the judicial resources at the PTAB?
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Thank You!

Contact Information:
Michael Flibbert
michael.flibbert@finnegan.com
202.408.4493
Tom Irving
tom.irving@finnegan.com
202.408.4082
Dr. Amanda Murphy
amanda.murphy@finnegan.com
202.408.4114
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